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Tae Untrep States TrapeE-MarK Associatioy 


522 Fifth Avenue, New York 18, N. Y. 





An Organization for the 
Protection of Trade-Marks and Trade-Names 





The United States Trade-Mark Association, organized in 1878 and incorporated 


in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 
During its sixty-nine years of existence the Association has been accumulating comprehe: 
sive records, files and a general library of information on trade-mark matters. Members 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal_publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 


frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade: 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to thei 
interests, the Association places its facts and findings at the disposal of the trade-mark owner: 
concerned so that they can point out to lawmakers and others the harmful features and effects 0! 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 


and publication of slogans and all similar matters which do not involve or imply the practic: 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Boar’ 
of Directors composed of important trade-mark owners whose efforts are supplemented an: 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


HOW THE LANHAM ACT AFFECTS TRADE-MARKS* 
Hon. Casper W. Ooms 


It may be somewhat bold for anyone to venture upon a discussion of the 
Trade-Mark Act of 1946, popularly known as the Lanham Act, as probably more 
has been written about the law of trade-marks since and because of the passage 
of this Act a year ago than has been written on that subject since the beginning of 
the law of trade-marks. I shall, therefore, today attempt no more than a discus- 
sion of the salient features of the Lanham Act as they appear to me. 

What I shall attempt is: First, a discussion of the expansion of registrability 
under the Act; second, the innovation of incontestability provided for by the Act; 
third, the improved remedies created by the Act; and fourth, the incidental bene- 
fits of this legislation. Fifth, and finally, I shall discuss briefly the alarms and 
fears that the Act has created. 


1. Expansion of Registrability Under the Act 


There can be no question that the Lanham Act, expressing the experience of 
business with many of the limitations of our previous trade-mark legislation has 
greatly expanded the opportunities for registering trade-marks. While the statute 
contains many of the positive prohibitions of the old law against the registration 
of undesirable marks such as those comprising immoral or scandalous matter, and 
the flag or coat-of-arms or other insignia of the United States, a state or munici- 
pality or any foreign nation, the Act adds a prohibition against those which “dis- 
parage or falsely suggest a connection with persons, living or dead, institutions, 
beliefs, or national symbols, or bring them into contempt, or disrepute,” and 
expressly states that “no trade-mark by which the goods of the applicant may be 
distinguished from the goods of others shall be refused registration on the prin- 
cipal register on account of its nature” unless it falls within the specified prohibi- 
tions. This is the direction to the Patent Office, and I think to the courts, that 
technicalities unduly hampering registration are to be avoided and that each mark 
is to be examined to determine its capacity to serve as a trade-mark without 
creating the possibility of confusion with a mark of another. 

The Act clearly carries out this suggestion in eliminating much of the technical 
language that created difficulty where registration was sought of a mark that had 
some resemblance to the mark of another, and was therefore forbidden registration. 
The Lanham Act now compels such contests to be determined upon the answer to 
the question whether the proposed mark so resembles the mark previously regis- 
tered or used “as to be likely, when applied to the goods of the applicant, to cause 
confusion or mistake or to deceive purchasers.” 

Similarly, the Act expands the opportunities for registration of marks which 


* Remarks by Hon. Casper W. Ooms, United States Commissioner of Patents, delivered 
at a meeting of the Commerce and Industry Association of New York on July 9, 1947. 
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would previously have been rejected as geographical. It requires that the mark 
to be denied registration must be “primarily geographically descriptive or decep- 
tively misdescriptive.” 

As an example of this problem I recall the decision made in the Patent Office 
some years ago denying registration of the mark “Kem” for a plastic playing card. 
(The illustrations I employ I choose merely for their simplicity and not because 
they present any existing problems. Like the fiction writers, I deny any similarity 
to living trade-marks except for pure coincidence.) Now, this mark “Kem,” 
which was a very happily chosen trade-mark, was rejected because some geographies 
said this name “Kem” was the name of a river in Russia. I am confident that 
under the new Act that ground of rejection no longer exists. 

Another ground of rejection that has been removed from the trade-mark law 
is the ground that the mark is merely a surname or the name of a firm or cor- 
poration. Now the mark “Kem” also happens to be the name of a United States 
Senator. Under the old law we would have been compelled to reject an applica- 
tion for registration of that mark on that additional ground. Our practice in the 
Patent Office was to consult fifteen telephone directories of the leading cities. 
It might very well be that a name, like my own, would appear only in another 
directory than one of the fifteen selected, and its registrability would thus depend 
upon an accident of telephone book selection never contemplated by the law, but 
made necessary by the practical problems of administration. 

Also under the old law, if there had been a corporation manufacturing steam 
shovels known as Kem, Incorporated, we would have had to reject the proposed 
mark “Kem” for playing cards on that ground. 

The elimination of the mere existence of a surname or the name of a corporation 
as grounds for rejection is an extremely fortunate one. For example, if someone 
presented the mark “Kodak” for registration under the old law, we would have 
merely looked into the Washington ‘telephone directory and found the name of 
Mrs. Helen Kodak and that would have presented an insuperable ground of rejec- 
tion. Today that ground of rejection no longer exists unless the name is primarily 
merely a surname. 

Similarly, there is a trade-mark for a metal polish “Noxon,” which by all tests 
of trade-mark law and merchandising practice is a well-chosen mark, as it can be 
read and printed with equal facility upright or upside down, is purely arbitrary, 
has no confusing other meaning, is easily written and remembered, presents no 
problem of pronunciation, etc. If that mark were presented under the old law 
we would look into the Washington telephone directory and find that Mrs. William 
Noxon was there registered and would have had to reject the mark. Under the 
present law that is no longer true. 

The Lanham Act goes farther. It provides that marks made unregistrable by 
specific terms of some provisions can be registered when these marks have become 
“distinctive of the applicant’s goods in commerce.” The law administered by the 
courts, as distinguished from the old trade-mark act, long recognized this principle 
of “secondary meaning, but there was no way of registering such marks in the 
United States Patent Office (except for ten years’ exclusive use prior to 1905), 
where those searching trade-marks to avoid confusing use of similar marks might 
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have found it. Under the new law the Commissioner of Patents is authorized to 
register such marks upon acceptable proof of their distinctive character, and may 
accept for this purpose proof of five years of continuous exclusive use. 

The Lanham Act expressly provides for handling marks which are concurrently 
used by two or more traders. Our courts had long recognized the possibility that 
in this large country a mark might be in bona fide use in one section of the United 
States by one trader and used for similar or even identical goods in a remote part 
of the country, by another without any conflict developing for some time. In 
those cases the courts have left each trader to enforce his mark within his respec- 
tive territory. With the growth of our communications and the almost inevitable 
national character of all marks this presented a growing problem which will in 
part be met by the Lanham Act. The Lanham Act provides that such concurrent 
users may both procure registration at the present time, but by the provisions for 
incontestability and remedies to be discussed later, the possibility of the accrual 
of concurrent rights is greatly diminished and may even in time be cut off entirely. 
As the law now appears, any mark registered under the Lanham Act or those 
of 1881 or 1905 will cut off, as of the date of its filing, any possibility that rights 
to concurrent use of that mark may be established anywhere in the country. 

Another great class of marks which have been in wide use and never heretofore 
given legitimacy by the statute are the so-called service marks. The Lanham 
Act now provides for the registration of these. Within this field you have every- 
thing from a cleaning and dyeing establishment to a great hotel, an airline, a 
railroad system, and similar institutions that do not manufacture and distribute 
goods. Some very fine questions are raised by this provision of the law in view 
of the fact that a service institution, such as a hotel, necessarily has a fixed place 
of business and sends no product into interstate commerce. It is therefore difficult 
to determine with respect to some of these businesses whether they are engaged 
in the type of commerce which this legislation covers. I shall touch upon this 
later in the discussion of the term commerce as used in the Lanham Act. 

The final group of mark: to which the Lanham Act has extended registrability 
are the collective and ceri.fication marks. Collective marks were recognized to 
a certain extent under the earlier statute. The Lanham Act treats both collective 
and certification marks with a new generosity. Merely as an example of collec- 
tive marks the term “Sunkist” which is used by an association of fruit growers 
is offered, and as certification marks the seal of approval for advertising of the 
American Medical Association or of the Good Housekeeping, or that of any 
standard testing laboratory is typical. 

I regard as entirely unfortunate the limitations which the statute has placed 
upon the use of a certification mark. The statute subjects the certification mark 
to cancellation at any time if its owner (1) does not control, or is not able legiti- 
mately to control the use of the mark (2) engages in the production or marketing 
of any goods or services to which the mark is applied (3) permits the use of the 
mark otherwise than as a certification mark or (4) discriminately refuses to certify 
goods or service of a person entitled to certification. 

The exception which I regard as particularly unfortunate is the second of those 
enumerated which forbids the continued registration of a certification mark where 
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the owner “engages in the production or marketing of any goods or services to 
which the mark is applied.” I think of a possibility like this: A manufacturer of 
metal products devises a unique and unusually effective process for the rust-proofing 
of the metal over which further treatment is applied. He is willing to license 
this to other users of metal products provided they will mark the material with 
the mark which he has adopted to identify this particular treatment. In fact, 
those who seek to use the process seek the right to use that mark as distinguishing 
the new characteristics which the treatment produced in the sheet metal. 

If the owner of the certification mark may license these users and may give them 
the right to employ the same identification mark which he uses to distinguish this 
treatment, you have a broadening of the competition in the product thus treated. 
Yet, the statute forbids the owner of that certification mark, if he chooses to 
license others, from continuing in the production or sale of the goods which are 
marked with that certification mark. The inevitable effect of this limitation upon 
certification marks is that there will be either a disinclination on the part of the 
owner of the mark from licensing his competitors, or the complete refusal of the 
owner of the mark to register the mark in the United States Patent Office. In 
either event the public suffers. 

The Lanham Act has broadened the registrability of marks in one other way, 
the precise limits of which we are unable at this time to define. Under the former 
trade-mark act a trade-mark could be registered, if it satisfied all other applicable 
provisions of the act, only if it was “used in commerce with foreign nations, or 
among the several states, or with Indian tribes.” The Lanham Act changes this 
definition by providing for the registration of suitable trade-marks that are “used 
in commerce” and defines commerce as “all commerce which may lawfully be 
regulated by Congress.” 

No one who has been engaged in “commerce” can have avoided the conclusion 
that the decisions of the courts within the last twenty years have greatly broadened 
the concept of “commerce which may lawfully be regulated by Congress.” It is 
my opinion that a large New York hotel advertising its facilities throughout the 
country and engaged largely in catering to an interstate and international transient 
clientele is engaged in “commerce.” But what of the little hotel that lies in the 
middle of the state, and has its business confined largely to residents of its own 
state? A laundry company which operates within the city of New York and 
runs trucks across the bridges and through the tunnels into adjoining New Jersey 
and Connecticut would clearly be engaged “in commerce.” We shall have to 
answer some of these questions in the Patent Office, but today I shall leave you 
with the statement made by the Supreme Court of the United States in 1879: 

“The question, therefore, whether the trade-mark bears such a relation to 
commerce in general terms as to bring it within Congressional control, when used 
or applied to the classes of commerce which fall within that control, is one which, 
in the present case, we propose to leave undecided.” 

In addition to the benefits conferred upon trade-mark owners by this expansion 
of registrability, the resultant increase of the number of marks registered and 
added completeness of the federal register greatly increase the usefulness of this 
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register and reduce the hazards of business and possibilities of confusion. This 
aids both business and the public. 

A few words of warning are necessary. Some of the exponents of the Trade- 
Mark Act have discussed it as if it had abolished all of the elementary principles 
of trade-mark law and has now made it possible to register every conceivable type 
of name and advertising and “get-up” as a trade-mark. While there are a number 
of novelties in the law, the law expressly defines the trade-mark in its presently 
understood sense and limits registration upon the principal register to trade-marks. 
On the supplemental register, where registration is not given the benefit of most 
of the substantive provisions of the new Act, the concept of a mark is broadened 
to include “any trade-mark, symbol, label, package, configuration of goods, name, 
word, slogan, phrase, surname, geographical name, numeral, or device or any 
combination of any of the foregoing,”—and here is where the warning comes— 
“but such mark must be capable of distinguishing the applicant’s goods or services. 

Thus, for such limited purposes as dictated the creation of the supplemental 
register, a much broader variety of types of identification are registrable than 
upon the principal register. Inasmuch, however, as registration on the supple- 
mental register confers few trade-mark rights, the limited protection available by 
registration on the supplemental register must be considered before it is decided 
to resort to the supplemental register because of the more comprehensive definition 
of the term mark. 

In connection with service marks there are also some innovations in that these 
marks are defined as “marks, names, symbols, titles, designations, slogans, character 
names, and distinctive features of radio or other advertising used in commerce.” 

It must be borne in mind that if it is not possible to indiscriminately translate 
these various definitions from one type of registration to another and that the 
Act must be carefully examined in order to determine whether, for example, the 
principal register will actually receive a feature of radio advertising or a package. 
These are difficult legal questions on which we have not yet satisfied ourselves 
in the Patent Office. 


2. The Innovation of Incontestability Provided for by the Act 


Probably the most important single provision of the Trade-Mark Act of 1946 is 
that providing for incontestability. This provision provides in general that if a 
mark is registered or republished under the Lanham Act and the required affidavit 
of five years of use filed, the owner of that trade-mark, with certain exceptions, 
thereby acquires the incontestable right to the exclusive use of that mark thereafter. 

I need not at this time examine all of the exceptions to the doctrine of incon- 
testability. It is enough here to point out that for the first time under the Federal 
Trade-Mark law the owner of the trade-mark is given something more than the 
mere right to go into the federal courts and fight out the question of his right to 
use the mark on the basis of a mere prima facie title. 

The incontestability which the Act thus confers upon trade-marks, in combina- 
tion with the express provision that the registration of a trade-mark under the 
Act of 1881, 1905 or this Act of 1946 is “constructive notice of the registrant’s 
claim of ownership thereof” prevent any future claim of innocent adoption of the 
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mark of another which had been registered in the manner provided. This will 
place the newcomer into any industry under the burden of making a careful search 
for marks which have been registered that resemble his own in order that he may 
not thereafter be cut off. He can no longer be an innocent infringer of a regis- 
tered mark. 

3. The Improved Remedies Created by the Act 


The Lanham Act not only improves the opportunities for registration, but 
gives to the registrant who has complied with the Act somewhat better rights 
when he comes into court to enforce that trade-mark. The law in effect permits 
the wronged owner of a registered mark to prove his case by merely introducing 
evidence of his registration and a specimen of the defendant’s goods with the 
accused mark on them, and proof of defendant’s sale of the goods. The burden 
would thereupon shift to the defendant to justify his use of the accused mark. 
The Act specifies certain defenses which are available to the defendant, but this 
is merely a codification of what was available to the defendant at common law, 
with some restrictions because of the new rights that have accrued to the trade- 
mark owner by virtue of the doctrine of incontestability. 

In addition, the Act defines infringement at some length and apparently makes 
not only the manufacture and distribution of goods bearing the accused mark an 
infringement, but the use of the accused mark in advertising. 

The new Act, as finally passed, no longer expressly provides that the use of 
a registered trade-mark on repackaged, rebottled or reconditioned articles without 
consent of the trade-mark owner shall constitute an infringement of the mark. 
Earlier drafts of the Act had contained such a provision. You have all doubtless 
been aware of the litigation that the Hoover Company experienced with respect 
to its vacuum cleaners, the Timken Roller Bearing Company with respect to 
reconditioned roller bearings, and the Champion Spark Plug Company with respect 
to its Champion spark plugs. It seems clear, therefore, that in the absence of a 
broader provision in the new law, these problems of reconditioning and repairing 
will be governed by the recent unanimous decision of the Supreme Court in the 
Champion case where it was held that the Champion Spark Plug Company could 
not enjoin as trade-mark infringement the retention of the name “Champion” on 
reconditioned plugs as long as the fact of reconditioning was clearly and visibly 
marked on the plug or its container. (It is perhaps particularly significant that 
this was one of the very few unanimous decisions by the Supreme Court in 
recent years. ) 

In addition to fortifying the position of the plaintiff, this Act provides relief 
against printers, publishers, package manufacturers, and others who reproduce 
the infringing marks and thus contribute to the infringement complained of. But 
the law limits the plaintiff to enjoining innocent infringers, and further protects 
the publishers of newspapers and other periodicals against even an injunction if 
that would interfere with delivery of the periodical. 

Because of the doctrine of incontestability the defendant can go longer, if the 
mark has been registered or republished under the Lanham Act, and used for five 
years followed by the filing of the appropriate affidavit, contest plaintiff's owner- 
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ship of that mark. The infringer is thus remitted to a justification of his own 
conduct and cannot turn the contest into one as to plaintiff's own right to appear 
in court, thus definitely reducing the hazards of trade-mark litigation to the plaintiff. 

The enumeration of the defenses available to the defendant makes it clear that 
any concurrent user of the mark who was legitimately using the mark in a certain 
area at the time the mark was registered or republished under the Trade-Mark 
Act of 1946 is restricted to that area and cannot extend his use into some territory 
which he enters after the registration or publication of the invaded mark. 

The Lanham Act goes a great distance also in carrying out the obligations 
which the United States has assumed under various international treaties govern- 
ing the law of industrial property. We need not discuss the detail of that here 
except to point out—as has been pointed out very ably by a distinguished member 
of the Board of Directors of this Association, Mr. Edward S. Rogers that the 
law now provides a federal law of unfair competition. Briefly, the theory is that 
since the Lanham Act grants to citizens of foreign countries which have subscribed 
to the treaties referred to “effective protection against unfair competition” and in 
the following section endows citizens or residents of the United States with “the 
same benefits” as are granted by the section “to citizens of such foreign countries,” 
the citizens of the United States can resort to the federal courts and the remedies 
prescribed for the violation of trade-marks to repress unfair competition. This 
problem has, of course, not been presented to the courts, but it doubtless will be 
very early in the litigation under the statute. It is hoped that the prediction and 
the well-considered opinion of Mr. Rogers will be corroborated by a governing 
decision. This will go far to repress unfair competition. 

The enactment at this time of a new trade-mark law has had a number of 
incidental benefits that appear nowhere within the statute itself. The passage of 
the law was followed by a great deal of discussion both in legal journals and in 
trade papers of the principles of trade-mark law. These principles are now fairly 
mature, but they have not received the attention due them by owners of trade- 
marks and those charged with the creation and protection of trade-marks. The 
interest in this law has provoked more discussion of trade-mark principles than 
has occurred probably in the entire history of trade-mark law. This has brought 
out a better understanding of the dangers which attend the use of a trade-mark, 
and have emphasized in no other way available the importance of trade-marks 
as a device of modern competitive economy. 

Another benefit which has been brought about is the fact that the Patent Office 
has had an opportunity to review its organization and functions in the fulfillment 
of its duties under this law and has had an opportunity to work with the bar and 
with the business community in the formulation of rules for the registration of 
marks under this Act. In the formulation of those rules the Patent Office has 
had a full discussion of the problems that confront businessmen and counsel in 
registering their marks and has thus acquired an education of what is required 
of it in the performance of its public office that would be available in no other 
way. In the Patent Office we have taken full advantage of this opportunity, 
have reorganized the Trade-Mark Division and have greatly added to its staff. 
Under the leadership of Walter J. Derenberg, who is known to most of you, we 
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have begun classes for the training of new employees who will work under this law. 

We have redesigned the forms, and in most cases greatly simplified them, which 
are used in the registration of trade-marks. We've simplified the practice. In 
every way that seemed to us practicable we have reduced the possibilities of formal 


error and reduced the expense of trade-mark prosecution and contests. 


5. The Alarms and Fears Under the Lanham Act 


Some of the literature discussing the Trade-Mark Act has expressed grave 
fears of the consequences of several of its provisions. Two of those I would like 
particularly to mention. The first of those provisions is that found in Section 14, 
providing, “That the Federal Trade Commission may apply to cancel on the 
grounds specified in subsections (c) and (d) of this section any mark registered 
on the principal register established by this Act... .” 

This is indeed, an innovation in the Trade-Mark Law. It provides that one 
Government Bureau may appear before another Government Bureau on behalf 
of the public and seek on specified grounds the cancellation of a trade-mark. It 
is first to be observed that the Act expressly limits the marks which are subject 
to cancellation upon the petition of the Federal Trade Commission to those which 
are “registered on the principal register” and the Act thus would have only 
prospective effect. Apparently—and I speak with some caution, in view of the 
fact this question is still being debated—no marks previously registered, including 
even those republished under the provisions of the Lanham Act, will be subject 
to cancellation in this manner. 

The grounds of cancellation are limited to those enumerated in the statute and 
broadly embrace marks which have become common descriptive terms either 
because of the expiration of a patent or because of abandonment as defined in 
the Act. Also subject to cancellation at any time are marks which were registered 
contrary to specific prohibitions of the statute, or fraudulently, those used improp- 
erly by an assignee, or certification and collective marks improperly procured, and 
certification marks which are used in violation of the specific limitations prescribed 
in the Act for their use, which I have previously enumerated. 

It is obvious that the scope of the activity prescribed for the Federal Trade 
Commission under this Act is much more limited than many readers of the Act 
have assumed. Many of these grounds of attack are unquestionable as no justifica- 
tion exists for the continued recognition of a mark which has been abandoned or 
which has been obtained fraudulently or in violation of the express provisions of 
the statute. What is hoped for is that both the Patent Office and the Federal 
Trade Commission will recognize that the exercise of the power to cancel is a 
serious public function which must be administered with full consideration both 
for the public interest and for the interest of the owner of the mark. Proper 
respect for this responsibility will insure that no one will suffer injury from its 
presence in the Act. 

The second provision of the statute which has been severely criticized as raising 
a new and unique hazard in trade-mark litigation is the final provision of Section 
33 which provides that the incontestability provided for by Section 15 shall not 
be available if it is established “That the mark has been or is being used to violate 
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the anti-trust laws of the United States.” There has been a great deal of discus- 
sion of this provision. Some readers have concluded that the presence of this 
defense will deny all relief to the owner of the trade-mark. Obviously, the situa- 
tion might arise where the trade-mark had been used to violate the anti-trust laws 
of the United States twenty or thirty years ago and had been used with complete 
propriety ever since that time. An express reading of the statute would bring 
the owner of that mark within this provision. 

The statute by its terms in permitting a defendant to plead and prove an 
anti-trust violation on the part of the plaintiff does not go further than to remove 
the privilege of incontestability without deciding what the effect of this defense will 
be once a present violation of the anti-trust laws has actually been proven. Con- 
sequently, we shall have to resort to general principles of equity law to determine 
what the ultimate effect of pleading the anti-trust defense will be. Under these 
principles of equity jurisprudence the situation would be this: If the violation of 
the anti-trust law is an old one that has been completely cured by plaintiff’s sub- 
sequent conduct, proof of those facts would leave the plaintiff in good position to 
enforce his mark. If, however, the proof is that the plaintiff is presently using 
his trade-mark to violate the anti-trust laws of the United States, the court of 
equity which is trying the case, may upon the old and elementary doctrine of 
“unclean hands” deny the plaintiff any relief. That is no innovation of this law. 
The doctrine of “unclean hands’ was the law, and has been the law for many years. 
Recent decisions of the Supreme Court, particularly in patent cases, have brought 
this doctrine forcibly to the attention of the bar, but it is an old doctrine and one 
that is almost as old as the courts of equity themselves. 

There is, however, one fear which has frequently been expressed in recent weeks 
and which may prove at least partially justified under the new law. One last- 
minute amendment provides for cancellation of a registered mark at any time 
if it becomes the common descriptive term of a formerly patented article. Another 
amendment to Section 15 states that a mark which has become the common descrip- 
tive term of a patented or unpatented article will never acquire incontestability. 
Time does not permit any extended discussion of the intricate legal problems 
concerning the possible transition of a trade-mark into a generic term. Suffice 
it to say here that the old Trade-Mark Act contained no similar provision, that 
our courts in recent years have not distinguished in this regard between patented 
and unpatented articles, and that the new law is capable of a construction that such 
a transition into a common descriptive term may be found even if it cannot be 
attributed to a course of conduct on the part of the registrant himself. These 
possibilities should, in my opinion, be considered a warning to all trade-mark 
owners to use extreme vigilance in protecting their marks against any generic use 
by others or—as not infrequently occurs through inadvertence—by themselves. 


Conclusion 


The features of the Act I have discussed raise the question to which all of 
you I am sure would like a quick and clean answer: Is it advisable or necessary 
to bring old marks under the protection of the new trade-mark statute by republi- 
cation as provided for in Section 12(c)? With respect to newly contrived marks 
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and those not heretofore registered, there is, of course, no choice. They can be 
registered only under the new law. However, with respect to the old marks counsel 
will differ as to the advisability of taking advantage of the law and republishing 
the marks. Each case presents a peculiar problem which can be answered only 
when all of the facts are known and all of the advantages and disadvantages of 
the alternatives of maintaining the old registration and republishing it are con- 
sidered. This is a problem which can be solved only on a case to case basis. It 
is a problem for delicate consideration and counsel. 

In considering all of the alarms that have been raised in discussion of this 
statute, I am reminded of a great Anglo-Saxon name that has been in controversy 
for more than 300 years as the source of one of the greatest products of human 
intellect. That name never acquired any incontestability and has remained in 
contest more than three centuries. It is the name of William Shakespeare. He 
might have anticipated this Act when he had Macbeth say, “Present fears are 
less than horrible imaginings.” 





THE LANHAM TRADE-MARK ACT AND ITS IMPACT ON THE 
DRUG INDUSTRY 


By Walter J. Derenberg* 
Trade-Mark Counsel, U. S. Patent Office 


Mr. President, Members of the American Drug Manufacturers Association, and 
Guests: 


The new Trade-Mark Act of 1946 was recently characterized by Mr. Edward 
S. Rogers, its original draftsman, as “the culmination of the effort of the business 
community itself to raise standards of commercial morality and to accept the social 
responsibility assumed in offering goods and services to the public by indicating 
plainly where they come from and who is their sponsor. This was not forced on 
business by reformers from without, it was engendered by business itself from 
within.”* The new Act will be in effect a month from today and will supersede 
our present Trade-Mark Act of 1905 which has governed the registration of trade- 
marks for the past forty-two years. New rules and regulations will be promulgated 
by the Patent Office within the next few days which will offer guidance to the 
public and to the bar on registration procedure in the future. The new Act has 
already been hailed and referred to by our courts even though it is not yet effec- 
tive. In a recent case, one of our highest federal courts said with regard to the 
new law: 
Congress has shown its continued interest in trade-mark protection by the compre- 
hensive new codification of trade-mark law embodied in the Trade-Mark Act of July 5, 


1946, which not merely amplified the Act of 1905, but gave to this property right a 
legislative standing it had not had before.” 


*An address before the American Drug Manufacturers Association, Hot Springs, Vir- 
ginia, June 11, 1947. 

1[—ntroduction to Robert, “The New Trade-Mark Manual,” Bu. Nat. Aff., Washington, 
D. C., 1947, p. xxi. 
2 LaTouraine Coffee Co., Inc. vy. Lorraine Coffee Company, Inc., 157 F. (2d) 115 (1946). 
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Even a superficial study of the new Act will at once reveal that in numerous 
aspects the Act has indeed conferred a new legislative standing upon trade-marks 
and is characterized by a definite desire to facilitate the registration of trade- 
marks and to make federal registration as strong and secure as is compatible 
with our constitutional system. 

During recent months and weeks, numerous analyses and books have been 
published for the purpose of furnishing guidance to business and industry with 
regard to the advantages and new procedures which will become available under 
the Act. It is not the purpose of this paper to lay before you a detailed outline 
of the many respects in which the new Act has attempted—and will doubtless suc- 
ceed—to liberalize present registration procedure. Nor shall I discuss here the 
way in which the new Act has tried to bring our domestic trade-mark law into 
harmony with our obligations under various international and inter-American con- 
ventions. While it would be a much more pleasant and easier task to give you a 
summary of the many important improvements brought about by this Act, I believe 
that your immediate and close attention should be called to certain phases of the new 
law which had been no part thereof until a few days before its passage but were 
inserted at the last moment in conference in order to bring about a compromise 
between the Act as previously worded and the views advanced by the Department 
of Justice and other government agencies which had expressed concern over possible 
abuses of the broader trade-mark rights which the new Act contemplates. 

Since these last-minute curbs will make themselves felt in the drug manufac- 
turing industry sooner, more frequently and more drastically than perhaps in 
any other industry, the bulk of this paper will be devoted to the entirely new and 
thus far insufficiently studied situation which has been created with regard to drug 
trade-marks by inserting at the last moment two amendments in the Act providing 
for their cancellation if they are or have become what the Act calls “common 
descriptive terms.” 


I 


Before entering into a discussion of these critical amendments which may 
cause some concern to owners of well-known existing drug trade-marks, a few 
observations about the undoubted advantages which the new Act will confer upon 
new registrants will not be amiss. 

It must be borne in mind that the new Act offers more benefits to those inter- 
ested in establishing new trade-mark rights than to those who already have well- 
established rights under the present law. First of all, the new Act clearly widens 
the scope of registrable marks generally. It permits for the first time registration 
of marks used on services instead of goods. It allows registration of so-called 
“certification marks,” i.e., marks such as the “Good Housekeeping” seal. It ex- 
pressly provides for registration of union labels and similar emblems which are 
classified as “collective” marks. It does away with the unnecessarily strict present 
practice not to register a geographical name, a descriptive name or a surname even 
if the descriptive or geographical or surname significance is entirely remote. The 
days are gone when—to the utter surprise of.the applicant—the Patent Office will 
inform him that his mark is not acceptable for registration on the ground that it 
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is mentioned as a surname in one telephone directory or as the name of a little 
hamlet or small river in a different and remote part of the world. More important 
than that, the new law recognizes that even a geographical or descriptive name or 
a surname may over the course of years acquire trade-mark significance or, as 
it is traditionally called, a “secondary meaning.” Marks with an original technical 
defect will now be registrable upon proof of distinctiveness. Under the present 
Act, as you may know, such secondary meaning marks never qualified for regis- 
tration unless the secondary meaning was acquired through exclusive use ten years 
prior to the year 1905. 

The new law in its provisions for the so-called supplemental register, which 
will take the place of the present register of marks filed under the Act of March, 
1920, is also aimed at giving more flexibility and speedier protection to American 
trade-marks used primarily for export purposes. If it can be shown that a mark 
is used for export purposes only, a registration on the supplemental register will 
be available even though the applicant has just begun using the mark in such 
foreign commerce. 

But more than that: The Lanham Act bears witness of a determined effort 
to recognize modern business conditions and practices which have found little, 
if any, recognition under the present law. Thus, the law recognizes for the first 
time the possibility of a legitimate use of a trade-mark by subsidiaries or, as the 
Act calls them, “related companies.” Contrary to the present Act, but in accord 
with progressive court decisions, it permits an assignment of a trade-mark with 
only one separable part of the business. It will be possible, therefore, from now 
on, for a drug manufacturer to sell one or more particular trade-marks—if they 
are in use in a separable part of his business—and the outmoded requirement of 
the present Act for an assignment of the entire business and all its assets is 
eliminated. 

In addition, registration under the new law will have the effect of “constructive 
notice” so that no local user who fails to obtain federal registration may in good 
faith extend the use of his mark to any other territory after another has acquired 
a registration for the same mark for identical or similar merchandise on the prin- 
cipal register of the new Act. For this reason alone, it would almost seem manda- 
tory for any user of a new trade-mark to obtain federal registration thereof at 
the earliest possible moment. 

The Act also does away with the unfortunate distinction, so widely prevailing 
at the present time, between the so-called “right to use” a trade-mark and the 
allegedly different “right to register” it. One of the primary purposes of the new 
law is not to give a registration to anyone who would not be held entitled to the 
use of the mark in commerce. In line with this basic principle, the new Act 
abolishes the highly ambiguous phrase of “same or different descriptive properties,” 
but simply provides—in accord with the present trend of court decisions—that 
likelihood of confusion and that alone shall be the test for determining registrability 
of a mark. 

A greater sense of security is conferred upon trade-mark owners by those 
provisions of the new Act which limit the right of third parties to ask for cancella- 
tion thereof to an initial period of five years. After this five-year period, the 
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mark can only be attacked on certain enumerated grounds such as, for instance, 
fraud, abandonment and similar basic defects, but may become “incontestable” 
for other purposes. 

I could continue for some time enumerating many other benefits and improve- 
ments of the Lanham Act which would seem to lend substance to the aforemen- 
tioned recent pronouncement that the Act of 1946 gives “a new legislative standing”’ 
to trade-marks which they have not enjoyed before. 


II 


But the sponsors of the new legislation had to swallow the bitter with the sweet. 

Two provisions which may, in my opinion, prove of some concern to drug 
manufacturers, particularly in the so-called “ethical” drugs field did not become 
part of the law as finally enacted until two or three days before the law was passed. 
(I am using the term “ethical” drug as indicating a drug not directly advertised to 
the public and not as redefined a few days ago at the Convention of the Proprietary 
Association.) At the final stages the Act was amended in the following two 
respects: A trade-mark was to be subject to cancellation at any time if “the regis- 
tered mark becomes the common descriptive name of an article or substance on 
which the patent has expired.” This proposal became part of Section 14(c) of 
the Act. Similarly, Section 15, which provides for an incontestable right after 
five years of exclusive use of a registered mark, was amended by adding a new 
subsection (4) which reads as follows: “No incontestable right shall be acquired 
in a mark or trade-name which is the common descriptive name of any article 
or substance, patented or otherwise.” According to a further last-minute amend- 
ment to Section 14, the Federal Trade Commission has been given jurisdiction to 
petition for cancellation of a registered mark at any time on the ground that the 
mark has become the common descriptive term of a formerly patented article. Let 
me say here in passing that the right of the Federal Trade Commission to petition 
for cancellation on this ground extends only to formerly patented articles which 
may have become common descriptive terms. The Commission is not given juris- 
diction in the analogous situation where the name of an unpatented article may 
have become a common descriptive term, except in cases which would fall within 
the definition of “abandonment.” (On the other hand, the second amendment to 
which I have referred and which denies the privilege of incontestability to common 
descriptive terms applies to patented and unpatented articles alike.) It is also 
noteworthy that the jurisdiction of the Federal Trade Commission in such cases 
is expressly limited to marks registered on the principal register of the new Act. 
It does not extend to marks now registered under the Acts of 1905 or 1920 or to 
be registered in the future on the so-called “supplemental register.”” Hence the 
Commission will have no jurisdiction in cases in which drug manufacturers will 
decide to rely on existing registrations, now valid and in effect under the Act of 
1905, rather than to seek the benefits of the new Act. It seems to me that for 
this reason alone the owner of a well-known and well-established drug trade-mark 
which is presently registered under the Act of 1905 may well pause before taking 
any action whatsoever under the new law. It is indeed vital only for those who 
intend to establish a new trade-mark either for a hitherto unknown product or 
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as a new name for a product which had been marketed under a different name up 
to that time. No like necessity exists for present owners of well-established and 
registered trade-marks. On the contrary, careful study of the provisions of the 
new Act will frequently result in the realization that the additional protection gained 
under the new law may prove rather slight and insignificant as compared with 
certain other hazards which will simultaneously attach (such as, for instance, the 
jurisdiction of the Federal Trade Commission to institute cancellation proceedings 
in cases of formeriy patented articles on the ground that such names, even though 
registered, have become common descriptive terms. ) 

Be that as it may, make no mistake about one fundamental point: Drug names, 
even though otherwise incontestable under the new law, will ever remain exposed 
to the attack that they are or have become common descriptive terms. By per- 
mitting for the first time a government agency to take the initiative in cases involv- 
ing patented articles and institute cancellation proceedings, the new law, far from 
giving more protection to trade-mark owners, will probably have the opposite effect. 
It will require the utmost vigilance and careful strategy from the very beginning 
to avoid the ever-recurring danger of the drug name becoming a common descrip- 
tive term. What may, perhaps, prove particularly disconcerting to owners of drug 
trade-marks are certain-indications to the effect that even the utmost care and 
prudence on their part may not prevent the mark from becoming a common descrip- 
tive term. It is true that, in the absence of a Supreme Court decision squarely 
deciding this point, we are still in the dark as to whether the owner of a trade-mark 
may lose it without any fault of his own and merely because of over-popularity or 
public acclaim. Many trade-mark experts gave expression to the thought during 
the course of the Congressional hearings that a name can never pass into the public 
domain unless such development can be traced to some act of omission or commis- 
sion on its owner’s part. In other words, it was stressed time and again that the 
only reason why such names as “cellophane,” “shredded wheat,” and others had 
lost their trade-mark significance was the faulty tactics employed by their owners 
themselves during a long period of time. However, arguments have also been 
made to the effect that the emphasis under the new law should be placed not so 
much on the attitude and policy of the trade-mark owner than on the actual meaning 
and connotation of the word in the public mind. Let me read to you at this point 
a letter of November 21, 1941, which was submitted to the Congressional Com- 
mittee by Mr. Paul V. McNutt who was then the Administrator of the Federal 
Security Agency. The letter strenuously objects to the definition of “abandon- 
ment” under the Act which required that no dedication to the public could be 


found unless it came about through “some course of conduct” of the registrant 
himself. Said the letter : 


.... From the standpoint of the Food, Drug, and Cosmetic Act, it is immaterial how 
this came about. Once it is established that a certain term has become to consumers 
generally the common or usual name for a given food or drug, the intent of the Food, 
Drug, and Cosmetic Act is that all persons who manufacture and market such food 
or drug identify it on its label by that name. No “course of conduct” will alter the fact 
that consumers are not adequately informed unless the food or drug is identified by that 
name. 


The protective provisions of the Food, Drug and Cosmetic Act cannot be effective 
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in the interest of the purchasing public unless, so far as foods, drugs, and cosmetics are 
concerned descriptive terms are denied the trade-mark right of exclusive use, and unless 
abandonment is so defined as to require only establishment of the fact that the primary 
significance of the alleged trade-mark in the minds of the public is the product to which 
it relates, eliminating the requirement that this must have become so by reason of the 
registrant’s “course of conduct.” 


As you well know from recent experience, the Food and Drug Administration 
has not only advocated this theory in connection with the new trade-mark law, 
but has actually carried it into effect in its own regulations and despite vigorous 
protests on the part of the drug industry. It will be recalled that under the Food, 
Drug and Cosmetic Act of 1938 drug products and their ingredients have to be 
labeled by “their common and usual name,” if there be such. Until 1941 the 
Food and Drug Administration had consistently taken the position that a valid 
trade-mark should not be considered the “common or usual name’”’ of a drug since 
such mark was the opposite of a “commonly” used name. This attitude was 
unequivocally expressed in the well-known and oft-quoted “mercurochrome’”’ letter 
and the “Ichthyol” letter which was sent by Mr. W. G. Campbell of the Food and 
Drug Administration to Prentice Hall on May 3, 1940. This letter read as follows: 


We have your letter of April 29 in regard to the use of the titles “Ichthyol” and 
“Tchthammol” for the chemical ammonium ichthosulfonate which is listed in the Sixth 
Edition of the National Formulary. You ask which of these titles is to be regarded as 
the common or usual name of the drug. 

It is our understanding that “Ichthyol” is a trade-name which is owned by one manu- 
facturer. While this drug may be more widely known under the name “Ichthyol” we 
cannot regard a name which is the private property of a single manufacturer and cannot 
be freely used by all manufacturers as constituting a common name. 

The question as to whether the official name “Ichthammol” or the proprietary name 
“Ichthyol” is to be used for declaring this ingredient will depend entirely upon whether 
or not the owner of the second of these names will permit its general use in connection 
with all ammonium ichthosulfonates meeting the National Formulary requirements. 


Subsequently, however, there was a complete change of mind on the part of 
the Food and Drug Administration which came to light during the hearings on 
sections 502(d) and (e) of the Act in 1941. The proposed regulations (published 
in the Federal Register of January 30, 1941) declared that the names of certain 
derivatives which were found to be habit-forming should be listed in the final 
regulations by their “common or usual names” and about twenty well-known trade- 
marks were thus referred to in the proposed regulations as “common or usual 
names.” As you will remember, such trade-marks as, for instance, Eli Lilly’s 
‘“Amytal,” Winthrop’s “Phanadorn,” Upjohn’s “Cyclopal’’ and many others were 
referred to as “common or usual names.” When Mr. Murray, the author of the 
“‘mercurochrome” letter, was asked how and when the Administration had changed 
its mind about treating trade-marks as common or usual names, he replied: 


At the time that I wrote the mercurochrome letter, I based it on the theory that 
the common name is the name that may be commonly used by any manufacturer of that 
article. The attitude of the Administration now is that the common name means the 
name by which people commonly know these articles, and that regardless of the effect 
that may have on any trade-mark, this law is not intended to adjust trade-mark matters. 
That belongs to other laws and other divisions or agencies of the government. When 
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this law, or when under this law, what constitutes the common name has been determined, 
the question of what the effect may be on the trade-mark is none of this Administra- 
tion’s affair. 


And the presiding officer then summarized the Administration’s new position i 
the following words: 






































As I understand this witness, when he wrote that letter he construed the statute, 
by construing the word “common” to mean something of common property of every- 
body—everybody had a right to use it. He was thinking about manufacturers, and since 
that time he has come to look at that word from the standpoint of consumers, and it is 
the kind of name that generally is informative to everybody concerned, and he regards 
that as the common name and takes that construction of the statute. 





During subsequent hearings on the Lanham Bill, S. 895, on December 11, 1942, 
Senator Pepper read a letter from Watson B. Miller who was then Acting Admin- 
istrator of the Food and Drug Administration, suggesting what he termed “a 
simple clarifying amendment in Section 33(b) of the Act” providing that “the use 
of a word, term, or phrase which is the name of the produce required to be used 
under the Food, Drug and Cosmetic Act shall constitute a defense to any action 
of infringement.” This exact proposal was not adopted in the law as finally passed, 
but Section 33, subdivision (4) now provides that “it shall be a defense even 
against an otherwise incontestable right for a defendant to show that he is using 
a term or device which is descriptive of and used fairly and in good faith only 
to describe to users the goods .. . . of such parties.” It was thought until about 
two days before the Act was passed that this specific defense would adequately 
protect those who make an honest and fair use of a trade-mark which was or may 
be considered the “common or usual name” of an article or substance by the Food 
and Drug Administration. As already indicated, however, two last-minute amend- 
ments to the Act for the first time went far beyond this specific defense and pro- 
vide for cancellation of marks which have become common descriptive terms of an 
article or substance. It is true, of course, that these amendments apply not only 
to the drug industry but to all other articles of merchandise as well. But the 
implications for drug manufacturers, particularly “ethical” drugs, are infinitely 
more complex and thought-provoking than they will prove to be for any other 
industry. Indeed, no other provision of the new Act, in my opinion, would seem 
to require so much careful thought and ultimate affirmative action on the part 
of drug manufacturers than these two amendments. For that reason, I shall 
attempt to throw some light on the meaning and scope of these amendments. 


III 


Since the expression “common descriptive term’’ was never once mentioned 
during the twenty-five years of consideration of the new Trade-Mark Act, it is 
rather conjectural to speculate as to what exact meaning the Patent Office and 
the courts may eventually apply to it. Does it mean “the only practicable name 
of the article?” This phrase was occasionally mentioned during the hearings and 
is, of course, used in the British Trade-Mark Act of 1938. If it should be inter- 
preted to have that meaning, what becomes of those long scientific names which 
are found in pharmaceutical and therapeutic works? If this test were applied, 
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would a word such as “insulin” or “aspirin” be considered the “only practicable 
name?’ But more important in the case of drugs: Should the Patent Office or 
the courts take the position that the words “common descriptive term” are synony- 
mous with the language “common or usual name” in the Food and Drug Act and, 
if so, should the Patent Office also adopt the recent policy of the Food and Drug 
Administration, to which I have already referred and which, for the purposes of 
the Food and Drug Act, ignores the trade-mark significance of the name and 
likewise ignores the available scientific or chemical designation as not being com- 
monly or usually used by the public? If this were to be the sole test to be applied 
by the Patent Office and by the courts, not many well-known drug names would 
long survive, even if they may have otherwise acquired so-called incontestability. 
Nor could a manufacturer with any hope of success point to the established scien- 
tific name of such drug unless it happened to be fairly short and familiar to the 
public. Nor would it then make any difference that “ethical” drugs are usually 
not sold to the public directly but to doctors, hospitals, etc., and are available only 
upon doctor’s prescriptions. It would apparently not be a sufficient defense to show 
that at least medical circles are fully aware of the scientific name of the article and 
order and prescribe it under such name. Could the drug manufacturer allege under 
such circumstances with any hope of success that the common and proper descrip- 
tive name at least within the profession and trade was not the trade-mark but the 
scientific or chemical name? As you will remember, Judge Learned Hand divided 
the field in the now famous “Aspirin’® case so as to partially uphold and partially 
deny the validity of the “Aspirin” trade-mark according to whether the name was 
used in sales to the public or in sales to the medical profession. If the recent 
definition of “common or usual name” as applied by the Food and Drug Adminis- 
tration would govern such cases, the Patent Office and the courts would in all 
probability be compelled to ignore these scientific names unless they happened to 
be short and intelligible enough to be remembered even by some members of the 
public. I do not think it was a coincidence that the words “Pyramidon’* and 
“Veronal’”® found court protection, even though they had been manufactured under 
a patent, on the ground that there was a relatively short scientific name available 
for these products such as, for instance, in the case of “Pyramidon” the word 
“Amidopyron.” Indeed, the New York court said in the “Pyramidon” case: 


.... The fact that a large part of the public may associate a trade-name with a generic 
name for a product is a tribute to the skill with which the firm has popularized the 
name. To put a penalty upon such skill and to say that the generalization of the trade- 
name by the public as a result of the originator’s publicity must deprive him of his 
monopoly in the name would, in the absence of special circumstances, be the height of 
injustice. 


Decisions such as these would seem to indicate that for purposes of registration 


and court protection a trade-mark may still be upheld as valid even if it should 
be considered the “common or usual name” for purposes of the Food and Drug 


8 Bayer & Co. v. United Drug Co., 272 Fed. 505. ; 
*H. A. Mets Laboratories, Inc. v. Blackman, 275 N. Y. S. 407, 153 Misc. 171. 
5 Winthrop Chemical Co. v. Blackman, 268 N. Y. S. 647 (1934). 
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Administration. In other words, it would follow that the “common or usual name” 
of a drug is not and should not necessarily be “a common descriptive term” and 
this regardless of whether the article or substance was under patent protection 
or not. It has long been recognized that not every trade-mark expires with the 
patent as the Supreme Court once held in the famous “Singer’® case, but that it 
is a question of fact in each case to decide whether or not the trade-mark has in 
fact become the name of the article so that no other name or no other practicable 
name is available to the public. This was clearly brought out in the Restatement 
of the Law of Torts where the prevailing rule was summarized in the following 
fashion: 

When an article is newly discovered and is patented, or its composition is kept secret, 
the person who exploits the article in commerce may give it a name which is the descrip- 
tive or generic designation of that type of article. Such a name is not a trade-mark 
and use of it as such does not make it a trade-mark either during the life of the patent 
or secret or thereafter. But if, in addition to such name, he adopts a designation to dis- 
tinguish the article of that type with which he is associated, that designation may be a 
trade-mark during the life of the patent or secret and continue to be a trade-mark there- 
after. There is no rule that a trade-mark for a patented article ceases to be a trade- 
mark on the expiration of the patent.’ 

In England, the patent owner is now given a two-year period of grace after 
the expiration of the patent to educate the public that the trade-mark is not the 
only practicable name or description of the article or substance. (Sec. 15b of 
the Act of 1938.) 

IV 


It has become almost routine for the experienced trade-mark attorney to advise 
a client who manufacturers a new product under a patent or secret formula to 
take proper precautions for the preservation of the trade-mark, not at some subse- 
quent time or shortly before the expiration of the patent, but from the very begin- 
ning. Clients are usually advised to adopt two names from the very start: one to 
be used as a generic name of the new article or product, and the other as its trade- 
mark, the idea being, of course, that under such circumstances there will be no 
legal or factual excuse for a subsequent user or for the public to refer to the trade- 
mark as the article’s generic designation. But it seems to me now—and it is this 
thought that I am anxious to leave with you today—that this customary practice 
of recommending two names is, perhaps, no longer sufficient if the generic name 
as compared with the trade-mark is so involved and so complicated as to be prac- 
tically unpronounceable. The precedent set by the Food and Drug Administration 
would seem to prove that the generic name, even in case of a drug, should perhaps 
be a name which is intelligible enough to be remembered even by the public at 
large. In other words, the problem will be to find some term or abbreviation 
which to those who deal in popular “ethical” drugs would take the place of such 
names as “Petroleum Jelly” (which is considered the generic name for “Vaseline’’), 
or a vacuum bottle (that being the generic name of a “Thermos” bottle). Strange 
as it may seem at first glance, therefore, it may be feasible in the case of certain 


® Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 16 S. Ct. 1002 (1895). 
7 Restatement of the Law of Torts, Section 735, Comment (1) (b) p. 611. 
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drug names to think not only in terms of two names for the product, but actually 
to think in terms of three names: (1) the usually very involved and impractical 
scientific designation; (2) a practical abbreviation thereof which might serve as 
the common or generic name of the article; and (3) a trade-mark as indicating 
the particular brand of that abbreviated common designation. I do not believe 
that this suggestion is entirely hypothetical. On the contrary, I think that such 
practice has already been introduced in other countries, particularly in Great Britain. 
Let me read to you a very significant statement made by Mr. C. Hollins of Imperial 
Chemical Industries in his valuable work An Introduction to the Law and Practice 
of Trade-Marks (1938). Mr. Hollins there says: 


Thus “Alketh” is the registered trade-mark for polymerised ethylene made by a 
patented process. The owners of the mark have devised the common or generic name 
“polythene” for such compounds, and their own product is termed “Alketh brand of 
polythene.” Other examples are “Diakon” brand of moulding powder, “Perspex” brand 
of transparent synthetic resin, “Kallodent” brand of denture base. 

It is to be noted, however, that the wider the public name, the less effective is the 
protection it affords. In the examples mentioned, “polythene” is much more likely to 
be effective for “Alketh” than “moulding powder” for “Diakon,” and unless “brand” is 
consistently used with “Diakon,” “Perspex” and “Kallodent,” these trade-marks are in 
some danger of becoming common. 

The alternative name may be invented (e.g., polythene) or it may be merely an 
acceptable descriptive word or phrase. It must be acceptable to, but need not be accepted 
by, the public. An abstruse or unpronounceable alternative name would be useless; thus 
the mark aspirin was lost because “acetylsalicylic acid,” the only alternative name, was 
unacceptable to the public. Now that the name aspirin has become generic and available, 
there is no danger to such registered marks as “Aspro,” “Genasprin,” etc. 


The alternative name must be free to the public and therefore must not be registered 
as a trade-mark. 


I would like to suggest to you that the practice here recommended by an 
experienced British trade-mark expert is, perhaps, the best method, wherever found 
practicable, to avoid not only the pitfalls of the Food and Drug Act, but the inherent 


danger of a drug name becoming a common descriptive term under the Lanham 
Trade-Mark Act as well. 


V 


It need hardly be emphasized that diligence should be used at all times to pro- 
tect a registered trade-mark against other types of prejudicial, descriptive or 
generic references by others. The Patent Office for one has repeatedly expressed 
its willingness to assist trade-mark owners in this struggle. Only a few months 
ago the Commissioner issued a new notice pointing out that patent specifications 
should not refer to registered trade-marks. It was expressly stated in the order :° 


The attention of the Office has been repeatedly called to the use of trade-marks in 
specifications as common descriptive nouns. Such use is often cause for embarrassment 
to the party owning the trade-mark. 

The relationship between a trade-mark and the composition of the product it identifies 
is indefinite, uncertain, and arbitrary. The formula of the substance may change from 
time to time yet continue to be sold under the same trade-mark. In patent specifications, 


8 Notice, Official Gazette, December 24, 1946. 
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every substance in a composition should be set forth in positive, exact, intelligible 
language, so that there will be no uncertainty as to what is used. Arbitrary trade-marks 
which are liable to mean different things at the pleasure of manufacturers do not consti- 
tute such language and should not be used in patent applications. 


Similarly, trade-mark owners should send letters of protest to all those who— 
even inadvertently—refer to their marks in a generic way. I think the German 
manufacturer of the famous “Lysol” product was well advised to institute legal 
proceedings against the publisher of a dictionary who had included the word 
“Lysol” without indicating its trade-mark significance. The German Supreme 
Court held some thirty years ago that “Lysol” was still a good trade-mark despite 
inclusion in the dictionary—which was exactly the result which the “Lysol” manu- 
facturer wanted to accomplish although he technically lost the case. This need for 
extreme vigilance is, perhaps, best demonstrated by referring to a suggestion so 
frequently made during recent weeks by advertising agencies to omit the full regis- 
tration notice and use the new abbreviated statutory notice, to wit, the letter R 
enclosed in a circle. I believe drug manufacturers in particular would be ill advised 
to adopt that suggestion if there be the slightest chance that their now valid trade- 
marks may become “common descriptive terms” under the new Act. Perhaps 
the most striking illustration of this widespread misconception may be found in 
a recently published new edition of a book by John B. Opdycke called Get Jt Right. 
This work whose subtitle is “A Cyclopedia of Correct English Usage,” contains 
this startling paragraph with regard to trade-marks: 


Capitalize such trade-names as “Pebeco,’ “Nabisco,” “Astring-o-sol,’ “Packard 
Twelve,’ “Quaker Oats.” But note that derivations sometimes “wear so long” and so 
well that the original connection is lost sight of and lower-case thus tends to be sub- 
stituted for capital. While “Kodak” is today generally capitalized, it is frequently written 
without the capital K and every sort of handy camera has come to be known as a kodak. 
The same is true to a degree of sapolio and multigraph. The ultimate of publicity 
achievement is to make a trade-name so well known that it is graduated out of ‘capitals 
into lower-case. 


The author might just as well have added that this would not be the “ultimate of 
publicity achievement” but in a very real sense the “ultimate” of the trade-mark 
itself ! 

VI 


My previous remarks may have demonstrated that the new Trade-Mark Act, 
although providing important incentives for federal registration in situations where 
trade-mark owners may in the past have relied merely upon use of the mark and 
the resulting common law protection, will not furnish equally helpful tools to the 
owner of trade-marks in the struggle for preservation of the integrity of their 
marks. It would appear to me, therefore, that self-discipline and self-regulation 
among the members of a leading industry will perhaps become even more significant 
under the new law than it already is at the present time. The Trade-Mark Bureau 
of this Association is probably one of the outstanding illustrations today of how 
the members of an industry can and should successfully eliminate trade-mark and 
trade-name controversies among members with the assistance of an industry-created 
voluntary clearing house for registrations. I am firmly convinced that, once the 
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regulations of the Trade-Mark Bureau of this Association will have been adapted 
to the new law and to the new rules and regulations of the Patent Office, some 
of the disconcerting prospects which may lie ahead for drug manufacturers may 
be averted by a pledge of mutual respect on the part of association members for 
their respective registered trade-marks. Consideration and due regard for a 
competitor’s trade-mark should not only result in refraining from using the com- 
petitor’s mark as such, but should also be a silent pledge not to take any action 
in writing or otherwise which might be construed by the Patent Office or by the 
public as a step toward the mark’s gradual dedication to the public. If the members 
of the industry through such cooperative action and, perhaps, with the active 
assistance of the Trade-Mark Bureau will respect each other’s trade-mark rights 
by properly designating them as trade-marks, wherever possible, a decisive step 
will have been taken to avoid over-popularization and resulting loss of trade-mark 
rights in drug names or substances. It need hardly be mentioned that such self- 
regulation should not be extended to marks which are even under the present 
regulations of the Trade-Mark Bureau ineligible because of being “the ordinary 
pharmaceutical, chemical and biological title in common use.” But marks which 
are not such ordinary titles in common use but registered trade-marks of long 
standing should be respected and preserved by the industry itself in order to pre- 
vent rulings by administrative agencies or by the courts vitiating the mark on the 
ground that it may have fallen into the public domain. In such circumstances, 
neither the Patent Office nor the courts would be likely to cancel a mark which 
has retained its predominant trade-mark significance throughout the trade and 
the profession, even though the general public may have fallen into the habit of 
referring to the trade-mark as the name of the product or substance. Since the 
new Trade-Mark Act was inspired by the thought of granting added and deserved 
protection to the owner of a registered trade-mark against infringement and unfair 
competition, it should not be readily assumed that the fate of a well-established 
trade-mark was to be left to the whim of the consuming public to such an extent 
as to virtually deprive its owner of any effective control thereof. 

It may be confidently expected that neither the Patent Office nor the courts 
in administering the new Act will lose sight of the classic admonition of the late 
Mr. Justice Holmes in the “Java Powder’” case that a trade-mark is “a delicate 
matter that may be of great value but that is easily destroyed and therefore should 
be protected with corresponding care.” 

Let us hope that the new Trade-Mark Act may be administered and judicially 
interpreted in the light and spirit of this famous pronouncement in 1923 by one 
of the greatest and most distinguished jurists of our time. 


® Bourjois v. Katzel, 260 U. S. 689. 
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TRADE-MARKS REGISTERED UNDER THE LANHAM ACT ARE 
NOT “INCONTESTABLE”* 


ANALYSIS OF PERTINENT PROVISIONS OF THE ACT SHOWS THE STATUTE PROVIDES 
NUMEROUS AND SUBSTANTIAL EXCEPTIONS TO “INCONTESTABILITY” 
OF REGISTRATIONS OBTAINED UNDER IT 


By Percy E. Williamson, Jr.¢ 


The subject under discussion is one phase of the new federal trade-mark law, 
the Lanham Act, which will go into effect July 5, 1947. There has been much 
talk about the “incontestability” of rights in trade-marks registered under the new 
law. Careful analysis of the Act, however, shows that such rights never do 
become incontestable. 

Those who are hoping for real incontestability under the Lanham Act must be 
doing so because they have not carefully picked their way through the intricacies of 
the statute to see how much of incontestability it actually contains. This article 
will analyze the pertinent provisions of the Act, and will accomplish its purpose if it 
causes you to take with several grains of salt the broad statements which are being 
made with regard to the supposed invulnerability attaching to your trade-mark 
rights when they have achieved incontestability. 


Too Many EXCEPTIONS 


It is true that the statute applies the word “incontestable” to certain rights in 
registrations obtained under it or brought within its provisions and subsequently 
maintained under certain conditions for a period of five years. But the statute 
also provides exceptions so numerous and so substantial that the word “incon- 
testable” cannot be used in speaking or writing about such registrations to a 
person who is not familiar with the Act without deceiving or misleading him. 

A typical dictionary definition of “incontestable” is “Not contestable; not to 
be disputed, called in question, or controverted” (Webster’s New International 
Dictionary—Second Edition). The fact is that the validity of any trade-mark regis- 
tration under the new law, and the owner’s rights under it, at any time can be 
contested, disputed, called in question and controverted on more numerous grounds 
than existed under the old law. 

Let us look inside this legislative prize package, which, we have been told, will 
consolidate the rights of trade-mark owners and run infringers into their holes. 
Let us see to what extent the changes which it makes really benefit the honest 
trader who has built up a good-will symbolized by a trade-mark of his own, and 
to what extent they benefit the chisler who seeks a free ride on his coat-tails. 


PROTECTING A LATER USER 


The “incontestability” provisions in the Act appear to eliminate only one of 
the grounds which could heretofore be asserted as a basis for contesting the rights 


* Reprinted from the June 6 and June 13 issues of Printers’ Ink. Copyrighted 1947 by 
Printers’ Ink Publishing Company. 

+ Member of the New York Bar, member Lawyers Advisory Committee of the United 
States Trade-Mark Association. 
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of a trade-mark registrant—.e., the claim that the mark rightfully belongs to the 
contestant because he was the first to use it. The new Act seems to contemplate 
that the originator and first user of a valid trade-mark, who has not obtained an 
“incontestable” registration, shall be foreclosed from asserting his rights against 
against an imitator if the latter has obtained a registration and held it for five years. 
Under such circumstances the first user of the mark cannot apply to cancel the indi- 
cators’ registration (Section 14) ; cannot prevent the imitator from continuing to use 
the mark (Section 15) ; and cannot successfully defend a suit brought by the imitator 
to enjoin the first user from continuing to use his own mark, except in geographic 
areas where he can prove that he has used it continuously since a time prior to the 
date of the publication of the second-comer’s mark under the Act (Section 33(b) ). 
So, where the “incontestable” registration belongs to the later user, and the earlier 
user has no such registration, we find that we have a new set of rules under which 
the later user wins the game. 

The author will not deal here with the pretty problem presented where the 
owner of one “incontestable” registration, playing the role of the irresistible force, 
runs head on into an immovable obstacle in the form of a competitor who owns 
another “incontestable” registration of the same or a similar mark. I shall content 
myself with investigating the possibilities of contest where only the first user of 
a mark has an “incontestable” registration. 

In our hypotheticai situation, the “incontestable” registration is held by the 
earliest user, an honest trade-mark owner named Joe Doakes, who originated the 
mark and has been building up his own good-will under it for years. Doakes is 
unusually fortunate among the many businessmen who have started in a small way, 
for he has prospered to the point where he realizes that there are legal problems 
connected with trade-marks, and he has been able to afford competent trade-mark 
counsel. Said counsel has been vigilant in preventing the registration of similar 
marks by others; and he has advised his client to register his trade-mark under 
the new law or to bring his old registration under it. This was done more than 
five years ago; Joe has filed the necessary affidavit showing that he has used his 
mark continuously during that five-year period; and his rights, as a result, are 
supposed to have become “incontestable.” 

We must now assume that there is someone who wishes to contest Doakes’ 
trade-mark rights. The contestant may be an honest competitor with legitimate 
motives and a justifiable claim. On the other hand, he may be a shady character 
interested only in sharing the benefits of Joe’s advertising or in shaking him down. 
It is not my purpose to deal with the merits of the contest or its probable outcome, 
but merely with the question whether, and if so to what extent, Doakes’ “incon- 
testable” rights can be challenged in legal proceedings. In order to point up the 
fact that the statute leaves the door wide open to such contests, even unwarranted 
ones, we shall assume that Doakes’ prospective legal opponent is one of the shady 
characters mentioned above, whose claim is illegitimate. 

There are three kinds of legal proceedings in which Joe Doakes’ trade-mark 
rights may be contested: 


I. His unscrupulous competitor, whom we shall call Fagin in order to indicate his 
commercial character, and who recently has decided to share the wealth by using 





406 THE TRADE-MARK BULLETIN 37 T.-M. Rep. 


Doakes’ trade-mark or an imitation of it, may apply to the Patent Office to cancel the 
Doakes’ registration. 


II. Fagin may sue Doakes and seek to enjoin him from continuing to use the mark. 
III. In an infringement suit brought by Doakes to obtain an injunction against Fagin, 
the latter may contest the case by attacking the validity of Doakes’ trade-mark. 


PATENT OFFICE CANCELLATION 


No. I above, the Patent Office cancellation proceeding, under previously exist- 
ing statutes did not directly affect the registrant’s right to use his mark nor his 
right to exclude others from using it. The registration was merely presumptive 
evidence of these rights, and its cancellation consequently did not usually deprive 
the registrant of anything of very great value. After cancellation his rights could 
still be asserted in court. 

Under the Lanham Act, however, a registration in some circumstances is made 
conclusive evidence of the registrant’s rights as against persons claiming prior use 
of the mark. The presumption of ownership of rights to which it gives rise cannot 
be rebutted. Therefore, under the new statute, the outcome of a cancellation pro- 
ceeding may be determinative of valuable substantive rights. 


NEw GROUNDS FOR CANCELLATION 


In the following discussion of possible cancellation proceedings directed against 
Joe Doakes’ trade-mark registration, we shall be dealing only with statute law 
and not with principles of common law. When a ground for cancellation is desig- 


nated as “new,” it will mean that it is provided for by the new statute and did 
not appear in the previous Trade-Mark of 1905. 

Cancellation proceedings are dealt with in Section 14 of the Lanham Act. That 
section provides that, unless they are based on certain specified grounds, cancella- 
tion proceedings must be brought within five years from the date of registration 
of a mark under the new Act or, in the case of a mark previously registered under 
the Act of 1881 or the Act of 1905, within five years from the date of its publication 
under Section 12(c) of the new Act. 

One of the grounds on which a cancellation proceeding can prevail only if it 
is brought within five years, is the ground that Doakes’ registered mark is con- 
fusingly similar to a previously known or registered trade-mark. In other words, 
after five years Joe Doakes’ registration is safe against attack by anyone who claims 
to have valid and superior rights of his own in the mark by reason of having used 
it before Joe did. 


CANCELLATION AFTER FIVE YEARS 


But at any time, even after the five years have gone by and the registration has 
become “incontestable,” it is subject to attack in cancellation proceedings brought 
by Fagin or other similar competitors of Doakes who make no claim to proprietary 


rights of their own in the mark, on any of the following grounds (numbered by 
the author for convenience) : 


1. That Joe’s mark has become the descriptive name of an article or substance on 
which the patent has expired. (A mew ground for cancellation.) 
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2. That Joe’s mark has been abandoned. (And the definition of “abandoned” in the 
Act, as hereinafter pointed out, furnishes a new ground for cancellation.) 

3. That Joe’s registration was obtained fraudulently. 

4. That Joe’s mark is a collective or certification mark which is used so as to repre- 
sent falsely that the owner or a user thereof makes or sells the goods or performs the 
services on or in connection with which such mark is used. (This ground applies only 
to collective and certification marks, but constitutes a mew ground for cancellation of 
registrations. ) 

5. That Joe’s mark consists of or comprises immoral, deceptive or scandalous matter. 
(As to “deceptive” matter, this constitutes a new ground for cancellation.) 

6. That Joe’s mark consists of or comprises matter which may disparage or falsely 
suggest a connection with persons living or dead, institutions, beliefs, or national symbols, 
or bring them into contempt or disrepute. (A new ground for cancellation.) 

7. That Joe’s mark consists of or comprises the flag or coat-of-arms or other insignia 
of the United States or of any state or municipality, or of any foreign nation or any simu- 
lation thereof. 

8. That Joe’s mark consists of or comprises a name, portrait, or signature identifying 
a particular living individual except by his written consent, or the name, signature or 
portrait of a deceased President of the United States during the life of his widow, if 
any, except by the written consent of the widow. (As to names and signatures, this 
furnishes a new ground for cancellation.) 

9. That Joe’s mark has been assigned and is being used by, or with the permission 
of, the assignee so as to misrepresent the source of the goods or services in connection 
with which the mark is used. (A new ground for cancellation.) 

10. That Joe’s mark was registered under the Act of March 3, 1881, or the Act of 
February 20, 1905, and has not been published under the provisions of subsection (c) of 
Section 12 of this Act. (There is controversy as to whether this provision was intended 
to appear in the Act as a ground for cancellation at all, and it may be that eventually 
it will be deleted. In the meantime, however, it seems to provide for cancellation of any 
mark registered under the two previous Acts referred to, which mark has not been 
published under the new Act—a new ground for cancellation.) 


All but one (No. 4) of the foregoing grounds for cancellation apply to regis- 
trations of trade-marks. No. 4 applies only to “collective” or “certification” marks. 
In the case of “certification marks,” now made registrable for the first time, there 
are listed the following additional grounds for cancellation “at any time.” All of 
them, since they deal with a new type of registrable mark, are necessary new 
grounds for cancellation: 


11. That the registrant does not control, or is not able legitimately to exercise control 
over, the use of the mark. 


12. That the registrant engages in the production or marketing of any goods or 
services to which the mark is applied. 


13. That the registrant permits the use of the mark for other purposes than as a 
certification mark. 


14. That the registrant discriminately refuses to certify or to continue to certify the 


goods or services of any person who maintains the standards or conditions which such 
mark certifies. 


Believe it or not! Ina single section of the Lanham Act we have found specific 
provision for fourteen different grounds upon which Mr. Fagin can contest the 
Doakes registration even after that registration has become “incontestable.” Nine 
of these grounds apply to registrations of trade-marks as distinguished from other 
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types of marks; and the nine include seven new grounds for cancellation, previously 
unknown as such to the trade-mark law. 

Furthermore, Section 14 does not stop at confronting the registrant with several 
new grounds on which his competitors may contest his registration after it has 
become “incontestable.” It also furnishes him with a new and powerful adversary 
which may assume the burden of the contest for his competitors—the Federal Trade 
Commission, an agency of the United States Government. The section provides 

That the Federal Trade Commission may apply to cancel on the grounds specified 


in subsections (c) and (d) of this section any mark registered on the principal register 
established by this Act, and the prescribed fee shail not be required. 


The grounds specified in subsections (c) and (d) are the fourteen grounds 
listed above. 

So far we have barely sketched the outline of one of the statute’s 50 sections. 
We must also examine two others which deal with this contestable “incontestability.” 

We have considered only the first type of case in which the rights of the owner 
of an “incontestable” registration may be attacked, 7.e., the cancellation proceeding. 


The second type to be discussed is the possible unjustified suit by the unprin- 
cipled Fagin to enjoin Doakes from continuing to use the trade-mark which Doakes 
originated and registered. This situation is covered by Section 15 of the Lanham 
Act. One would expect that section to contain a bulwark protecting Doakes’ 
right to use his “incontestable” mark against any such assault and enabling Doakes 
to procure the immediate dismissal of Fagin’s phoney suit. 

However, we find Section 15 merely providing that, 7f there has been no final 
decision adverse to Doakes’ claim of ownership of the mark, and if there is no 
proceeding already pending involving Doakes’ rights, and if the required affidavit 
has been filed by Doakes with the Commissioner of Patents, then Doakes’ right to 
continue to use his mark shall be “incontestable,” except on a ground for which 
application to cancel may be filed at any time under subsection (c) and (d) of 
Section 14. In other words, Doakes’ right to use his own mark is “incontestable” 
except upon any or all of the 14 different grounds for contest which have been 
enumerated above under the discussion of cancellation proceedings. In addition, 
Section 15 provides that no incontestable right shall be acquired in a mark which 
is the common descriptive name of any article or substance, patented or otherwise— 
another ground for a contest. Hence, Doakes’ “incontestable” right to continue to 
use the mark which he originated and registered and has continuously used for 
more than five years, can still be contested upon any of 15 different grounds. 


The third type of legal proceeding is the suit Doakes may bring against Fagin 
for an injunction restraining the latter from continuing to infringe Doakes’ “incon- 
testable” registration. 

Section 33(b) provides that where Doakes’ right to use his registered mark 
has become “incontestable” under Section 15 (and bear in mind that Section 15 
itself provides 15 different grounds for contest), the certificate of registration shall 
be conclusive evidence of Doakes’ exclusive right to use the registered mark in 
commerce on or in connection with the goods or services specified in the certificate, 
except when certain “defenses or defects” are established. 
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Seven such “defenses or defects” are listed in Section 33(b). The first three 
are substantially the same as three of the grounds for cancellation, viz., (1) that 
the registration or the incontestable right to use the mark was obtained fraudu- 
lently; (2) that the mark has been abandoned by the registrant; and (3) that 
the registered mark has been assigned and is being used by or with the permission 
of the assignee so as to misrepresent the source of the goods or services in connec- 
tion with which the mark is used. 

Here we pause for a count. Thus far we have found 15 grounds for contesting 
an “incontestable” mark. There remain for consideration four of the “defenses or 
defects” listed in Section 33(b). As will be pointed out in the next paragraph, 
one of those four really contains three different defenses or defects. Therefore we 
actually have 6 to go. This makes a total of 21 different grounds specifically pro- 
vided by the terms of the statute for contesting the owner’s rights in a mark which 
has become “incontestable.” 


The fourth “defense or defect” listed in Section 33(b) as a basis on which 
Fagin can contest Doakes’ suit, is that the name, term or device charged to be 
an infringement is a use, otherwise than as a trade or service mark, of the party’s 
individual name in his own business or of the individual name of anyone in privity 
with such party, or of a term or device which is descriptive of and used fairly 
and in good faith only to describe to users the goods or services of such party, or 
their geographic origin. Thus we find that the fourth defense or defect listed in 
the section really sets out three different defenses—that the mark is (a) an indi- 
vidual’s name or (b) a descriptive term or (c) a geographic term. 


The fifth “defense or defect” listed in Section 33(b) is that the mark used by 
Fagin was adopted without knowledge of Doakes’ use and has been continuously used 
by Fagin or those in privity with him from a date prior to the publication of Doakes’ 
mark under the provisions of Section 12 of the Act. It contains a proviso, how- 
ever, that this defense or defect shall apply only for the area in which such con- 
tinuous prior use is approved. So, even though Fagin is not in a position to avail 
himself of any of the other 20 grounds for contesting Doakes’ suit, he can defend 
his right to continue using the infringing mark, if he was using it at the time 
Doakes’ registration was published and if he is able to convince the court that he 
did not know of Doakes’ prior use. 


The sixth among the defenses or defects listed in Section 33(b) seems to permit 
a defense by Fagin in case his mark was used, registered and published prior to 
the publication of Doakes’ mark under the terms of Section 12 of the Act, even 
though such use by Fagin was made with knowledge of Doakes’ prior use. This 
defense also applies only for the area in which Fagin’s mark was used prior to 
the date of publication of Doakes’ mark under Section 12. 


The seventh “defense or defect” specified in Section 33(b) is “That the mark 
has been or is being used to violate the antitrust laws of the United States.” This 
is a powerful weapon in the hands of an infringer. It means that in a suit brought 
by the owner of an “incontestable” registration to protect himself against the 
inroads of an infringer, the latter may have the right to conduct an inquisition 
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into the registrant’s business methods, past as well as present, in an attempt to show 
that the registrant’s mark has been used to violate the antitrust laws. 


UNCERTAIN MEANING OF SECTION 33(b) 


There are two schools of thought as to the legal import of this provision. One 
believes the intent of Section 33(b) (7) to be that the plaintiff shall be denied 
relief and have his infringement suit dismissed if the defendant succeeds in estab- 
lishing that the mark has been or is being used by the plaintiff to violate the anti- 
trust laws. The Congressional Record indicates that Senator O’Mahoney strongly 
backed this view on the floor of the Senate when the Bill was being considered. 
Under this interpretation, the statute permits and may even require the court to 
license Fagin to continue to trade upon Doakes’ good-will and to deceive the public, 
if Fagin establishes that Doakes has used the mark at any time in the past in such 
a way as to violate any of the numerous provisions of the antitrust laws having 
to do with monopolies, restraint of trade, price maintenance, price discrimination, etc. 

The other school of thought, which has the concurrence of Mr. Lanham, the 
Act’s original sponsor in the House of Representatives, holds that Section 33(b) 
(7) merely has the effect of providing that where the infringer establishes such 
violation of the antitrust laws, the plaintiff’s mark ceases to be regarded as “incon- 
testable” and may be contested on the basis of some unspecified ground for contest 
in addition to the 20 other grounds specified in the Act as applicable to “incon- 
testable” registrations; and that the establishment of the antitrust law violation 
does not in itself justify the dismissal of the infringement suit. In the opinion of 
the author, the courts will strain hard to avoid giving the section such a construc- 
tion. Its impractical result would be to require the court and the parties to conduct 
a full-scale trial of a side issue concerning the plaintiff's business practices, which 
trial might last for a period of weeks or months, in order to determine a relatively 
minor question relating to the evidentiary effect to be given to the plaintiff’s cer- 
tificate of registration in the infringement suit. 

Whichever construction of Section 33(b) (7) is ultimately adopted by the 
courts, there will be one practical result. Trade-mark owners will be deterred from 
bringing infringers to book by the knowledge that the infringer is authorized to 
require the production of the books and records of their business and to conduct 
an examination during or before the trial looking for facts in their business history 
which might support a claim that the mark has been used or is being used to violate 
the antitrust laws. Furthermore, under the last-discussed interpretation, this 
provision would seem to be a deterrent rather than an inducement to the registra- 
tion of trade-marks under the new law. 


ABANDONING A MARK 


Let us consider one other example of the type of contention which is preserved 
or created by the Lanham Act for use against the owner of an “incontestable” 
registration. One of the many grounds on which such a registration can always 
be contested under the Act, either in the courts or in the Patent Office, is that the 
mark in question “has been abandoned” by the registrant. The definition of 
“abandoned” (in Sec. 45) includes the following: 
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A mark shall be deemed to be “abandoned”... . 
(b) When any course of conduct of the registrant, including acts of omission as well 
as commission, causes the mark to lose its significance as an indication of origin. 


This definition furnishes a golden opportunity for the infringer to point to 
something which he claims the owner should or should not have done in using or 
advertising the mark, produce an array of trade or consumer witnesses to testify 
that they do not regard the mark as an indication of origin, and declare that all 
the owner’s trade-mark rights are forfeit. Woe betide the trade-mark owner who 
relaxes his vigilance even a trifle through being beguiled by the dream that his 
rights have become “incontestable.” For after this seemingly utopian state has 
been attained, it remains open to his competitor to contend that something has 
been done which ought not to have been done, or that something that has been 
left undone which ought to have been done by the registrant in his advertising, 
merchandising, selling, supervision of customers or elsewhere, as a result of which 
the mark has “‘lost its significance as an indication of origin.” . And the more success- 
ful the owner’s campaign to make his trade-mark well known, the more chance 
there is that his competitor will be able to prove that it has lost that significance. 
This one example fully demonstrates the need for remaining alert and listening 
with a skeptic’s ear when there is talk of “incontestability.” 

The two examples discussed above, relating to antitrust law violations and 
“abandonment,” indicate, unfortunately, that some of the grounds upon which 
“incontestable” registrations can always be contested are of the type most likely 
to be asserted by imitators seeking to destroy the validity and integrity of estab- 
lished trade-marks, and not likely often to be availed of by bona fide traders 
interested in doing business on their own merits. 


Is INCONTESTABILITY DESIRABLE ? 


In the author’s opinion it is very doubtful whether any kind or degree of 
“incontestability” is desirable. It may be unwise to deprive any trader of his day 
in court, whether he is seeking to protect a valid trade-mark against infringement, 
or to protect his right to use a generic, descriptive, or geographic term, which is 
properly in the public domain, against a false claim that it is a competitor’s trade- 
mark. But if it be conceded to be a good thing to cut off any competitor’s right 
to attack a registered mark on any ground, I should think it at least as desirable 
to cut off the methods of attack available to the parasites (which the statute does 
not) as it is to silence the voice of the trade-mark owner who seeks to assert a 
superior right to the mark because of his own prior use of it (which the statute 
does to a considerable extent). 

CONCLUSION 


In summing up the facts which a close examination of the statute discloses 
concerning the benefits conferred by way of “incontestability,” we find: 

No registered trade-mark under the Lanham Act ever under any circumstances 
will be truly “incontestable,” since 21 different grounds for contesting marks are 
written into the statute. 

In addition to most of the old grounds for contesting a trade-mark owner’s 
rights, competitors are given several new ones applicable to “incontestable” regis- 
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trations, including statutory authority to attack the “incontestable” mark on the 
ground that at some time in his business career the registrant has violated the 
antitrust laws in his use of the trade-mark. 

Trade-mark owners have acquired a new and formidable adversary in pro- 
ceedings to cancel their “incontestable” registration and it is the Federal Trade 
Commission. 

“Tncontestability” under some circumstances closes the doors of the court house 
and the Patent Office in the face of the original user of a valid trade-mark. 

On the other hand, even after an honest and diligent trade-mark owner like 
Joe Doakes has registered his mark, used it thereafter for five years, and fulfilled 
all the requirements for its “incontestability,’ the doors of those tribunals remain 
open to the imitators like Fagin whose defense of their commercial brigandage 
has always been an attack upon the validity of their competitor’s coveted trade- 
mark on the basis of claims that it is generic, or descriptive, or geographic, or a 
personal name, or that it has lost its distinctiveness, or for some other reason has 
been “abandoned,” or that it is the name of a patented article the patent on which 
has expired, or that it is invalid for some technical reason or other. 


“Tncontestability’? If you are a trade-mark owner, do not be misled by 
that word. 


SOME ASPECTS OF THE LANHAM TRADE-MARK ACT— 
EFFECTIVE JULY 5* 


By Judge Clarence G. Galstont 


This Act, though approved July 5, 1946, does not become effective until July 5, 
1947 (15 U. S. C. A., Sec. 1051 et seg.). It is at once a codification of the 
Trade-Mark Act of 1905 and its numerous amendments (15 U. S. C. A., Sec. 81 
et seq.), and also an enactment of new provisions, some of which invite special 
attention. Efforts to amend the existing trade-mark statutes had for a number of 
years engaged the attention of the Congress,’ and it is a source of congratulation 
that finally this bill was enacted to provide not only for the registration, but also 
for the protection, of trade-marks used in commerce, and sufficiently broad also to 
carry out the provisions of international conventions. 

The report of the Senate Committee on Patents is especially illuminating, and 
from it it abundantly appears that the Act is much more than a registration 
statute. In the statement of its purposes the inference is inescapable that above 
all a fair trade statute was sought, designed, as the report states, to protect the 
public as well as the owner of the trade-mark. Most significant is the writing into 
the statute of common law, or judge-made law, to give body to the registration 
provisions of the earlier statutes. 


The Lanham Act is to be commended for many reasons. It is an undoubted 






* Reprinted from Federal Rules Decisions. 
+ United States District Court, Eastern District of New York. 
1 The first of a series of bills was H. R. No. 41, introduced January 19, 1938. 
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recognition of the vast industrial evolution during the period from 1905 to date, 
viewed both nationally and internationally. 

In the broad sweep of the Act, and the protection afforded, the inquiry sug- 
gests itself as to the constitutional power of the Congress to protect substantive 
rights. The Senate Committee on Patents was cognizant of this problem, for 
the report reads: 


The theory once prevailed that protection of trade-marks was entirely a state matter, 
and that the right to a mark was a common law right. This theory was the basis of 
previous national trade-mark statutes. Many years ago the Supreme Court held, and has 
recently repeated, that there is no federal common law.? It is obvious that the states can 
change the common law with respect to trade-marks, and many of them have, with the 
possible result that there may be as many different varieties of common law as there are 
states. A man’s rights in his trade-mark in one state may differ widely from the rights 
which he enjoys in another. 


The report then argues that under recent decisions of the Supreme Court there 
should be no doubt of the constitutionality of the national Act giving substantive 
as distinguished from merely procedural rights in trade-marks in commerce over 
which the Congress has plenary power. The report does not list those decisions 
of the Supreme Court which are thus relied upon to establish such constitutional 
authority of the Congress. Perhaps what is intended in the Senate report is 
reference to recent Supreme Court decisions (though not in trade-mark cases) 
which uphold the ever-broadening concept of “interstate commerce” (such as 
Kirschbaum v. Walling, 316 U. S. 517, 62 S. Ct. 1116, 86 L. Ed. 1638), in apply- 
ing the Fair Labor Standards Act.’ It might be well, therefore, to explore this field 

The first outstanding authority is that known as The Trade-Mark Cases (100 
U. S. 82, 25 L. Ed. 550). The specific question propounded was whether the 
Trade-Mark Act of 1870 (35 U. S. C. A., Sec. 1 et seq.) was founded on any 
constitutional authority. Mr. Justice Miller refers to the long-established right, 
as recognized by the common law and by the chancery courts of both England and 
the United States to adopt a symbol or device to distinguish the goods or property 
made by that person, to the exclusion of the use of the same mark by others. 
He said: 


This property and the exclusive right to its use were not created by the Act of Con- 
gress, and do not now depend upon that Act for their enforcement. The whole system 
of trade-mark property and the civil remedies for its protection existed long anterior 
to the Act of Congress, and remain in full force since its passage. 


Searching the constitution for the source of the congressional power to enact 
trade-mark legislation, he first expressly excluded Article I, Section 8, which 
authorizes Congress “to promote the Progress of Science and useful Arts, by 
securing for limited Times to Authors and Inventors the exclusive Right to their 
respective Writings and Discoveries.” He decried the attempt to identify the 
essential characteristics of a trade-mark with inventions in the arts and sciences, 
or with the writings of authors. It is not necessary at this late date to show that 





2 Erie R. R. v. Tompkins, 304 U. S. 64, 58 S. Ct. 817, 82 L. Ed. 1188, 114 A. L. R. 1487. 
$29 U. S.C. A., Sec. 201 et seq. 





414 THE TRADE-MARK BULLETIN 37 T.-M. REp. 


a trade-mark has none of the characteristics of an invention or of copyrighted 
matter. It may be said in passing that a reason which possibly may explain the 
confused notion that some such relation exists between patents and trade-marks 
is that the Patent Office exercises jurisdiction in both fields. 

To revert, however, to the opinion of Justice Miller: he found in the commerce 
clause of the constitution the authority for Congress to enact legislation in respect 
to trade-marks. The granting clause reads: 


The Congress shall have Power .... To regulate Commerce with foreign Nations. 
and among the several States, and with the Indian Tribes. 


Inasmuch as the Act of 1870 was not limited to commerce with foreign nations, 
among the several states or with the Indian tribes, and since the court believed 
that the intention of the Act was “to establish a universal system of trade-mark 
registration .... without regard to the character of the trade to which it was to be 
applied,” the statute was found to be beyond the powers of Congress. Inter- 
preting the language of the opinion in the light of the specific question decided— 
i.e., the constitutionality of the Act of 1870—it cannot be said that the case stands 
as authority for the broad proposition that the Congress is without constitutional 
power to enact a statute giving substantive as distinguished from merely procedural 
rights in trade-marks. Nevertheless, the case has been miscited to uphold the 
contrary. 

Nor does it follow from United Drug Co. v. Theodore Rectanus Co.* that such 
is the law, for though Mr. Justice Pitney said: 


Property in trade-marks and the right to their exclusive use rest upon the laws of 
the several states, and depend upon them for security and protection; the power of 
Congress to legislate on the subject being only such as arises from the authority to 
regulate commerce with foreign nations and among the several states and with the Indian 


tribes (Trade-Mark Cases, 100 U. S. 82, 93, 25 L. Ed. 550). 


—the case is a leading authority as holding that registration of a trade-mark, 
either under the state statute or the Act of Congress of March 3, 1881 (21 Stat. 
502), or both, had no effect in enlarging the trade-mark rights of the owner in 
Kentucky beyond what they would have been under common law principles. So 
a registered owner of a trade-mark used in one part of the country could not enjoin 
one who in good faith employs a trade-mark in a remote area and by use of it has 
thus built up a local trade as the first adopter in that jurisdiction. 

Mr. Justice Sutherland, though, in American Steel Foundries v. Robertson, 
referring to the Congress, added: “that body has been given no power to legislate 
upon the substantive law of trade-marks, etc.” 

In a still later case, American Trading Co. v. H. E. Heacock Co.,° Mr. Chief 
Justice Hughes observed parenthetically that the Congress “by virtue of the com- 
merce clause, has no power to legislate upon the substantive law of trade-marks. . 

Despite these authorities which enable us to find in the contexts the rather 
broad assertion that Congress by virtue of the commerce clause has no power to 


*248 U. S. 90-98, 39 S. Ct. 48, 51, 63 L. Ed. 141. 
5269 U. S. 372, 381, 46 S. Ct. 160, 162, 70 L. Ed. 317. 
®285 U. S. 247, 52 S. Ct. 387, 389, 76 L. Ed. 740. 
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regulate upon the substantive law of trade-marks, there has yet to come before 
Congress a statute such as the Lanham Act, which does specifically legislate upon 
the substantive law of trade-marks. 

As much was held in Philco Corporation v. Phillips Mrg. Co. (133 F. 2d 663, 
668, 148 A. L. R. 125) by the Circuit Court of Appeals for the Seventh Circuit, 
where it was said: 

Although the question has never been squarely decided by the Supreme Court, we 


believe it is clear that Congress has the power to legislate upon the substantive law 
of trade-marks.’ 


Thus the most that may fairly be argued from the earlier Supreme Court cases 
is, in respect to intrastate commerce and the regulation of trade-marks therein, 
that the Congress could not invade the power of the states. 

In the Senate Committee report another arresting comment is the statement 
that “no monopoly is involved in trade-mark protection.’”* 

It is, of course, true, as the report indicates, that trade-marks are not monopo- 
listic grants such as patents and copyrights (Trade-Mark Cases, 100 U. S. 82, 
25 L. Ed. 550; Prestonettes v. Coty, 264 U. S. 359, 44 S. Ct. 350, 68 L. Ed. 731; 
United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 97-98, 39 S. Ct. 48, 63 
L. Ed. 141), yet it cannot be gainsaid that in the broadest use of the term there 
is a monopoly obtained by everyone who has established a right to a valid trade- 
mark, for it certainly does give the owner the right to prohibit the use of the mark 
in such a way as to invade the owner’s good-will. 

Moreover, by virtue of the Miller-Tydings Act,® trade-mark owners are enabled 
to enjoy a monopoly that has been denied the owners of patents. For though the 
latter may not restrict the re-sale price of a patented article,” the former may do 
so over their nationally advertised commodities in states which have set up no bars 
to such re-sale prices. 

Indeed, that trade-marks have some of the aspects of monopoly rights was said 
but recently in La Touraine Coffee Co., Inc. v. Lorraine Coffee Co., Inc., et al. 
(2 Cir., 157 F. 2d 115, 118). Judge Clark, in the prevailing opinion, wrote: 


True, the trade-mark is a species of monopoly, towards which the present climate of 
opinion is frigid (Standard Brands vy. Smidler, 2 Cir., 151 F. 2d 34).... Be that as it 
may, Congress has shown its continuous interest in trade-mark protection by the com- 
prehensive new codification of trade-mark law embodied in the Trade-Mark Act of 
July 5, 1946, which not merely amplified the Act of 1905 .... but gave to this property 
right a legislative standing it had not before. 


And Judge Frank, in his dissenting opinion, also recognizes the implication 
of monopoly control inherent in a trade-mark: 


7 Cases cited by Judge Kerner were Davids Co. v. Davids, 233 U. S. 461, 468-471, 34 S. Ct. 
648, 58 L. Ed. 1046; Rossmann vy. Garnier, 8 Cir., 211 F. 401, 405. 

® Italics mine. 

® Title 15, U. S. C. A., Sec. 1. 

10 Ethyl Gasoline Corp’n et al v. United States, 309 U. S. 436, 60 S. Ct. 618, 84 L. Ed. 852; 
United States v. Univis Lens Co., 316 U. S. 241, 62 S. Ct. 1088, 86 L. Ed. 1408; United States 
v. Masonite Corp’n, 316 U. S. 265, 62 S. Ct. 1070, 86 L. Ed. 1461; Victor Talking Machine 
Co. v. Kemeny, 3 Cir., 271 F. 810; Bauer & Cie v. O’Donnell, 229 U. S. 1, 33 S. Ct. 616, 57 L. 
Ed. 1041, 50 L. R. A., N. S., 1185, Ann. Cas. 1915A, 150. 
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My dissent here stems from my belief that this particular plaintiff has not shown that, 
within the doctrine of these precedents, it has a name-monopoly, in the territory in ques- 
tion which justifies us in stopping defendants’ competition. 


It is interesting to note, too, that a trade-mark registration certificate shall 
remain in force and effect for twenty years,” and may be renewed for periods of 
twenty years upon the filing of an application accompanied by an affidavit by the 
registrant stating that the mark is still in use in commerce.” This protracted life 
of a trade-mark in connection with the good-will of the business of the owner is 
in marked contrast with the seventeen-year life of a patent grant. 

The Lanham Act makes an exception to this long life of a trade-mark if the 
mark identifies a patented article and thus becomes the common descriptive name 
thereof.** When the patent expires so does the exclusive right to the trade-mark. 
These provisions in the new statute follow the principle established by the Supreme 
Court in decisions of long standing.” 

The misuse of trade-marks in the effort to foster illegal monopolies is described 
in an article in the Georgetown Law Journal of January, 1944, by Bartholomew 
Diggins, at that time Special Assistant to the Attorney-General of the United 
States. His thesis is: 


The significance and effectiveness of trade-marks in regulating and restricting com- 
petition can hardly be overemphasized. Together with patents, trade-marks are included 
among the chief sanctions under which cartels have established, maintained and enforced 
restraint of trade. 


And indeed, that the framers of the Lanham Act had the possibility of misuse 
of trade-marks in mind is clearly evident from the provision which would deprive 
the registrant of the incontestability provision of Section 15, reciting that the cer- 
tificate of registration after the five-year period shall be “conclusive evidence of 
the registrant’s exclusive right to use the registered mark .. . . except when one 
of the following defenses or defects is established: . . . that the mark has been or 
is being used to violate the antitrust laws of the United States.””* 

However, it is not of primary importance to stress this point of trade-mark 
monopoly further. It is interesting to note that the senatorial report includes 
this passage: 


Trade-marks, indeed, are the essence of competition, because they make possible a 
choice between competing articles by enabling the buyer to distinguish one from the 
other. Trade-marks encourage the maintenance of quality by securing to the petitioner 


11 Title 1, Sec. 8(a), 15 U. S. C. A., Sec. 1058(a). 

12 Title 1, Sec. 9, 15 U. S. C. A., Sec. 1059. 

18 Title 1, Sec. 14(c) and Sec. 15(4), 15 U. S. C. A., Secs. 1064(c), 1065(4). 

14 Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 16 S. Ct. 1002, 41 L. Ed. 118; Kellogg 
Co. v. National Biscuit Co., 305 U. S. 111, 59 S. Ct. 109, 83 L. Ed. 73; DuPont Cellophane 
Co. v. Waxed Products Co., 2 Cir., 85 F. 2d 75. 

© This is an interesting illustration of statutory enactment of judicial legislation, at least, 
such as is shown in patent infringement suits, wherein the defense of violation of antitrust laws 
or equitable misuse of the patent grant, if proved, will deprive the owner of the patent of 
injunctive relief. See Morton Salt Co. v. G. S. Suppiger Co., 314 U. S. 488, 62 S. Ct. 402, 
86 L. Ed. 363; Ethyl Gasoline Corp’n et al. v. United States, 309 U. S. 436, 60 S. Ct. 618, 
84 L. Ed. 852; ‘United States v. Univis Lens Co., 316 U. S. 241, 62 S. Ct. 1088, 86 L. Ed. 1408; 
or re v. Mid-Continental Investment Co. et al. 320 U. S. 661, 64 S. Ct. 268, 88 
L. Ed. 376. 
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the benefit of the good reputation which excellence creates. To protect trade-marks, 
therefore, is to protect the public from deceit, to foster fair competition, and to secure 
to the business community the advantages of reputation and good-will by preventing their 
diversion from those who have created them to those who have not. 


Now, with more particular reference, we find the bill is divided into a number 
of titles: Title 1 has to do with the principal register ; title 2 with the supplemental 
register; title 3, notice of registration; title 4, classification; title 5, fees and 
charges; title 6, remedies; title 7, the importation of goods bearing infringing 
marks or names; title 8, false designation of origin and false description forbidden ; 
title 9, international conventions; title 10, construction and definitions; title 11, 
repeal of acts. 

A detailed consideration of all the provisions embraced in the Act would lead 
to an article of undue length.** In consequence, only some matters of outstanding 
importance or novelty will be stressed in this study. 

Provision is made that if concurrent use is claimed by the applicant for regis- 
tration, he shall state the exceptions to his claim of exclusive use and shall specify 
any concurrent use by others, and the areas in which each concurrent use exists 
together with the periods of each use and the area for which the applicant desires 
registration. 

This provision of the Lanham Act, it is interesting to observe, thus recognizes, 
and in consequence approves, existing judicial legislation which recognized the 
rights of different users of the same trade-mark in different geographical areas.’ 

Marks which are merely descriptive under this Act, as under the existing law, 
shall not be registered, or those “descriptively misdescriptive of them.” This 
provision enacts into statutory law the principles established by the courts, that 
descriptively misdescriptive terms will not be sustained.” 

The Lanham Act bars registration of descriptively misdescriptive geographical 
marks, as well as those the primary significance of which is geographically descrip- 
tive; though an exception is made of those of regional origin when such trade- 
marks are collective or certification marks.” 

The provision for registration of collective and certification marks is new. 
However, such registration is effected with the limitation that only persons or 
nations, states, municipalities and the like exercising “legitimate control over the 
use of the marks sought to be registered, even though not possessing an industrial 
or commercial establishment.” 

A most important addition to present statutory law is that which in effect makes 
registrable distinctive marks which have acquired secondary significance.” This 
is another instance of transmuting common law into statutory enactment. 

Another new provision is that relating to service marks (Sec. 3). If used in 
commerce they are made registrable, except, of course, when used to represent 


16 A very excellent detailed exposition may be found in the study of Walter J. Derenberg, 
published by the Research Institute of America, Inc., December, 1946. 

17 United Drug Co. v. Theodore Rectanus Co., supra. 

18 See In re Holed-Tite Packing, Inc., 70 F. 2d 109, 21 C. C. P. A., Patents, 1039; In re 
Internat. Resistance Co., 69 F. 2d 566, 21 C. C. P. A. Patents 1001. 

18 Sec. 4, Lanham Act, 15 U. S. C. A., Sec. 1054. 

* Sec. 2(f), 15 U. S. C. A., Sec. 1052(f). 
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falsely that the owner makes or sells the goods on which such mark is used. This 
is a very much needed amendment to the law of trade-marks, for frequently it is 
through the efforts of the distributor of the goods that the trade-marks become 
widely and favorably known to the public. So, also, registration will be granted 
to related companies of the owner of the mark provided the mark is not used in 
a manner to deceive.” 

The section on disclaimers is new so far as the statute is concerned, but in effect 
states the present practice in trade-mark registration so far as mere disclaimer 
is concerned. 

Certain provisions of the section relating to certificates of registration issued 
by the Commissioner of Patents deserve a running comment. For example, Section 
7, Subdivision (b), recites that the certificate “shall be prima facie evidence of 
the validity of the registration, registrant’s ownership of the mark, and of regis- 
trant’s exclusive right to use the mark in commerce in connection with the goods 
or services specified in the certificate, subject to any conditions and limitations 
stated therein.” No such provisions as to validity are found in the existing statute. 

Under certain conditions a trade-mark registered after July 5, 1947, will estab- 
lish an incontestable right in the registrant,” but the Act provides for opposition 
proceedings, as indeed does the existing law, if initiated within thirty days, and for 
cancellation proceedings if instituted within five years from the date of registration 
of the mark. 

In consequence, any person who believes that he is or will be damaged by the 
registration may, within five years from the date of the registration, apply to cancel 
the certificate on the ground, among others, that the registered mark has become 
a common descriptive name of the article on which the patent has expired, or that 
the registration was obtained fraudulently, or involves misrepresentation as to 
the sources of the goods or services in connection with which the mark is used. 

For Congress to say that the mark for any purpose shall be incontestable is a 
wholly new law. It is, of course, far beyond the presumption of validity, for 
example, which is accorded a patent. This is another instance in the substantive 
field of protection. Nevertheless, the section should be read with that respecting 
the jurisdiction of the court. In any action involving a registered trade-mark, the 
court may determine the right to registration, order the cancellation of registration 
in whole or in part, restore canceled registrations, and otherwise rectify the register. 
The Commissioner of Patents is directed to make appropriate entry upon the 
records of the Patent Office, and shall be controlled by the decrees and orders of 
the court.” 

In the case of a certification mark, cancellation may be based on the ground 
that the registrant does not control or exercise control over the mark, or that the 
registrant does not engage in the production or marketing of any goods or services 


m See. 5, 15 U.S. A. Soe. . 
a3 . the right of the registrant to use such registered mark in commerce for the goods 
or services or in connection with which such registered mark has been in continuous use for 


five consecutive years subsequent to the date of such registration, and is still in use in com- 
merce, shall be incontestable.” 


"See. ¥, 15 U. S. C A, See. 1. 
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to which the mark is applied, or permits the use of such mark for purposes other than 
a certification mark, etc. It is interesting to note that the Federal Trade Com- 
mission is also given status to apply for cancellation on grounds specified in sub- 
division (c) and (d) of this section. 

In conclusion it is to be emphasized that interpretation of the Lanham Act 
is facilitated by the definitions set forth in title 10. ‘Commerce’ means all com- 
merce which may lawfully be regulated by Congress. Is this intended to mean 
anything more than interstate commerce and commerce covered by international 
treaties? What other commerce could be embraced within the constitutional clause? 
Perhaps the door is left open to include commerce with such lands beyond con- 
tinental United States, which, though not part of the United States of America, 
may be occupied by armed forces of the United States, or under its control pursuant 
to mandate of the United Nations Organization. 

The term “related company” used in Section 5 means any person who legiti- 
mately controls, or is controlled by the registrant or applicant for registration in 
respect to the nature and quality of the goods or services in connection with which 
the mark is used. 

The term “trade-mark” includes any word, name, symbol, device, or any com- 
bination thereof, adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those manufactured or sold by others. 

By the term “service mark” is meant a mark used in the sale or advertising of 
services to identify the services of one person and distinguish them from services 
of others, and “includes without limitation the marks, names, symbols, titles, desig- 
nations, slogans, character names and distinctive features of radio or other adver- 
tising used in commerce. 

The act concludes (except for the enumeration of acts repealed) with a clear 
and emphatic recital of the intent of the framers. It should prove an effective 
contribution to the law of fair trade.™ 


THE LANHAM TRADE-MARK ACT* 


BARTHOLOMEW DiGGINS} 


(Concluded from May issue) 


PATENT OFFICE PROCEDURE 
Ex Parte Proceedings 


Section 12(a) provides for the usual examination of an application for registra- 
tion by the Patent Office and for publication in the Official Gazette if the mark is 


% Title 10, Sec. 45, 15 U. S. C. A., Sec. 1127. 
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found allowable. The 1905 Act itself imposes no time limit for reply in the event 
that the examiner denies registration but Section 12(b) of the Lanham Act re- 
quires an applicant to respond to a rejection within six months. There is a penalty 
of abandonment of the application for failure to respond within the six months 
period unless the Commissioner finds the delay in responding to be unavoidable. 
Section 12(b) also provides for final rejection by the Patent Office. This procedure 
is substantially the same as the procedure with respect to patent applications.” 


Disclaimer 


Section 6 of the Lanham Act requires disclaimer of unregistrable matter but 
removes all doubt as to the effect of such disclaimer by providing that “such dis- 
claimer shall not prejudice or affect the applicant’s or owner’s rights then existing 
or thereafter arising in the disclaimed matter. .. .”” Under the 1905 Act, there was 
some question whether a disclaimer constituted an abandonment of the disclaimed 
matter and the Lanham Act eliminates all question. However, in view of the effect 
of the Lanham Act in replacing the common law, the preservation of “rights then 
existing” in unregistrable matter is probably more illusory than real. 

In view of Section 2(f) the preservation of “rights . . . . thereafter arising” 
in disclaimed matter and the preservation of “rights of registration on another 
application of later date if the disclaimed matter has become distinctive of the 
applicant’s or owner’s goods or services” is of importance. By virtue of this 
provision of Section 6, an applicant who is required to disclaim descriptive or 
geographical matter is assured against loss of any rights in such matter if by five 


years continuous and exclusive use the matter becomes registrable as distinctive 
under Section 2(f). 


Registrations and Applications Under the 1905 Act 


Section 47(a) seems to give to the owner of an application pending on the 
effective date of the Lanham Act an option to proceed under the law existing when 
the application was filed or to amend the application to bring it under the provisions 
of the Lanham Act and thereafter to proceed under the latter. If such an election 
exists, it may be of importance in certain cases. For example, an applicant could 
file an application for registration of a mark which is unregistrable under the 1905 
Act but will become registrable under the Lanham Act, such as a descriptive mark 
which has acquired a secondary meaning. The Trade-Mark Division of the Patent 
Office is about nine months behind in acting on new applications so that an appli- 
cation filed after October 1, 1946, would hardly be reached for action prior to the 
effective date of the Act. When it does become effective, the applicant may make 
the necessary amendment and retain the benefits of the early filing date. Under 
the Lanham Act the filing date of an application may be of great importance in 
preventing the acquisition of possible concurrent use rights by others. 

There may also be other reasons for continuing prosecution under the 1905 
Act. As hereafter discussed, there is a difference of opinion as to the applicability 


“ However, Rule 46 of the Rules of Practice of the Patent Office require an applicant to 
respond within one year. 


52 Rev. Stat. § 4894 (1875), 35 U. S. C. § 37 (1940). 








37 T.-M. Rep. THE LANHAM TRADE-MARK ACT 421 
of the equitable principles, provided for in Section 19, to proceedings under the 
1905 Act. It is believed that this section will apply to all pending inter-partes 
proceedings under the 1905 Act, but if in fact it does not apply, it may be desirable 
to continue proceedings under the 1905 Act so as to secure registration without 
having to meet equitable defenses or objections. Whether or not an election does 
in fact exist is doubtful and probably litigation wil be required to settle the question. 
Section 47(a) appears to give such an election, but Sections 19 and 47(b) seem to 
take the election out of the applicant’s hands. As pointed out above, Section 19 
makes equitable defenses applicable to all inter-partes cases and Section 47(b) 
provides that an appellate court having before it a pending appeal and being of 
the opinion that the provisions of the Lanham Act applies to the subject matter of 
the appeal “may apply such provision or may remand the case to the Commissioner 
or to the district court for the taking of additional evidence or a new trial or for 
reconsideration of the decision on the record as made, as the appellate court may 
deem proper.” 

Thus, while the applicant has a choice of amending a pending application to 
bring it within the provisions of the Lanham Act or to continue prosecution under 
previous acts, the Patent Office in inter-partes cases, and appellate courts in all 
cases are authorized to apply the provisions of the Lanham Act. Apparently the 
only choice the applicant has, therefore, is to continue prosecution under the 1905 
Act and obtain a registration which gives him only procedural rights, or to amend 
his application to obtain a Lanham Act registration with its substantive rights. 
The choice which Section 47(a) seems to offer is thus illusory and in most cases 
an applicant is in fact compelled to amend his pending application to bring it within 
the provisions of the Lanham Act. 

Section 12(c) provides for obtaining registration under the Lanham Act of 
marks previously registered under the 1881 Act or the 1905 Act. The application 
for registration of such marks must be filed prior to the expiration of the existing 
registration and must include an affidavit “setting forth those goods stated in the 
registration on which said mark is in use in commerce.” Lanham Act registration 
is thus limited to goods upon which the mark is actually in use in commerce and 
products named in the original registration but upon which the mark is not actually 
used at the time of filing the affidavit required by Section 12(c) are eliminated 
from the Lanham Act registration. In effect, the application for registration under 
the Lanham Act brings the trade-mark up to date. 

Applications for the registration of marks previously registered under the 1881 
Act or the 1905 Act are not subject to rejection under Section 12(b) nor to opposi- 
tion under Section 13 but are subject to cancellation under Section 14. 


Certificate 


Section 7(a) prescribes the form and content of a certificate of registration and 
while most of these requirements are formal and similar to those provided for in 
the 1905 Act, Section 7(a) also provides that the certificate shall state “any condi- 
tions and limitations that may be imposed in the grant of the registration.” 

The only registrations in which the Commissioner is specifically authorized to 
impose “conditions and limitations” are concurrent registrations, and the “condi- 

























422 THE TRADE-MARK BULLETIN 37 T.-M. REp. 








tions and limitations” clause of Section 7(a) presumably applies only to such 
marks. Concurrent users of marks are afforded a means of settling questions and 
controversies by concurrent registrations and each of such registrations will specify 
the metes and bounds of the registrant’s rights. 

The Lanham Act makes the certificate of registration of a mark prima facie 
evidence of (1) the validity of the registration, (2) the registrant’s ownership of 
the mark and (3) the registrant’s exclusive right to use the mark in commerce. 
The Lanham Act thus places the burden of proof on an alleged infringer of a 
registered mark. 

Registration under Section 16 of the 1905 Act was merely prima facie evidence 
of ownership of the mark,* but the Lanham Act extends the benefits of Section 
7(b) to marks registered under the Act of 1881 or the Act of 1905. While Section 
7(b) itself refers only to “a mark upon the principal register provided by this Act,” 
Section 46(b) provides that existing registrations under the Act of 1881 or the 
Act of 1905 “shall be subject to and shall be entitled to the benefits of the provisions 
of this Act to the same extent and with the same force and effect as though registered 
on the principal register established by this Act... .” 


Correction and Amendment of Registered Marks 


The Lanham Act contains liberal provisions for the correction, amendment and 
disclaimer of all or part of a trade-mark registration. 
a serious defect in existing law. 

Under Section 7(d) the Commissioner is authorized to permit a registered 
mark to be (1) surrendered, (2) cancelled, (3) amended or (4) disclaimed in 
whole or in part. There is apparently no qualification on the right of a registrant 
to surrender or cancel his registration, but the right to amend or disclaim is limited 
so as to prevent a registrant from securing by amendment or disclaimer registration 
of a substantially different mark or of one not properly registrable. Thus Section 
7(d) provides that amendments are to be permitted for “good cause” and that a 
mark changed or altered by amendment or disclaimer must (1) contain registrable 
matter, (2) be registrable as a whole and (3) not be of materially altered character. 

Sections 7(f) and (g) provide for the correction of mistakes in registrations 
by the issuance of certificates of correction. Section 7(f) provides for the certificate 
of correction to be issued without charge in the case of a “material mistake . . . 
incurred through the fault of the Patent Office.” Section 7(g) provides for the 
issuance of a certificate of correction at the expense of the applicant for a mistake 
(not specifically limited to a material mistake) made “in good faith through the 
fault of the applicant” but limits such certificates to corrections which do not “involve 
such changes in the registration as to require republication of the mark.” 

Section 7(d) gives no test as to the extent of a change or amendment which 
would “... . alter materially the character of the mark” nor does Section 7(g) give 
a test as to the extent of changes or corrections which would “. . . . require republi- 
cation of the mark.” Presumably both of these sections refer to such changes as 


These provisions correct 


53 See note 4 supra at § 7(b). 
54 See note 7 supra at § 16. 
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would make the changed mark a substantially new and different mark. Section 7 
permits modifications but prohibits changes so extensive or so fundamental that 
the changed mark is, in effect, a new mark. 


Duration and Renewal 


Each certificate of registration shall remain in effect for twenty years” and may 
be renewed for like periods upon application made within six months prior, or upon 
payment of an additional fee, within three months after, the expiration of the 
registration period.” 

Section 46(b) provides that registrations under the Act of 1881 or the Act 
of 1905 may be renewed under Section 9 of the Lanham Act. Presumably such a 
renewed mark would still be subject to the provisions of the act under which it 
was originally registered and would not, for example, derive any benefits from the 
incontestability provisions of the Lanham Act. Only by publication under Sec- 
tion 12(c) can a mark registered under the Act of 1881 or the Act of 1905 secure 
all of the advantages provided in the Lanham Act. 

In order to eliminate unused marks from the register, Section 8(a) and (b) 
provide that a registration shall be cancelled at the end of six years unless within 
the fifth year the registrant files “an affidavit showing that said mark is still in 
use or showing that its nonuse is due to special circumstances which excuse such 
nonuse.” It is to be noted that the registrant is required to show only that the 
mark is “in use,” not that it is in use in commerce nor that it is in use on all of the 
products listed in the certificate of registration. 

Under Section 8(c) the Commissioner is required to notify the registrant of 
his acceptance or refusal to accept an affidavit of use, and reasons for refusal must 
be stated. Presumably the Commissioner will issue rules prescribing the require- 
ments of these affidavits of use. 

Section 8 does not apply to marks registered under the Act of 1881 or the Act 
of 1905 even though such registrations may be renewed under Section 9,” so that 
apparently there may be unused marks registered under the 1881 Act or 1905 Act 
which may be kept on the register where they are constructive notice to the world™ 
and prima facie evidence of the registrants exclusive right to use.” Section 9 does 


however require an applicant for renewal to file an affidavit of use so that unused 
marks would disappear from the register in time. 


Inter-Partes Proceedings 


The Lanham Act provides for inter-partes hearings in the Patent Office in the 
case of concurrent registrations,” opposition proceedings,” cancellation proceedings” 
and interferences.* All such inter-partes proceedings are referred to the examiner 


55 See note 4 supra at § 8(a). 
56 Td. at § 9. 

57 Id. at § 46(b). 

58 Td. at § 22. 

59 Td. at § 33(a). 

6° Td. at § 2(d). 

%1 Id. at $ 13. 

62 Td. at 8 14. 

®3 7d. at § 16. 
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in charge of interferences* and Section 18 vests the Commissioner with wide 
authority to render an equitable decision. 

Section 19 authorizes the Patent Office to consider and apply equitable principles 
of laches, estoppel and acquiescence in all imter-partes proceedings. Under the 
1905 Act, inter-partes proceedings were regarded as strictly statutory and equitable 
principles were not applied with the result that imter-partes proceedings in the 
Patent Office were conducted under an entirely different set of rules than infringe- 
ment litigation in the courts, even though the issues involved might well be sub- 
stantially the same. 

During the hearings on H. R. 102, H. R. 5461 and S. 895,” it was strenuously 
argued that Section 19 is unfair as applied to proceedings begun prior to the effec- 
tive date of the Act since Section 19 represents a change in the rules “in the middle 
of the game.” One of the proponents of the bill answered this argument by 
pointing out that under Sections 47(a), the owner of an application pending at 
the effective date of the Act has an election between amending the application to 
bring it under the Lanham Act or continuing prosecution under the existing law.” 
However, the application of Section 19 to proceedings “heretofore begun... . and 
not finally determined,” is clearly specified and it is doubtful that the applicant 
has any real election. 

Section 19 applies only to inter-partes proceedings, and equitable principles 
are not applicable in ex parte cases. Further, only the equitable principles specifically 
mentioned, laches, estoppel and acquiescence, are applicable. During the hearings 
the possible inclusion in Section 19 of the equitable doctrine of unclean hands was 
considered and argued but the principle of unclean hands was not included probably 
because it would open the door to too many collateral issues.® 


Opposition 


Section 13 provides that anyone who believes he would be damaged by regis- 
tration of a mark may file in the Patent Office a notice of opposition within thirty 
days after publication of the mark in the Official Gazette. Section 13 is substan- 
tially the same as the opposition provision of Section 6 of the 1905 Act except that 
under Section 13, the Commissioner may, “for good cause shown,” extend the time 
for filing notice of opposition. Presumably opposition practice under the Lanham 
Act will be substantially the same as under the 1905 Act except that as described 


elsewhere under Section 19 certain equitable principles may be considered and 
applied. 


Interferences 


In Section 7 of the 1905 Act, interferences are limited to “‘substantially identical” 
marks “appropriated to goods of the same descriptive properties.” These narrow 
and specific limitations have proven inadequate and the Patent Office and the courts 


Id. at $ 17. 
65 Hearings before the Subcommittee on Trade-Marks on H. R. 102, H. R. 5461 and S. 895, 
77th Cong., Ist Sess. (1941). 

66 Jd. at 139. 

87 Td. at 238. 
68 Jd. at 202. 
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have, in practice, adopted and applied the more comprehensive and realistic common 
law test; that is, whether the alleged interference is likely to cause confusion, mis- 
take or the deception of purchasers.” The Lanham Act, in Section 16, states the 
requirement for interferences in the terms of the common law test rather than in 
the language previously used in the Act of 1905, and under Section 16 in the 
Lanham Act interferences result when the use of the two marks is likely “to cause 
confusion or mistake or to deceive purchasers.” While the Lanham Act defines 
an interference in terms different from those used in the 1905 Act, there is no 
substantial change in effect because of the manner in which the 1905 Act has been 
interpreted in the Patent Office and in the courts. 

The Lanham Act does, however, introduce substantial and far-reaching changes 
in the nature of the decision which may be rendered in inter-partes proceedings in 
the Patent Office. Under Section 7 of the 1905 Act, the Commissioner could refuse 
to register any or all of the marks involved in such proceedings, but he could register 
a mark only “for the person first to adopt and use the mark.” Thus, under the 
1905 Act, only the first user could obtain registration, regardless of the equities 
or the rights of a substantial user of the mark. The interference proceeding itself 
was strictly statutory so that the result of an interference proceeding might have 
little or no effect on the decisions of a court adjudicating the rights of each party 
under the mark. 


Section 18 of the Lanham Act provides that in an inter-partes proceeding the 
Commissioner may : 


. Refuse to register the opposed mark; 

. Cancel or restrict the registration of a registered mark; 

. Refuse to register any or all of several interfering marks; 

. Register the mark or marks of the person or persons “entitled thereto”; or 

. Determine and fix the conditions and limitations for concurrent registrations. 


This section, particularly in view of Section 19 making applicable equitable prin- 
ciples of laches, estoppel and acquiescence, enables the Commissioner to determine 
and adjudicate the actual rights of the parties and to either issue or refuse regis- 
tration in accordance with such adjudication. 

Under the Lanham Act it is, therefore, of the utmost importance that inter- 
ference, opposition, or cancellation proceedings be prosecuted with the utmost dili- 
gence. Whereas under the Act of 1905, these inter-partes proceedings did not 
settle the substantive rights of the parties since registration afforded no substantive 
rights, proceedings under the Lanham Act do settle the rights of the parties insofar 
as registration is concerned and substantive rights follow from registration. The 
Lanham Act substitutes statutory rights for common law rights and the statutory 
proceedings leading to registration become fundamental to the acquisition of the 
trade-mark right. 


Cancellation and Incontestability 


Probably the most important innovations brought about by the Lanham Act 
are contained in Sections 14 and 15 relating to cancellation and incontestability. 


®° Island Road Bottling Co. v. Drink-Mor Beverage Co., 140 F. (2d) 331 (C. C. P. A., 1944). 
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The purpose of these two sections is to fix a period beyond which the owner of a 
registered mark becomes secure and certain in his rights to such mark. The impor- 
tance of these two sections is due not only to the provision for such a period of 
repose, but is primarily due to the difference in the nature of trade-mark rights 
under the Lanham Act and trade-mark rights under existing law. 

Under the Lanham Act the owner of a registered mark obtains extensive sub- 
stantive rights so that, by placing a statute of limitations upon actions to cancel the 
registration, a statute of limitations is placed upon actions to defeat the substantive 
rights accruing from registration. The importance of promptly instituting and 
diligently prosecuting cancellation proceedings against any mark registered under 
the provisions of the Lanham Act which may injure or damage one’s business, either 
by limiting or restricting the fields into which one could normally or potentially 
expand, or by encroaching so closely on one’s trade-mark rights as to limit them 
unduly, is of the greatest importance. 

Bearing in mind the fact that under Section 2(e), descriptive, geographical and 
surname marks may become registrable on the principal register, the importance 
and far-reaching effect of these incontestability sections becomes apparent. 

Under the 1905 Act, the institution of cancellation proceedings was not of great 
importance. Even if the mark were cancelled, the cancellation did not in any way 
affect the trade-mark rights because the right itself was secured under common 
law and registration conferred no rights in the registered mark. Cancellation of 
a registration, therefore, could not extinguish common law rights which registration 
did not confer,”’ and for this reason the institution of cancellation proceedings was 
not too important. Under the Lanham Act, on the other hand, registration does 
confer extensive rights, and cancellation of a registration does extinguish those 
rights. The institution of proceedings to cancel a Lanham Act mark is therefore 
a matter of great importance. 

Possibly because cancellation and even registration itself were of no funda- 
mental importance insofar as ownership and the right to use a mark were con- 
cerned, Section 13 of the Act of 1905 provided that cancellation proceedings could 
be instituted “‘at any time,” and the law is clear that laches was no defense even 
in cancellation proceedings instituted years after registration.” 

As pointed out above, the Lanham Act not only makes the equitable principles 
of laches, estoppel and acquiescence, applicable in inter-partes proceedings in the 
Patent Office, but with certain specified exceptions, Section 14 requires that cancel- 
lation proceedings be instituted within five years from the date of registration of 
a mark” or from the date of publication under Section 12(c) of a mark previously 
registered under the Act of 1881 or the Act of 1905. It is, therefore, not only 
important to institute cancellation proceedings in the case of marks which may 
prove damaging, but is essential that such proceedings be instituted promptly. 
One can no longer wait and watch how business and competition develop before 
instituting cancellation proceedings. Often, by the time real conflict and damage 


70 McIlhenny Co. v. Gaidry, 253 Fed. 613 (C. C. A. 5th, 1918). 

1 Procter & Gamble Co. v. J. L. Prescott Co., 77 F. (2d) 98 (C. C. P. A., 1935). 
72 See note 4 supra at § 14(a). 

73 Td. at § 14(b). 
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develop, the right to institute cancellation proceedings has been lost. The cancella- 
tion proceedings which were successful in the Procter & Gamble case, supra, would 
probably have been dismissed on at least two grounds under the present Act ; laches, 
under Section 19, and the five-year limitation of Section 14. 

Certain grounds for cancellation are exempted from the five-year period of 
limitations and an application to cancel a mark on these grounds may be filed at 
any time. These grounds are set forth in subsections (c) and (d) of Section 14. 
Under Section 14(c) which applies to marks generally, an application for cancella- 
tion may be filed at any time if: 


1. The mark becomes a common descriptive name of an article of substance on which 
the patent has expired; 

2. The mark has been abandoned; 

3. Registration was obtained fraudulently ; 

4. Registration was obtained contrary to the provisions of Section 4; 

5. Registration was obtained contrary to the provisions of sub-sections (a), (b), or 
(c) of Section 2 of the Act, or to similar prohibitory provisions of a prior act; 

6. If the mark has been assigned and is being used by or with the permission of the 
assignee so as to misrepresent the source of the goods or services; or 

7. If the mark was registered under the Act of 1881 or the Act of 1905 and has not 
been published under Section 12(c) of the Lanham Act. 


These provisions of Section 14(c) show the very limited extent to which marks 
may be subject to cancellation proceedings brought at any time. 

Apparently the first ground for cancellation which may be raised at any time, 
that is, that the mark has become the common descriptive name of an article or 
substance on which a patent has expired, is specifically designed and intended to 
enact into the statute the holding of the Supreme Court in Singer Manufacturing 
Company v. June Manufacturing Company, and Kellogg Company v. National 
Biscuit Company.” This clause of Section 14(c) was inserted in conference and 
the conference report states ‘“This specific provision is not intended to affect the 
applicability of the sub-section to registered marks used on or in connection with 
non-patented articles or substances where the mark is the common descriptive name 
of the goods and has become ‘abandoned’ as that term is used in this section and 
defined in Section 45.”*° Thus Section 14(c) draws a clear distinction between 
patented and unpatented articles and is clearly directed to the doctrine of the Singer 
and Kellogg cases. 


The second ground on which cancellation proceedings may be instituted at any 
time, the ground of abandonment, is defined in Section 45 as follows: “A mark 
shall be deemed to be ‘abandoned’ 


3. When its use has been discontinued with intent not to resume. Intent not to 
resume may be inferred from circumstances. Non-use for two consecutive years shall 
be prima facie abandonment. 

b. When any course of conduct of the registrant including acts of omission as well as 
commission causes the mark to lose its significance as an indication of origin.” 


74163 U. S. 169 (1896). 
75 305 U. S. 111 (1938). 
76 See note 48 supra at 4. 
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Subsection (a) of the definition is an enactment of the common law principle that 
intent to abandon may be inferred from circumstances and making non-use for two 
consecutive years prima facie abandonment shifts the burden of proof to the non- 
user to explain such non-use. 

Subsection (b) of the definition, however, introduces a serious complication. 
Logically, it would seem that when a mark has lost “its significance as an indication 
of origin,” it has ceased to be a trade-mark and should, therefore, be stricken from 
the register. However, subsection (b) makes loss of trade-mark significance 
“abandonment” only when such loss is due to a “course of conduct of the registrant.” 
In order to sustain the allegation that a mark has become abandoned under sub- 
section (b), it is, therefore, necessary to prove, first, that the mark has lost its 
significance and, second, that the loss was due to a course of conduct of the regis- 
trant. Marks may lose their significance independently and even in spite of any 
course of conduct by the registrant, but such loss does not constitute abandonment 
under subsection (b). 

The third ground for which cancellation proceedings may be instituted at any 
time, that “registration was obtained fraudulently,” sounds highly commendable 
but will probably prove to be most disappointing in practice. As every lawyer knows, 
fraud is one of the easiest charges to make and one of the most difficult to sustain. 
Fraud involves intent which is a most difficult fact to prove. Further, the Act 
specifies that the registration be obtained fraudulently, and presumably fraud, which 
did not bear directly on the obtaining of the registration, would not keep the period 
of limitations from running. Substantially, the only type of fraud which would 
be sufficient to show that the registration itself was obtained fraudulently would be 
deliberate deceit or misrepresentation in the allegations or proofs required for regis- 
tration. For example, fraudulent “proof of substantially exclusive and continuous 
use” of a mark to take advantage of Section 2(f) would undoubtedly result in a 
registration against which cancellation proceedings could be instituted at any time. 
Similarly, failure to state known concurrent uses of the same mark might result 
in a fraudulent registration although proof of knowledge of the concurrent use 
would probably be quite difficult. The clause in Section 14(c) permitting institu- 
tion of cancellation proceedings at any time against fraudulently obtained registra- 
tions will probably be disappointing in practice. 

The next ground for cancellation which is excepted from the five-year period 
of limitations is the ground that the mark was obtained contrary to the provisions 
of Section 4. This clause was inserted in Section 14(c) in the joint House and 
Senate Conference” but no explanation of the insertion is given in the conference 
report. Section 4 permits registration of collective and certification marks and 
specifies the conditions under which such marks shall become and be registrable. 
This clause of Section 14(c) is, therefore, nothing more than a statement that any 
collective or certification mark which does not conform to the requirements of a 
section which makes such marks registrable is, for that reason, subject to cancella- 
tion proceedings at any time. 

The next clause of Section 14(c) permits the institution of cancellation pro- 


77 See note 48 supra. 
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ceedings at any time for the cancellation of marks registered contrary to the pro- 
visions of subsections (a), (b), or (c) of Section 2 or of similar provisions of 
prior acts. These three subsections (a), (b) and (c) of Section 2 prohibit the 
registration of immoral, deceptive, etc., marks, the flags or coat-of-arms of the 
United States or any state or nation and names, portraits, etc., without proper 
consent. It is to be noted that subsection (d) of Section 2 and subsection (e) of 
Section 2 are not listed in Section 14(c). Subsection (d) prohibits registration 
of marks which are likely “to cause confusion or mistake or to deceive purchasers” 
and subsection (e) denies registrability to descriptive, misdescriptive, geographical 
and surname marks. The fact that other grounds for denial of registration are 
specifically referred to in Section 14(c), omission of Sections 2(d) and 2(e) 
excludes these two sections from the operation of Section 14(c). Thus, it follows 
that marks which are likely to cause confusion or mistake or deceive purchasers, 
or which are descriptive, misdescriptive, geographical or surnames, become incon- 
testable upon the expiration of the five-year period of limitation if they should, 
through error, be registered upon the principal register. Marks unregistrable 
under Section 2(d) never become registrable under Section 2(f) so that they can 
be registered on the principal register only through error. Such an error can be 
rectified only by the institution of cancellation proceedings which must be instituted 
within five years from the date of registration or the right in these marks, erroneously 
registered, becomes incontestable. 

The next exception under Section 14(c), marks used to misrepresent, has a 
very peculiar qualification. This exception applies only to marks which have been 
assigned and are being used by or with the permission of the assignee so as to 
misrepresent the source of goods or services. So long as a mark continues in the 
hands of the original registrant, apparently this section does not apply, even though 
the mark be used by or with the permission of the registrant so as to misrepresent. 
Why an assigned mark should be treated so differently from original registrations 
is not clear. 

The last exception under Section 14(c) needs little explanation. Unless a 
mark previously registered under the 1881 Act or the 1905 Act is brought under 
the Lanham Act by publication under Section 12(c), the registrant is not entitled 
to the benefits of Section 14 and cancellation proceedings may be instituted at 
any time. However, as pointed out above, there is a strong possibility that 
equitable principles are applicable in all inter-partes proceedings whether begun 
before or after the effective date of the Act. Thus the owner of a registration 
under the 1881 Act or the 1905 Act who fails to publish under Section 12(c), 
could not defend a cancellation proceeding on the ground of limitations under 
Section 14(b) but may be able to raise the defenses of laches, estoppel or acquies- 
cence under Section 19. It is probable that in most cases laches, estoppel or 
acquiescence would be, if anything, even more effective defenses than a definite 
period of limitations. 

The foregoing grounds, upon which cancellation proceedings may be instituted 
at any time, apply to all types and classes of marks registrable on the principal 
register, trade-marks, service marks, collective marks and certification marks. Pos- 
sibly because Congress believed that there is particular danger of deception and 
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abuse of certification marks, proceedings to cancel such marks may be instituted 
at any time on additional grounds. 

Under Section 14(d), certification marks are cancellable at any time if the 
registrant (1) “does not control, or is not able legitimately to exercise control over, 
the use of such mark, or (2) engages in the production or marketing of any goods 
or services to which the mark is applied or (3) permits the use of such mark for 
other purposes than as a certification mark, or (4) discriminately refuses to certify 
the goods or services of any person who maintains the standard -or conditions which 
such mark certifies.” This entire section was proposed by the Senate and was 
added as an amendment by the joint House and Senate Committee.” 

The Senate Report No. 1333 merely states that the purpose of this section is 
to afford additional grounds for the cancellation of certification marks. The language 
of the amendment, however, raises some rather peculiar problems. 

Under Section 4, certification marks are registrable only if the registrant is 
“exercising legitimate control over the use of the marks.” Assuming that a certifica- 
tion mark has been properly registered, Section 14(d) (1) permits cancellation 
at any time if the registrant “does not control or is not able legitimately” to control 
the use of such mark. The qualifying word “legitimately” applies to the ability 
to control and not to the actuality of control. As the amendment is worded it 
would seem that where the registrant actually controls the use of the mark and is 
able to exercise legitimate control, the registration would not be cancellable under 
Section 14(d) (1); nor would the Patent Office and the courts go into the legiti- 
macy or legality of the control actually exercised. 

The purpose of Section 14(d) (2) is apparently designed and intended to 
maintain the integrity and guarantee function of a certification mark. Throughout 
the hearings it was clear that the Lanham Act contemplated certification marks of 
the type used by independent laboratories, such as underwriting or engineering 
laboratories, to certify or guarantee that the product carrying the mark conformed 
to certain standard specifications or met certain standard tests set up by the 
laboratories. So long as certification marks are intended to imply such a dis- 
interested impartial guarantee, the owner of the mark could not engage in the 
manufacture or sale of products bearing the mark because, as to his products, the 
guarantee would not longer be disinterested. 

The applicability of Section 14(d) (3) is, or may be, somewhat difficult to 
apply in view of the overlapping of certification marks and collective marks as 
defined in Section 45. However, if a mark serves both as a certification mark and 
as a collective mark, as those marks are defined in Section 45, it is doubtful that 


the certification mark would be cancellable under Section 14(d) (3) merely because 
of this double function. 




































Section 14(d) (4), for all practical purposes, requires the owner of a certifi- 
cation mark to supply the necessary testing or services needed to qualify to use the 
applicant’s mark. This means that certification marks must be open to all who 
maintain the standards or conditions which the mark certifies. 


78 Tbid. 
79 Sen. Rep. No. 1333, 79th Cong., 2d Sess. (1946) 2. 
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Section 14(d) (4) brings out one important distinction between a certification 
mark and a collective mark which may be of importance in the application of Sec- 
tion 14(d) (3). As defined in Section 45, collective marks are marks used by mem- 
bers of associations or groups and, since such groups are voluntary, presumably the 
membership has the right to either admit or deny admission to any particular indi- 
vidual or group of individuals. Thus a particular business may conform to the 
standards of a particular association and yet be denied membership in the associa- 
tion and the right to use the association mark, but under Section 14 (d) (4) an 
applicant conforming to certification standards cannot be denied the use of the 
certification mark. In cases where a mark is both a collective and a certification 
mark, that is where it indicates both membership in an association and is used 
“to certify” origin, material, quality, etc., membership in the association apparently 
cannot be denied a qualified applicant without loss of the certification character of 
the mark. 

In effect, subsections (a) and (b) of Section 14 impose a “statute of limitations” 
upon the institution of cancellation proceedings and subsections (c) and (d) exempt 
certain specific grounds for cancellation from the operation of that “statute of 
limitations.” Apart from the grounds listed in subsections (c) and (d) the limita- 
tion appears absolute. Presumably conduct or admissions of the registrant would 
not toll the period of limitations and the passage of the five-year period perfects 
the registrant’s rights subject only to the specific grounds for cancellation listed in 
subsections (c) and (d). 

Under Section 14, cancellation proceedings may be instituted by “any person 
who believes that he is or will be damaged by the registration of a mark,” which 
is language similar to that of Section 13 of the 1905 Act. In addition, Section 14 
of the Lanham Act contains a proviso authorizing the Federal Trade Commission 
to institute cancellation proceedings on the grounds specified in subsections (c) 
and (d) of Section 14. No such provision was contained in H. R. 1654” as it 
passed the House, and the Senate suggested an amendment authorizing “any Gov- 
ernment department or agency” to apply for cancellation of such marks. How- 
ever, in the joint conference” it was agreed that the Act should be amended so that 
only the Federal Trade Commission is authorized to institute such cancellation 
proceedings and, as so amended, the Act was passed by both houses. In view of 
this history, it is clear that the designation of the Federal Trade Commission elimi- 
nates the possibility of the institution of cancellation proceedings by other Govern- 
ment agencies. Thus, for example, the Department of Justice could not bring 
cancellation proceedings to attack the legitimacy of control over the use of a cer- 
tification mark or collective mark used in violation of the antitrust laws. 


Except on a ground for which application to cancel may be filed at any time under 
subsections (c) and (d) of Section 14 of this Act, and except to the extent, if any, to which 
the use of a mark registered on the principal register infringes a valid right acquired under 
the law of any State or Territory by use of a mark or trade-name continuing from a 
date prior to the date of a publication under this Act of such registered mark, the right of 


8 See note 41 supra. 


81 Sen. Rep. No. 1333, 79th Cong., 2d Sess. (1946) 18. 
82 See note 49 supra at 2. 
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the registrant to use such registered mark in commerce for the goods or services on or 
in connection with which such registered mark has been in continuous use for five con- 
secutive years subsequent to the date of such registration and is still in use in commerce, 
shall be incontestable. .. . 


Section 15 thus supplements Section 14. Under Section 14, a five-year period 
of limitations is put upon the institution of proceedings to cancel a registered mark 
and upon the expiration of this period, Section 15 makes “the right of the registrant 
to use such registered mark in commerce incontestable. Under Section 14, the 
right to have a registration cancelled is lost at the end of the five-year period and 
under Section 15, the registrant obtains an incontestable right to use the mark. 

The grounds for cancellation under subsections (c) and (d) of Section 14 
have been discussed above, and Section 15 places two additional quaifications upon 
obtaining an incontestable right to use. Under Section 15 the right to use a mark 
does not become incontestable (1) to the extent such mark infringes a valid right 
acquired under the law of any state or territory by the use of a mark or trade-name 
continuing from a date prior to the date of the publication under this Act of the 
registered mark, or (2) if such a mark is the common descriptive name of any 
article or substance, patented or otherwise. 

The first exception to a mark becoming incontestable is in line with Section 
49 which provides “Nothing herein shall adversely affect the rights or enforce- 
ment of rights in marks acquired in good faith prior to the effective date of this 
Act.” Under Section 15, a registered mark does not become incontestable as 
against valid trade-mark rights acquired under the common or statute law of a 
state or territory “by use” of a mark prior to registration or publication under 
the Lanham Act; consequently no mark can become incontestable as against rights 
validly acquired under the common or statute law of a state or territory prior to 
July 5, 1947. 

However, it is to be noted that under Section 33(b) (5) a common law or state 
law trade-mark right is a defense in an infringement suit based on a registered 
mark only when the alleged infringing mark “was adopted without knowledge 
of the registrant’s prior use and has been continuously used by such party or those 
in privity with him from a date prior to the publication of a registered mark under 
subsection (a) or (c) of Section 12 of this Act; Provided, however, That this 
defense or defect shall apply only for the area in which such continuous prior 
use is proved.” 

Section 15, together with Section 33(b) (5) prevents any extension of trade 
subsequent to a registrant’s use under a mark valid under the law of any state 
or territory. Trade-mark rights obtained under a statute of a state or territory 
extend only to the boundaries of such state or territory and common law trade- 
mark rights are coextensive with the trade. Thus a registered mark may become 
incontestable under Section 15 except in the limited area of the common law, state 
or territorial mark and the latter three are a defense under Section 33(b) (5) only 
in the area in which they were in continuous prior use at the time of registration, 
or publication under Section 12(c), of the registered mark. 


88 United Drug Co. v. Rectanus Co., 248 U. S. 90 (1918); Hanover Star Milling Co. v. 
Metcalf, 240 U. S. 403 (1916). 
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Sections 15 and 33(b) (5) offer a further inducement for prompt registration 
under the Lanham Act although not as strong an inducement for publishing pre- 
viously registered marks under Section 12(c). Registration serves to cut off 
subsequent geographical extensions of conflicting rights in common law, state or 
territorial marks just as it serves to cut off possible concurrent rights. These 
sections seem to be a logical consequence of Section 22 which makes registration 
constructive notice of the registrant’s claim of ownership; but since Section 22 
applies to registrations under the Act of 1881 and the Act of 1905, as well as 
under the Lanham Act, it would seem that no one could extend the geographical 
area of a common law mark which conflicted with a mark of which he had 
constructive notice under Section 22. 

The second exception to a mark’s becoming incontestable is not entirely clear. 
The Act provides that no incontestable right “shall be acquired” in a mark which 
“is” the common descriptive name of any article or substance.* Presumably this 
section has a different meaning from Section 14(c), which refers to a mark which 
“becomes” the common descriptive name of an article or substance on which the 
patent has expired. Section 15(4) thus seems to mean that a mark does not and 
cannot become incontestable if it has already become the common descriptive name 
of an article or substance, but once the mark becomes incontestable, the fact that 
it then becomes the common descriptive name of an article or substance apparently 
would not destroy its incontestability. Under Section 14(c), therefore, cancella- 
tion proceedings may be instituted at any time if the mark becomes the descriptive 
name of an article covered by an expired patent; but under Section 15(4), it 
must become the common descriptive name of a substance or article which may 
be unpatented or covered by an expired or unexpired patent prior to the expiration 
of the five-year period to prevent incontestability. 

Subsections 1 and 2 of Section 15 merely provide that a mark does not be- 
come incontestable at the end of the five-year period if the registrant’s claim of 
ownership has been adversely decided or if proceedings to that end are then pending. 

Subsection 3 of Section 15 requires the filing of an affidavit, within one year 
after the expiration of the five-year period, listing the goods on which the mark 
has been in continuous use for five years. It is to be noted that this affidavit need 
only state the conclusion that the mark has been “in continuous use” and “‘is still 
in use in commerce” and does not require the affiant to state that the use is or has 
been substantially exclusive. Thus, less is required to have a trade-mark become 
incontestable than is required to register a descriptive, geographical or surname 
mark on the principal register under Section 2(f). Under 2(f) applicant must 
give “proof of substantially exclusive and continuous use” but once the mark has 
been registered on the principal register, only an affidavit of “continuous use” is 
necessary for the mark to become incontestable. 

After the Lanham Act has been in operation for some time, marks under the 
Act will necessarily tend to become incontestable or expire. Under Section 8(a) 
and Section 8(b), a mark is cancelled at the end of six years unless, within the 
year next preceding the end of the six-year period, the registrant files an affidavit 


* See note 4 supra at § 15(4). 
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showing that the mark is still in use or excusing its non-use. This affidavit has 
substantially the same requirements as the affidavit under Section 15(3) to make 
a mark incontestable. Between the end of the fifth year after registration, or 
publication under Section 12(c), and the end of the sixth year, the applicant is 
obliged to file an affidavit showing use, or excuse for non-use, and a showing of 
use necessarily results in incontestability under Section 15(3). Thus the result 
of the Act will be that all marks on the registry more than six years will be 
incontestable unless the certain special circumstances outlined above exist. 


Appeals 


Section 20 of the Lanham Act provides for an appeal to the Commissioner 
from any final decision of the Examiner of Interferences or of the examiner in 
charge of the registration of marks. This provision is substantially a re-enactment 
of Section 8 of the 1905 Act. 

Section 21 of the Lanham Act, which provides for appeals either to the Court 
of Customs and Patent Appeals or to the district court under Section 4915,° 
introduces an important change in that either party to an inter-partes proceeding 
may elect to have all further proceedings conducted in the District Court under 
Section 4915. It is common practice in actions under this section for the winning 
party in the Patent Office to counterclaim for infringement. Since, under Section 
21, either party may elect to have further proceedings before the district court, 
it is possible for the winning party in the Patent Office to compel proceedings 


in a court having jurisdiction to decide infringement issues as well as the issues 
before the Patent Office. 


Assignments 


Section 10 of the Lanham Act provides that a registered mark or a mark for 
which application has been filed 


shall be assignable with the good-will of the business in which the mark is used, or with 
that part of the good-will of the business connected with the use of and symbolized by 
the mark, and in any such assignment it shall not be necessary to include the good-will of 
the business connected with the use of and symbolized by any other mark used in the 
business or by the name or style under which the business is conducted. . . . 


This represents a considerable liberalization of existing law. Under Section 10 
a registrant who owns several marks may dispose of one mark if he wishes to do 
so. He can transfer one mark to an assignee with that part of the good-will of 
the business that that mark symbolizes without a transfer of his entire business. 

Section 10 also contains the proviso “that any assigned registration may be 
cancelled at any time if the registered mark is being used by, or with the permis- 
sion of, the assignee so as to misrepresent the source of the goods or services in 
connection with which the mark is used.” The substance of this proviso is also 
contained in Section 14(c) as described previously. The application of this proviso 
of Section 10 will usually require an analysis of the function and significance of 
the particular mark involved. For example, if the mark denotes to the purchasing 
public a particular location or points to a particular individual source, the use of 


8° Rev. Stat. 4915 (1875), 35 U. S. § 63 (1940). 
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the mark by someone located in another area, or someone other than the particular 
individual, would work a deception on the public. Use of a registered mark by or 
with the permission of the registrant so as to misrepresent the source of the goods 
or services might make the registrant or user liable under Section 43(a), but 
would apparently not permit cancellation of the mark itself. 

Section 10 then provides “assignments shall be by instruments in writing duly 
executed.” Any assignment which does not comply with the requirements of 
Section 10, for example an oral assignment, would not transfer the assignor’s 
registered trade-mark. 

Section 10 further provides that “acknowledgment shall be prima facie evidence 
of the execution of an assignment and when recorded in the Patent Office the 
record shall be prima facie evidence of execution.” As a practical matter, “where 
a trade-mark has been registered and assigned, the assignment being acknowledged 
before a proper officer in accordance with the statute and placed of record agree- 
able to the provisions of the statute, such assignment should be regarded as prima 
facie evidence of the assignee’s ownership of the mark.”* The requirements for 
an acknowledgment or verification are specified in Section 11 and are conventional. 

Section 10 further provides that “an assignment shall be void as against any 
subsequent purchaser for a valuable consideration without notice, unless it is 
recorded in the Patent Office within three months after the date thereof or prior 
to such subsequent purchase.” This provision is substantially the same as the 
statute relating to the recording of patent assignments” and presumably will be 
given substantially the same construction by the courts. 

The Commissioner is authorized to issue the certificate of registration to an 
assignee of the applicant provided the assignment is properly recorded.* After a 
mark has been registered, a new certificate of registration shall be issued for the 
unexpired term to an assignee upon request and “upon proper showing” and 
payment of a fee.** Presumably the “showing” required relates only to the fact 
of assignment and a recorded assignment would undoubtedly be adequate evidence 
of this fact. 


INFRINGEMENT 


The Lanham Act introduces substantial advantages and improvements in the 
enforceability of trade-mark rights. Many of these advantages apply only to 
registrations under the Lanham Act. 

Section 39 gives to the federal courts jurisdiction “‘of all actions arising under 
this Act, without regard to the amount in controversy or to diversity or lack of 
diversity of the citizenship of the parties.” 

Under Section 16 of the Act of 1905, a certificate of registration was only 
“prima facie evidence of ownership.” Section 33(a) of the Lanham Act provides 
“any certificate of registration issued under the Act of March 3, 1881, or the Act 
of February 20, 1905, or of a mark registered on the principal register provided 


86 Rosengart v. Ostrex Co., 136 F. (2d) 249, 252 (C. C. P. A., 1943). 
8755 Stat. 634 (1941), 35 U. S. C. § 47 (Supp. 1946). 

88 See note 4 supra § 7(c). 

89 Ibid. 
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by this Act and owned by a party to an action shall be admissible in evidence and 
shall be prima facie evidence of registrant’s exclusive right to use the registered 
mark in commerce on the goods or services specified in the certificate subject to 
any conditions or limitations stated therein. .. .” Section 33(a) thus places on 
the alleged infringer of a registered mark the burden of proving his right to use 
the alleged infringing mark. This provision would seem to be of particular 
importance in the case of descriptive, geographical or surname marks which 
become registrable under Section 2(f) and are registered on the principal register. 
While in such cases the alleged infringer may have a right to use such descriptive 
or geographical term or his own surname, the burden would be upon him to prove 
such right. 

Section 29 requires the owner of a mark registered under the Act of 1881, 
the Act of 1905 or the Lanham Act to give notice that the mark is registered by 
displaying with the mark one of the following legends: (1) “Registered in U. S. 
Patent Office,” (2) “Reg. U. S. Pat. Off.,” or (3) The letter R enclosed within 
a circle. Unless such notice is given or unless the infringer has actual notice of 
the registered mark, no profits or damages may be recovered and relief is limited 
to injunction. This provision is substantially similar to the marking section of 
the Patent Law.” 

Section 16 of the Act of 1905 specifies the elements of technical trade-mark 
infringement in narrow limited terms. Section 32(1) of the Lanham Act broadens 
considerably the concept of trade-mark infringement and provides 

any person who shall in commerce, (a) use, without the consent of the registrant, any 

reproduction, counterfeit, copy, or colorable imitation of any registered mark in connection 

with the sale, offering for sale, or advertising of any goods or services on or in connection 
with which such use is likely to cause confusion or mistake or to deceive purchasers as to 


the source or origin of such goods or services . . . . shall be liable to civil action by the 
registrant for any and all of the remedies hereinafter provided. . . . 


The term “counterfeit” is defined in Section 45 as “a spurious mark which is 
identical with, or substantially indistinguishable from, a registered mark” and 
Section 45 defines “colorable imitation” as including “any mark which so resem- 
bles a registered mark as to be likely to cause confusion or mistake or to deceive 
purchasers.” 

Under the 1905 Act, affixation of the infringing mark was an essential element 
of infringement” but Section 32(1) of the Lanham Act defines infringement in 
terms broad enough to include sales and resales of goods or services bearing the 
infringing mark even though such infringing mark was affixed by some other 
infringer. Section 32(1) specifically includes the use of an infringing mark in 
advertising apart from the goods themselves and thus remedies another deficiency 
in the prior trade-mark legislation. Section 32(1) omits the technical test of “same 
descriptive properties” of Section 16 of the 1905 Act and measures infringement 
by the common law test of likelihood “to cause confusion or mistake or to deceive 
purchasers.” 


* 44 Stat. 1058 (1927), 35 U. S. C. § 49 (1940). 
%1 Tronite Co. v. Guarantee Waterproofing Co., 52 F. (2d) 288 (W. D. Mo. 1931), rev'd on 
other grounds 64 F. (2d) 608 (C. C. A. 8th, 1933). 
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Section 16 of the Act of 1905 recognizes only one type of trade-mark infringe- 
ment: reproducing, counterfeiting, etc., the registered mark, and affixing the same 
to merchandise of substantially the same descriptive properties. Section 32 of 
the Lanham Act takes a more realistic view and recognizes specifically two forms 
of infringement: direct infringement and a sort of contributory infringement which 
may be committed by printers, publishers, and the like, with or without knowledge 
of the ultimate direct infringement. Under the 1905 Act, infringement was 
limited to confusion of goods but it is obvious that infringement can involve con- 
fusion of businesses as well. The Lanham Act is worded broadly enough to 
include both types of infringement. 


Defenses 


Section 33(a) provides that in suits involving registered marks which have 
not become incontestable, the defendant shall not be precluded “from proving any 
legal or equitable defense or defect which might have been asserted if such mark 
had not been registered.” However, it should be noted, that Section 22 which 
makes registration constructive notice of the registrant’s claim of ownership pre- 
cludes the defense that an alleged infringing mark was adopted innocently and in 
good faith without knowledge of the registrant’s claim. 

Section 33(b) makes marks which have become incontestable under Section 
15 “conclusive evidence of the registrant’s exclusive right to use the mark in 
commerce on or in connection with the goods or services specified in the certificate 
subject to any conditions or limitations stated therein... .” Under Section 15, 
only marks which are registered under the provisions of the Lanham Act or marks 
which are registered under the Act of 1881 or the Act of 1905 and published under 
Section 12(c) of the Lanham Act become incontestable; therefore the provisions 
of Section 33(b) do not apply to registrations under the Act of 1905 or the Act 
of 1881 unless such registrations are republished under, Section 12(c) of the 
Lanham Act. 

Section 33(b) then lists seven specific defenses or defects available against an 
incontestable mark. The listed defenses or defects are specific and do not include 
any such general language as “legal or equitable defense or defect” as does Sec- 
tion 33(a), so that the defenses listed are probably exclusive. 

The first three defenses listed in Section 33(b) against “incontestable” marks 
are grounds upon which cancellation proceedings may be instituted at any time 
under Section 14 (c) so that, in reality, marks against which such defenses may 
be established do not become incontestable under Section 15. These three defenses 
are as follows: 


1. That the registration or the incontestable right to use the mark was obtained 
fraudulently; or 

2. That the mark has been abandoned by the registrant ; or 

3. That the registered mark has been assigned and is being used, by or with the 
permission of the assignee, so as to misrepresent the source of the goods or services in 
connection with which the mark is used; ... 


These three defenses have been discussed in detail in connection with Section 14(c). 
The fourth defense to an incontestable mark is that “the use of the name, term 
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or device charged to be an infringement is a use, otherwise than as a trade-mark 
or service mark, of the party’s individual name in his own business, or of the 
individual name of anyone in privity with such party, or of a term or device which 
is descriptive of and used fairly and in good faith only to describe to users the 
goods of such party, or their geographic origin. .. .” The purpose of this section 
is to avoid some of the difficulties involved in trade-marks which are descriptive, 
geographical or surnames and have become registrable under Section 2(f) and 
incontestable under Section 15. This defense was the subject of considerable 
discussion and revision in the hearings on various bills which preceded the Lanham 
Act. In one of these predecessor bills” this defense was worded in much stricter 
and more rigorous terms so that the defense consisted of use “of a term or device 
which is merely descriptive of and necessary truthfully to describe the goods or 
services of the defendant, or of a term which is primarily descriptive of their 
geographic origin.” In a later bill* the defense appears in its final form and 
was described in the hearings by a witness who had participated in the drafting 
of this section of the Act in the following language: “Where you take a secondary 
meaning mark and make it incontestable, then you will have to provide that anyone 
fairly using that mark or at least the words which constitute the mark in their 
primary descriptive meaning is protected, is not held as an infringement, and that 
is what we endeavored to do with the compromise amendment which was drawn 
up, and I think we have done that rather successfully.” 

The fifth defense is that “the mark whose use by a party is charged as an 
infringement was adopted without knowledge of the registrant’s prior use and has 
been continuously used by such party or those in privity with him from a date 
prior to the publication of the registered mark under subsection (a) or (c) of 
Section 12 of this Act... .” This defense is somewhat ambiguous as applied to 
the situation in which the alleged infringer is the prior user of the mark. If the 
alleged infringer adopted the mark before the registrant, such adoption is neces- 
sarily done without knowledge of the registrant’s prior use, and probably that 
is the construction which will be adopted by the court. It is to be noted that 
knowledge of the registrant’s prior “use” is required, so that presumably knowledge 
of a registration under the Act of 1881 or the Act of 1905, prior to publication 
of such registration under Section 12(c) of the Lanham Act, would not eliminate 
this defense. 

This defense contains the proviso that it shall “apply only for the area in which 
such continuous prior use is proved.” Thus even though the alleged infringer 
adopted his mark innocently and in good faith without knowledge of or even 
prior to the adoption and use by the registrant, the alleged infringer is nevertheless 
restricted and limited in the use of the mark to the territory in which such mark 
was used at the time of publication of the mark under subsections (a) or (c) 
of Section 12, even though the alleged infringer might have expanded his activities 
and use of the mark into other territory prior to the mark’s becoming incontestable. 


92H. R. 5461, 77th Cong., Ist Sess. (1941). 

3 Jd. at § 33(b) 4. 

%4 H.R. 82, 78th Cong., Ist Sess. (1943). 

% Hearings before Committee on Patents on H. R. 82, 78th Cong., Ist Sess. (1943) 25. 
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Priority of adoption and use constitutes a ground for opposition under Section 
13 or cancellation under Section 14, but once the registered mark has become 
incontestable the prior mark is effective only in the limited area and field of the 
previous use. 

The sixth defense is that 


the mark whose use is charged as an infringement was registered and used prior to the 
publication under subsection (a) or (c) of Section 12 of this Act of the registered mark 
of the registrant, and not abandoned; provided, however, That this defense or defect 
shall apply only where the said mark has been published pursuant to subsection (c) of 
Section 12 and shall apply only for the area in which the mark was used prior to the 


date of publication of the registrant’s mark under subsections (a) or (c) of Section 12 
of this Act. 


This subsection was suggested as an amendment during the Hearings on H. R. 
82, one of the bills which preceded the Lanham Act. The amendment was sug- 
gested by one of the witnesses in the hearings who stated: “The amendment 
treats only of one basic situation, namely, the protection of a mark registered under 
the old Act and presently in use, against the effects of incontestability obtained 
by another registrant under the new Act.”” One of the principal objects of the 
Lanham Act is to encourage registration and to encourage registrants, under the 
old acts, to publish under Section 12(c) so as to place all registrations on the 
register provided by the Lanham Act. Thus this defense does not apply to all 
marks registered under the Act of 1881 or 1905, but only such marks as are 
published under subsection (c) of Section 12, and thus brought under the 
Lanham Act. 

The seventh defense is that “the mark has been or is being used to violate 
the antitrust laws of the United States.’”’ This defense or defect was not contained 
in the Lanham Bill as it passed the House of Representatives and the Senate 
added the defense in the following words: “That the mark has been or is being 
used in violation of the Antitrust Laws of the United States.’”*’ The present 
wording of the Act was arrived at in the joint House and Senate Committee and 
the conference report of that committee states: 


This amendment provides that the use of a registered mark in violation of the Antitrust 
Laws shall constitute a defense to a suit by the registrant. The House recedes with an 
amendment substituting the words “to violate’ for the words “in violation of.” This 
amendment provides an additional defense to the conclusive evidence rule of a certificate 
of registration of a mark which has become incontestable under Section 15. It does not 
and is not intended to enlarge, restrict, amend or modify the substantive law of trade- 
marks either as set out in other sections of this Act or as heretofore applied by the 
courts. The amendment does not and is not intended to affect the validity of the mark 
nor affect the right of the registrant to continue to use or enforce his rights in the mark. 
If it is established that the registrant has used or is using his registered mark which has 
become incontestable as the legal, causal and efficient instrumentality to violate the 
Antitrust Laws of the United States, such registrant is denied the benefit of the rule 
that the certificate of registration is conclusive evidence of his exclusive right to use 


+ eee before Committee on Patents on H. R. 82, 78th Cong., 2d Sess. (1944) 55. 
97 Tbid. 


* H. R. 1654, 79th Cong., Ist Sess. (1945). 
% See note 79 supra. 
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the mark. Under such circumstances the certificate is only prima facie evidence of his 


exclusive right to use, and he must be prepared to carry the additional burden of proof 
as though his mark had not become incontestable.?” 


Section 33(b) (7) pays lip service to the antitrust laws but the amendments 
and conference report show that Congress intended that the defense be strictly 
limited and, as so limited, the defense will probably be of little or no importance. 
It is easy to see how trade-marks may be used as one of the instruments or inci- 
dents of a conspiracy to violate the antitrust laws’ but in most instances the 
restraint of trade will result from the conspiracy and the trade-mark will imple- 
ment the conspiracy rather than be the “legal, causal and efficient instrumentality.” 
In antitrust cases involving trade-marks, the restraints resulted from the agree- 
ments, and trade-mark rights were allocated in accordance with the agreements. It 
is doubtful that the marks themselves would fall within the narrow construction 
of Section 33(b) (7) given in the Conference Report. 

The fact that Section 33(b) limits the defenses against an incontestable mark 
to seven specific issues is possibly not conclusive. It is difficult to imagine an 
equity court granting injunctive relief to a registrant who comes into court with 
unclean hands, even though the defendant is unable to establish one of the seven 
specific defenses listed in Section 33(b).*’ Other equitable doctrines such as 
laches and estoppel would probably also preclude injunction and damages in the 
case of an incontestable mark. However, there is always the possibility that the 
courts might give the Act a strict and technical construction, precluding any 
defense except those specifically enumerated.*”* 


REMEDIES 


Sections 35 and 36 of the Lanham Act specify the damages and other relief 
which a court can order in addition to whatever injunctive relief is found neces- 
sary. Subject to the provisions of Section 29, that is, that the registrant has marked 
with notice of registration and of Section 32(2) (b) which excepts printers, 
publishers, etc., and “subject to the principles of equity,” the registrant shall be 
entitled to recover (1) defendant’s profits, (2) damages sustained by the plaintiff, 
and (3) costs of the action. In assessing profits, the plaintiff is required to prove 
only defendant’s sales, and the burden is upon defendant to prove all elements 
of cost or deduction claimed. Section 35 also permits an award not exceeding 
three times the amount of the actual damage. With respect to profits and damages, 
Section 35 provides “if the court shall find that the amount of the recovery based 
on profits is either inadequate or excessive the court may in its discretion enter 
judgment for such sum as the court shall find to be just, according to the circum- 


stances of the case. Such sum in either of the above circumstances shall constitute 
compensation and not a penalty.” 


100 See note 48 supra at 6. 


101 See Diggins, “Trade-Marks and Restraints of Trade” (1944) 32 Georgetown L. J. 113; 


Borchard, “Are Trade-Marks an Antitrust Problem?” (1943) 31 Georgetown L. J. 245; Note 
(1944) 32 Georgetown L. J. 171. 


102 See Morton Salt Co. v. Suppiger Co., 314 U. S. 488 (1942). 
108 See Vortex Mfg. Co. v. Ply-Rite Contracting Co., 33 F. (2d) 302 (D. Md. 1929). 
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Section 35 follows very closely Sections 16 and 19 of the 1905 Act but it does 
place much broader discretion in the court. During the Hearings on H. R. 102, 
H. R. 5461, and S. 895" it was urged that some limitation should be put on the 
court in the entry of judgment based on profits. However, no such limitation 
was imposed and the amount of the judgment which can be awarded is thus a 
matter of judicial discretion and is subject to all of the limitations of judicial 
discretion. 

Section 36 provides for the delivering up and destruction of all infringing 
labels, signs, prints, etc., of the infringing mark and all plates, molds, matrices 
and other means for making the same. This section is similar to Section 20 of 
the 1905 Act but is broader in that it includes plates, molds, matrices, etc. 

Section 32(1) (b) extends civil liability to any person who shall “. . . . repro- 
duce, counterfeit, copy, or colorably imitate any such mark and apply such repro- 
duction, counterfeit, copy, or colorable imitation to labels, signs, prints, packages, 
wrappers, receptacles, or advertisements intended to be used upon or in connection 
with the sales in commerce of such goods or services... .” This particular pro- 
vision is designed to afford relief against printers, publishers and the like who 
produce the infringing marks but who do not directly infringe. In protecting a 
registrant against the sort of contributory infringement which is committed by 
printers, publishers, and the like who print or publish the infringing mark, it is 
necessary to protect those printers and publishers who print or publish the infring- 
ing mark without knowledge that it is to be used in infringement of a registered 
mark. Section 32(2) (a) limits the registrant’s rights against such infringers to 
an injunction and specifically provides that damages shall not be recovered so 
long as the infringement is innocent. In the case of the publisher of a newspaper 
or magazine or other periodical, even the right to injunctive relief is limited so that 
the registrant cannot prevent infringement “. ... when restraining the dissemina- 
tion of such infringing matter in any particular issue of such periodical would 
delay the delivery of such issue after the regular time therefor... .”"” 

Section 34 of the Lanham Act greatly broadens the injunctive relief to which 
a registrant is entitled and strengthens and simplifies the enforcement of such 
an injunction. Section 34 vests the federal courts with “. . . . power to grant 
injunctions, according to the principles of equity and upon such terms as the 
court may deem reasonable, to prevent the violation of any right of the registrant 
of a mark registered in the Patent Office.” Possibly this section will have the 
effect of extending the defenses available to a defendant charged with the infringe- 
ment of an incontestable mark. “The principles of equity” include such matters 
as laches, estoppel, acquiescence and unclean hands” and under Section 34 the 
courts are empowered to grant injunctions only in accordance with these princi- 
ples. Therefore, it would seem that despite the strict language of Section 33(b), 
a defendant would not be precluded from presenting equitable defenses. 

Section 34 strengthens and simplifies the enforcement of any such injunction 


104 See note 65 supra. 
105 See note 4 supra at § 32 (2) (c). 
106 See note 4 supra at § 19. 
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by providing that the injunction may “. . . . include a provision directing the 
defendant to file with the court and serve on the plaintiff within thirty days after 
the service on the defendant of such injunction, . . . a report in writing under 
oath setting forth in detail the manner and form in which the defendant has com- 
plied with the injunction.” Ordinarily a court does not designate in detail the 
changes necessary to eliminate the consequences of infringement and the burden 
is upon the trade-mark owner to follow the infringer’s activities and see that the 
injunction is obeyed. This provision of Section 34 in effeet places upon the 
infringer the burden of showing compliance with the injunction while leaving 
such defendant a certain amount of freedom in selecting a method of compliance. 
This at once facilitates and simplifies the enforcement of the decree while relieving 
the court of the burden of attempting to frame the details of conduct necessary 
to purge the defendant’s infringing practices. 

Section 34 affords a further means for readily securing compliance with an 
injunction by providing that an injunction may be served wherever the defendant 
may be found “. . . . and shall be operative and may be enforced by proceedings 
to punish for contempt, or otherwise, by the court by which such injunction was 
granted, or by any other United States district court in whose jurisdiction the 
defendant may be found.” Section 34 vests in the court within whose jurisdiction 
the defendant may be found, full authority to enforce the injunction and provides 
for the transfer to such court of all papers upon which the injunction was originally 
granted. 

Section 34 further provides that the clerks of the several courts shall notify the 
Commissioner of any action, suit or proceeding arising under the Act, giving the 
names and addresses of the litigants, the number or numbers of the registration 
or registrations involved, and the decision rendered. It is the duty of the Com- 
missioner to endorse such notice upon the file wrapper of the registration or regis- 
trations and to incorporate the same as a part of the contents of the file wrapper. 
Investigations of the file wrappers of registered marks will therefore show all of 
the proceedings in which the mark is involved or has been involved, and will 
show the results of those proceedings. 

Section 37 provides: 


In any action involving a registered mark the court may determine the right to regis- 
tration, order the cancellation of registrations, in whole or in part, restore cancelled 
registrations, and otherwise rectify the register with respect to the registrations of any 
party in the action. Decrees and order shall be certified by the court to the Commissioner, 
who shall make appropriate entry upon the records of the Patent Office, and shall be 
controlled thereby. 


This represents a substantial improvement over the present law, where if a suit 
is brought on a registered mark in the district court, and the district court holds 
the registration invalid, the court has no power to cancel such registration. A 
new and separate proceeding in the Patent Office is necessary to give effect to 
the court’s decision. Section 37 enables a court, having registered marks before 
it, to make such orders as are necessary to rectify the register and thus eliminate 


the necessity of the additional proceedings in the Patent Office under the existing 
law. 
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The power of the court to order cancellations under Section 37 is stated in 
very broad terms and possibly applies even to incontestable marks. Under Section 
14, one cannot “apply to cancel” a registration after five years, but under Section 
37 a court is authorized to “order the cancellation” of a registration. Even though 
Section 15 makes no provision for the cancellation of an incontestable mark, it 
would seem that a court would be able to order such cancellation under the broad 
grant of authority given in Section 37. 

Section 38 provides: “Any person who shall procure registration in the Patent 
Office of a mark by a false or fraudulent declaration or representation, oral or in 
writing, or by any false means, shall be liable in a civil action by any person 
injured thereby for any damages sustained in consequence thereof.” This section 
is substantially identical with Section 25 of the 1905 Act, but it represents a slight 
improvement in wording. The explicit terms of Section 38 do, however, raise 
some question as to the meaning of Section 14(c) and Section 33(b) (1). Section 
14(c) permits an application for cancellation to be filed at any time if the regis- 
tration “was obtained fraudulently” and Section 33(b) (1) makes it a defense 
against an incontestable mark “that the registration or incontestable right to use 
the mark was obtained fraudulently.” The use of different language in Section 38 
from that used in Sections 14(c) and 33(b) (1) would normally indicate that 
Congress intended a different meaning; but it is difficult to see how a mark could 
be obtained fraudulently or could become incontestable fraudulently otherwise than 
by “a false or fraudulent declaration or representation, oral or in writing, or by 
any false means,” as specified in Section 38. It would seem, therefore, that if 
a registrant were liable under Section 38, the mark would be subject to cancellation 
under Section 14(c) and would be subject to the defense of Section 33(b) (1) 
even though more than five years had passed after registration and the mark has 
presumably become incontestable. 


IMPORTS 


Section 42 of the Lanham Act is a re-enactment of Section 27 of the Act of 
1905. This section prohibits the importation of goods carrying the marks or names 
of domestic manufacturers or foreign manufacturers located in foreign countries 
which afford similar privileges to citizens of the United States. Goods bearing 
such infringing marks or names are not admitted to entry at any customs house 
and in order to facilitate the stoppage of such goods in the customs house, the 
owner of such mark or name may deposit such marks or names and certificates of 
registration of trade-marks with the Treasury Department and the Treasury 
Department shall transmit such marks, names and copies of certificates of regis- 
tration to each collector or other proper officer of customs. 


FALSE DESIGNATIONS OF ORIGIN AND FALSE DESCRIPTIONS 


Section 43(a) prohibits the use of false designations of origin and false descrip- 
tions of goods or services. This section provides: 


Any person who shall affix, apply, or annex, or use in connection with any goods or 
services, Or any container or containers for goods, a false designation of origin, or any 
false description or representation, including words or other symbols tending falsely to 
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describe or represent the same, and shall cause such goods or services to enter into 
commerce, and any person who shall with knowledge of the falsity of such designation 
of origin or description or representation cause or procure the same to be transported or 
used in commerce or deliver the same to any carrier to be transported or used, shall be 
liable to a civil action by any person doing business in the locality falsely indicated as 
that of origin or in the region in which said locality is situated, or by any person who 
believes that he is or is likely to be damaged by the use of any such false description 
or representation. 


While somewhat similar to Section 3 of the Act of 1920," Section 43(a) makes 
important changes in the nature of the actionable wrong and probably also as to 
the right to maintain the action. 

Under Section 3 of the Act of 1920, a “false designation of origin” is action- 
able if used “willfully and with intent to deceive.” Section 43(a) makes both 
“a false designation of origin’’ and a “false description” actionable and there is 
no requirement of proof of intent. Under Section 43(a) even an unintentional 
false description, or designation of origin is tortious and it is difficult to reconcile 
this section with Section 2(e) which apparently permits registration of such 
marks. Much of the difficulty arises from the fact that Sections 43(a) and 2(e) 
use different language. Section 43(a) refers to “a false designation of origin,” 
to a “false description and representation,” and to words or symbols “tending 
falsely to describe.” This language is entirely different from the phraseology 
used in Section 2(e), “deceptively misdescriptive” and “geographically . . 
deceptively misdescriptive.” Ordinarily when a statute uses different language in 
several sections, it is assumed that the sections have a different meaning, but 
nothing in the history of the Act indicates any difference in meaning between 
Sections 43(a) and 2(e). Because of the stated purpose of the Act, it is probable 
that the use of “deceptively misdescriptive” and “geographically . . . . deceptively 
misdescriptive” marks under Section 2(e) would subject the user to liability 
under Section 43(a). 

Under common law, one competitor could not sue another for false markings 
unless palming off was proven. In American Washboard Co. v. Saginaw Manu- 
facturing Co., the court said: “The thoroughly established principle that the private 
right of action in such cases is not based upon fraud or imposition on the public 
but is maintained solely for the protection of the property right of complainants. 
It is true that in these cases it is an important factor that the public is deceived, 
but it is only when this deception induces the public to buy the goods as those of 
the complainant that a private right of action arises." Section 43(a) gives a 
right of action to any person who “is or is likely to be damaged” and this clause 
may correct the deficiency in the common law and provide a right of action by 
one competitor against another falsely and fraudulently marking his goods. Under 
common law actual damage had to be proved, but a liberal interpretation of Section 
43(a) in accordance with the intent of the Act would recognize the likelihood of 
damage to competitors. 


707 41 Stat. 534 (1920), 15 U. S. C. § 123 (1940). 
208 103 Fed. 281, 285 (C. C. A. 6th, 1900). 
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THE SUPPLEMENTAL REGISTER 


The 1905 Act provided for the registration of technical trade-marks and Sec- 
tion 5(b) specifically prohibited registration of descriptive or geographical marks 
or marks which consist merely of the name of a person, firm, corporation or asso- 
ciation. International conventions which permit foreigners to register marks 
usually require that such marks be first registered in the home country of the 
foreigner. Because of the requirements of the 1905 Act, many trade-mark owners 
in the United States were unable to register their marks in this country and were 
therefore unable to qualify for registration in foreign countries. 

The 1920 Act was drafted to correct this situation and the purpose of the 
1920 Act was clearly expressed by the Senate Committee in the following language: 


It is simply for the purpose of enabling manufacturers to register their trade-marks 
in this country for the purpose of complying with legislation in foreign countries, which 
necessitates registration in the United States as a preliminary for such foreign regis- 
tration. As the law now stands, it enables trade-mark pirates in foreign countries to 
register as trade-marks, the names and marks of the American manufacturers, and thus 
levy blackmail upon them.’ 


In order to accomplish its purpose, the 1920 Act permits registration of 
descriptive, geographical and name marks which are not registrable under the 
1905 Act. In Armstrong Paint & Varnish Works v. Nu-Enamel Corporation, 
the Supreme Court said: 


To construe (b) of the 1920 Act to bar names, descriptive marks and merely geo- 
graphical terms would make the subsection useless. The obvious purpose of its inclusion 
was to widen the eligibility of marks.!”° 


In addition to the principal register, the Lanham Act provides for “a continua- 
tion of the register” provided in the Act of 1920, to be known as the supplemental 
register." The substantive rights accruing from registration on the supplemental 
register are different from those derived from the principal register and in order 
to prevent confusion between marks on the principal register and those on the 
supplemental register, Section 25 specifies that the certificates of registration “shall 
be conspicuously different.” 

The requirements for registration on the supplemental register are substantially 
the same as for registration under the Act of 1920. All marks capable of dis- 
tinguishing the applicant’s goods or services, and not registrable on the principal 
register, are registrable on the supplemental register except such marks as are 
declared unregistrable under paragraphs (a), (b), (c), and (d) of Section 2. 
For registration on the supplemental register “a mark may consist of any trade- 
mark, symbol, label, package, configuration of goods, name, word, slogan, phrase, 
surname, geographical name, numeral or device, or any combination” thereof so 
long as it is capable of distinguishing the applicant’s goods or services.’” 

Like Section 1(b) of the Act of 1920, Section 23 permits registration on the 


109 Sen. Rep. No. 432, 66th Cong., 2d Sess. (1920) 2. 
10 305 U. S. 315, 329-330 (1938). 

11 See note 4 supra at § 23. 

112 Tid. 
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supplemental register only of marks “which have been in lawful use in commerce 
by the proprietor thereof upon or in connection with any goods or services for the 
year preceding the filing of the application. However, Section 23 further provides 
that “upon a proper showing by the applicant that he has begun the lawful use 
of his mark in foreign commerce and that he requires domestic registration as a 
basis for foreign protection of his mark, the Commissioner may waive the require- 
ment of a full year’s use and may grant registration forthwith.” 

Section 23 provides for the examination of applications for registration on the 
supplemental register in the same manner as applications for registration on the 
principal register, but Section 24 specifically provides that marks for the supple- 
mental register “shall not be published for or be subject to opposition.” 

Section 24 provides that marks on the supplemental register are subject to 
cancellation proceedings “‘at any time,” and cancellation proceedings are conducted 
before the Examiner of Interferences subject to the same rules of procedure as 
marks on the principal register. Section 24 then specifies three grounds upon 
which a mark on the supplemental register may be cancelled: (1) that the regis- 
trant was not entitled to register the mark at the time of his application for regis- 
tration; (2) that the mark is not used by the registrant; and (3) that the mark 
has been abandoned. Under the ordinary rules of statutory construction, the recital 
of these three grounds for cancellation would appear to eliminate other grounds 
and the differences between the grounds for cancellation of a mark on the supple- 
mental register under Section 24 and the grounds for cancellation of a mark on 
the principal register under Section 14(c) are noteworthy. 

Under Section 24 a mark on the supplemental register would be cancellable 
if it fell within the prohibition of Section 2(d); that is, if it was “likely when 
applied to the goods of the applicant to cause confusion or mistake or to deceive 
purchasers.” This is not a ground for cancellation of a mark under Section 14(c) 
after the expiration of five years from the date of registration. On the other 
hand, Section 14(c) permits cancellation proceedings to be instituted at any time 
in the case of an assigned mark where the mark is being used “by or with the 
permission of the assignee so as to misrepresent the source of the goods or services.” 
This ground would apparently not apply to a mark on the supplemental register 
under Section 24. 

Section 26 provides that “the provisions of this Act shall govern so far as 
applicable applications for registration and registrations on the supplemental regis- 
ter as well as those on the principal register,” but specifically excepts marks on 
the supplemental register from the provisions of the following sections: 2(e), 
which denies registrability to descriptive, misdescriptive, geographical, and sur- 
name marks; 2(f), which permits registration of secondary meaning marks on 
the principal register; 7(b), which makes registration prima facie evidence of 
validity of the registration, ownership of the mark and exclusive right to use; 
12(a) and 13, which relate to opposition proceedings ; 14 and 15, which relate to 
incontestability ; 16 to 18, which relate to interferences and oppositions ; 22, which 
makes registration constructive notice of the registrant’s claim of ownership; 33, 
which makes the certificate of registration evidence of ownership and exclusive 
right to use; and 42, which prohibits imports of goods bearing registered marks. 
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The elimination of the benefits of Section 42 is further amplified by Section 28 
which provides: “Registration on the supplemental register or under the Act of 
March 19, 1920, shall not be filed in the Department of the Treasury or be used 
to stop importations.” 

The Section 9 of the 1905 Act provided for appeals to the courts from decisions 
of the Patent Office but the 1920 Act did not provide for any appeal from a decision 
of the Commissioner of Patents. For this reason the 1920 Act was construed as 
denying to an applicant for registration or a petitioner for cancellation the right 
to a judicial review of a decision of the Commissioner.’* Section 26 makes the 
provisions of Section 21 applicable to marks on the supplemental register and 
permits judicial review of a decision by the Commissioner either by appeal or 
under Revised Statute 4915. The applicant for registration of a mark on the 
supplemental register and the parties to a proceeding to cancel a mark registered 
on the supplemental register thus have a full and complete right of appeal to 
the courts. 

Under Section 26, Section 8 limiting the term of registration to twenty years 
and Section 9 permitting renewal of registrations, are made applicable to marks 
registered on the supplemental register. Registration under the Act of 1920 was 
perpetual, unless the registration was cancelled by proceedings under Section 2, 
and in order to bring registrations now in effect under the 1920 Act into con- 
formity with marks on the supplemental register, Section 46 provides: 


Registration now existing under the Act of March 19, 1920, shall expire six months 
after the effective date of this Act, or twenty years from the dates of their registrations, 
whichever date is later. Such registrations shall be subject to and entitled to the benefits 
of the provisions of this Act relating to marks registered on the supplemental register 
established by this Act, and may not be renewed unless renewal is required to support 
foreign registrations. In that event renewal may be effected on the supplemental 
register under the provisions of Section 9 of this Act. 


Since Section 9 requires an affidavit that the mark is still in use, inactive marks 
will tend to disappear from the supplemental as well as from the principal register. 

Section 27 clarifies the relationship between the supplemental register, Section 
2(e) which denies registrability to descriptive, misdescriptive, geographical and 
surname marks, and Section 2(f), which permits registration of such marks on 
the principal register if such marks have become distinctive of the registrant’s 
goods or services. Under existing law, a mark was registrable under the 1905 
Act or the 1920 Act depending upon its nature, and if a mark were registrable 
under the Act of 1920, it could not thereafter become registrable under the Act 
of 1905. The supplemental register provides for the registration of descriptive, 
misdescriptive, geographical and surname marks, which are not registrable on the 
principal register under Section 2(e), but if such a mark becomes distinctive of 
the owner’s goods in commerce, it becomes registrable on the principal register 
under Section 2(f). Section 27 therefore provides that “registration of a mark, 
on the supplemental register or under the Act of March 19, 1920, shall not pre- 
clude registration by the registrant on the principal register established by this Act.” 


113 Macleay Duff Distillers v. Frankfort Distillers, 129 F. (2d) 695 (C. C. P. A., 1942). 
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Once the Lanham Act goes into effect, it will be possible for descriptive, mis- 
descriptive, geographical and surname marks to become registrable on the prin- 
cipal register and to have whatever protection the supplemental register offers 
during the period required for such marks to become distinctive. One year after 
such a mark is adopted, it may be registered on the supplemental register under 
Section 23 and assuming that no cancellation proceedings are instituted, five years’ 
exclusive and continuous use will make the mark registrable on the principal 
register under Section 2(f). The mark will then be published for opposition, and 
if the mark is not successfully opposed and no successful cancellation proceedings 
are instituted within the five-year period provided in Section 14, the mark will 
become incontestable under Section 15. The mere fact that the mark was at one 
time registered on the supplemental register would have no effect on its regis- 
trability under Section 2(f). 


INTERNATIONAL CONVENTIONS 


The United States is party to several treaties or conventions for the protection 
of industrial property including trade-marks and these treaties are not self-execut- 
ing. One of the stated objects of the Lanham Act is “to provide rights and 
remedies stipulated by treaties and conventions respecting trade-marks, trade- 
names and unfair competition entered into between the United States and foreign 
nations,”"* and Section 44 enacts these rights and remedies into law. Section 44 
liberalizes the registration of foreign marks owned in convention countries and 
provides effective means for protecting such marks in the United States. 

As its title indicates, the 1920 Act was designed to give effect to a particular 
convention and Section 1(a) of that Act provided for a register of marks com- 
municated to the Commissioner in accordance with that convention. Section 44(a) 
of the Lanham Act provides for a register which “shall be a continuation of the 
register” of Section 1(a) of the Act of 1920 but expands this register to include 
marks communicated under any convention or treaty to which the United States 
“is or may become a party.” This register is required to show: 


1. A facsimile of the mark or trade or commercial name, 

2. The name, citizenship and address of the registrant, 

3. The number, date, term and place of the first registration, 
4. The goods or services to which the mark is applied and 
5. “Such other data as may be useful.” 


This information is substantially identical with that required under Section 1(a) 
of the 1920 Act. 


The benefits of the Lanham Act are made available to trade-mark owners in 
convention countries by Section 44(b) which provides: 


Persons who are nationals of, domiciled in, or have a bona fide and effective business 
or commercial establishment in any foreign country, which is a party to (1) the Inter- 
national Convention for the Protection of Industrial Property, signed at Paris on March 
20, 1883; or (2) the General Inter-American Convention for Trade-Mark and Com- 
mercial Protection signed at Washington on February 20, 1929; or (3) any other 






114 See note 4 supra at § 45. 
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convention or treaty relating to trade-marks, trade or commercial names, or the repression 
of unfair competition to which the United States is a party, shall be entitled to the 
benefits and subject to the provisions of this Act to the extent and under the conditions 
essential to give effect to any such conventions and treaties so long as the United States 


shall continue to be a party thereto, except as provided in the following paragraphs 
of this section. 


Except where the foreign applicant alleges use of the mark in commerce, 
registration under the Lanham Act will not be granted unless the mark has been 
registered in the country of origin’ and a certified copy of the registration in the 


country of origin must accompany the application.“* The country of origin is 
defined as 


the country in which he (the registrant) has a bona fide and effective industrial or 
commercial establishment, or if he has not such an establishment the country in which he 
is domiciled, or if he has not a domicile in any of the countries described in paragraph 
(b) of this Section, the country of which he is a national. 


The location of the commercial or industrial establishment is apparently controlling 
so that if his establishment is not located in a convention country, the trade-mark 
owner derives no benefit from Section 14 regardless of his nationality or domicile. 
It is only in the event that a foreign trade-mark owner has no commercial or 
industrial establishment that he may rely upon either domicile or nationality to 
secure the benefits of the Lanham Act. 

A mark registered in the country of origin of the foreign applicant may be 


registered on the principal register, if eligible, or otherwise on the supplemental 


register.’ The application for registration in the United States is accorded the 


same force and effect as if filed on the date on which it was first filed in the coun- 
try of origin, provided 


1. The application in the United States if filed within six months from the date on 
which the application was first filed in the foreign country; 

2. The application conforms as nearly as practicable to the requirements of this Act, 
but use in commerce need not be alleged; 

3. The rights acquired by third parties before the date of the filing of the first applica- 
tion in the foreign country shall in no way be affected by a registration obtained on an 
application filed under this subsection (d) ; 

4. Nothing in this subsection (d) shall entitle the owner of a registration granted 
his mark was registered in this country unless the registration is based on use in 
commerce.148 


Section 44(f) provides that a mark registered under Section 44 “shall be 
independent of the registration in the country of origin and the duration, validity 
or transfer in the United States of such registration shall be governed by the 
provisions of this Act.” Thus, a mark registered under Section 44 is subject to 
the same requirements and limitations as any other registered mark. For exam- 
ple, a mark registered under Section 44 would probably be cancellable under 


115 Td. at § 44(c). 
116 Jd. at $ 44(e). 
117 [bid 

118 "gd. at 8 44(d). 
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Section 8(a) unless the required affidavit of use be filed while under Section 44(d) 
(2), use in commerce need not be alleged in the application for registration. 

In addition to the rights and remedies accruing from registration, the Lanham 
Act provides other protection for the persons described in Section 44(b). Sec- 
tion 44(g) provides that the trade-names or commercial names of such persons 
“shall be protected without the obligation of filing or registration whether or not 
they form parts of marks” and Section 44(h) provides that such persons “shall 
be entitled to effective protection against unfair competition, and the remedies 
provided herein for infringement of marks shall be available so far as they may be 
appropriate in repressing acts of unfair competition.” Section 44(i) then provides 
that “citizens or residents of the United States shall have the same benefits.” Since 
citizens or residents of the United States obviously have the same benefits so far 
as registration is concerned, it seems that 44(i) can refer only to the benefits of 
Sections 44(g) and (h). 

The extent to which the protection afforded unregistered trade-names and 
commercial names by Sections 44(g) and (h) is contrary to the broad object of 
the Lanham Act to provide a complete register, is impossible to estimate at this 
time. Many important trade-marks also constitute a part of the owner’s trade- 
name or commercial name, such as “Kodak,” SKF,” “Bayer,” etc., and apparently 
such marks will receive full trade-mark protection even though unregistered. “Effec- 
tive protection against unfair competition” would also seem to require recognition 
and protection of unregistered marks. Perhaps the advantages offered to registrants 
will be sufficient to induce universal registration, but Sections 44(g), (h) and (i) 
offer loopholes of uncertain dimension. 


CONCLUSION 


The Lanham Act constitutes a radical departure from existing law, substituting 
statutory for common law rights and providing new and important remedies. 
Probably years of litigation will be required before the extent and importance of 
the innovations can be accurately evaluated. 

As a statute, the Act is not well drafted and many of its provisions are 
ambiguous or even contradictory. Extensive litigation is almost inevitable and 
the courts will be faced with difficult issues of statutory construction. 

In the history of the Act, ambiguity and conflict were almost inevitable. The 
Act grew out of studies by the American Bar Association’® and important com- 
panies, associations and groups having particular interests and special problems 
presented their views at the Hearings.” It would be indeed surprising if the 
final Act did not to some extent reflect the diversity of the interests represented, 
and contain remedies for individual problems without an adequate elimination of 
the resulting differences. Representative Lanham himself recognized the deficien- 
cies of the Act and stated that the reason for the provision that the Act shall not 
take effect for a year after its enactment was “in order that any incidental amend- 





119 Hearing before Committee on Patents, Subcommittee on Trade-Marks on H. R. 9041, 
75th Cong., 2d Sess. (1938) 11. 

120 Hearings before Subcommittee on Trade-Marks on H. R. 102, H. R. 5461, and S. 895, 
77th Cong., Ist Sess. (1941) iii, iv, v. 
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ments which should be adopted can be given mature and careful consideration. 
It is not final.’ 

However, the stated purposes of the Act are laudable and there can be no 
doubt that some comprehensive trade-mark legislation was urgently needed. Many 
of the provisions of the Lanham Act are highly desirable and praiseworthy but 
whether the Act as a whole will eliminate existing confusion in the field of trade- 
mark law or whether it will introduce confusion of its own can only be determined 
after the Act has been thoroughly considered by the courts. 


121 Hearings before Committee on Patents on H. R. 82, 78th Cong., 2d Sess. (1944) 144. 


TRADE SLOGANS 


In accordance with our custom, we are publishing below trade slogans in use 
by one of our members with a view to placing on record the member’s claim 
thereto. This service is rendered without charge to all members of the Association : 


Serving human progress through Photography............scccccceeeeeees Eastman Kodak Co. 
It's Kodak for Color Eastman Kodak Co. 
Only Eastman makes Kodak Film—the film in the familiar yellow box....Eastman Kodak Co. 
Fide BS ee Cat GE GF FOE oi ins i inias eartdneaneancessenkiks Eastman Kodak Co. 
Life is a movie—Cine-Kodak gets it all Eastman Kodak Co. 
If it isn’t an Eastman it isn’t a Kodak camera Eastman Kodak Co. 
“The snapshots you'll want tomorrow—you must take Today” Eastman Kodak Co. 
“Only Eastman makes the Kodak camera” Eastman Kodak Co. 
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PART II 


LERNER STORES CORPORATION v. LERNER 
No. 11347—C. C. A. 9—June 6, 1947 


Unrair CoMPETITION—APPEAL TO Circuit Court oF APPEALS—ScopPE OF REVIEW 
Unless findings of the trial court are clearly erroneous, Circuit Court of Appeals is re- 
quired to affirm judgment notwithstanding contrary evidence appears which trial court did 
not accept. 
Situation as it existed at time of suit, subsequent to plaintiff’s protests and changes in the 
name of defendant’s store, is controlling. 
i | Unrarr CoMPETITION—APPEAL TO Circuit Court oF APPEALS—FINDINGS OF TRIAL Court 
) Plaintiff failed to prove that local residents of San Jose referred to it as “Lerner’s” or that 
any substantial number of customers came from San Francisco to San Jose for the purpose 
r of shopping at plaintiff’s stores or to adduce adequate evidence of likelihood of confusion. 
Trial court’s findings that defendant was first in the local field of San Jose, that defendant 
took reasonable precautions to distinguish his store, that defendant’s newspaper advertising 
reflected differences in the two businesses, and that no ordinarily observant person would con- 
fuse the two stores, held supported by ample evidence and sufficiently comprehensive to en- 
compass the entire case and render immaterial findings requested by plaintiff. 
TRADE-MARKS AND UNFAIR COMPETITION—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Wilfred Lerner,” in continuous script, modeled on proprietor’s own handwriting and used 
in conjunction with the words “Home Owned,” held not confusingly similar to “Lerner 
Shops.” 
TRADE-MARKS AND UNFAIR COMPETITION—SCOPE OF PROTECTION OF TRADE-NAMES 
Principle of protection of trade-marks and trade-names held identical, “but the area of 
protection where the name of an establishment is concerned will be more circumscribed and 
if the establishment is not operating in the same territory no unfair competition exists.” 


Appeal from District Court for Northern District of California. 


Suit by Lerner Stores Corporation against Wilfred A. Lerner for unfair com- 
petition. Plaintiff appeals from judgment dismissing complaint. Affirmed. 


Jesse H. Steinhart, San Francisco, Calif., for appellant. 
Marcel E. Cerf and Cerf, Robinson & Leland, both of San Francisco, Calif., for 
appellee. 


Before STEPHENS, HEAty and Orr, Circuit Judges. 
Orr, C. J.: 


Appellant seeks to enjoin appellee from using the name “Lerner” in the title of 
his store in San Jose, alleging that by such use of said name appellee is indulging in 
unfair competition. 

Appellant, at the time of the commencement of this action, was operating 181 
stores located in 41 states and the District of Columbia. Each store is designated 
as “Lerner Shops” by a sign extending across the front, and printed on price tags, 
boxes, bags and sales slips. The stores are not advertised in newspapers, maga- 
zines, or over the radio. The historical background of appellant, as disclosed by 
the evidence, may be summarized as establishing that its business is profitable, has 
expanded from city to city and is continuing so to expand. 








37 T.-M. Rep. LERNER STORES v. LERNER 453 


The evidence tends to establish that it is appellant’s practice to open new stores 
in populous cities, followed by stores in surrounding communities. Appellant op- 
erates two stores in San Francisco and one in Oakland. It had taken a lease on 
certain property in San Jose with the intention of erecting a store building thereon 
but was prevented from so doing by war conditions. However, appellant does 
plan to erect a new building and open a store as soon as building restrictions will 
permit. 

Mr. Magee, a vice-president of appellant Company, testified that communities 
such as San Jose are within the trading area of San Francisco and that the appellant 
Company had built up a nucleus of business in San Jose and surrounding com- 
munities which justified the opening of a new store in that city. His conclusion 
was based upon a purported 263 exchange and refund transactions during an eight 
months period with persons residing in the so-called San Francisco peninsula area 
which extends from San Mateo to and including San Jose. The exchange trans- 
actions constitute from 6 to 7 per cent of the total. Thirteen of the patrons who 
made exchanges were from San Jose from which appellant deduces that its Market 
Street store has about 324 transactions per year with residents of San Jose. 

Appellee, Wilfred A. Lerner, during May, 1944, ran a series of advertisements 
in the morning and evening newspapers of San Jose advising that he was opening a 
store to be known as “Lerner’s,” and after the store had been in operation for ap- 
proximately one week appellee ran an advertisement in the same papers express- 
ing appreciation for the acceptance of the new store and closed the advertisement 
with the words, “as always—Lerner’s.” This was appellee’s first venture in the 
sale of feminine wearing apparel at retail and his first business to be established 
in San Jose. 

Approximately six weeks after appellee opened his store appellant wrote him 
a letter protesting his use of the name “‘Lerner’s” and appellee immediately set 
about making additions to the name so as to avoid confusion in the minds of the 
customers. Appellee used a continuous script type for his advertising and store 
front modeled on his own handwriting, which style of lettering differed in every 
material respect from the arrangement, lettering and text of appellant’s store front, 
and the advertising used by appellee was so arranged as to convey to the public the 
information that he dealt in merchandise of a generally higher quality and price than 
“Lerner Shops.” Appellee also dropped the apostrophe S (’s), added his given 
name ‘‘Wilfred” and the words, ““Home Owned.” 

The underlying questions are: Did the use of the name “Lerner,” by appellee, 
lead the public to understand that his goods were the goods of appellant “Lerner 
Shops” ? 

Was “Lerner Shops” already established in San Jose in the sense that it had a 
substantial nucleus of business there? If so, was its established business of such 
volume that appellee could reasonably be said to have understood that confusion 
would result and that he intended to profit thereby, and did appellee’s business 
actually encroach upon that of appellant? Further, were the precautions taken by 
appellee sufficient to prevent any such confusion or mistake?! 


1. L. E. Waterman Company v. Modern Pen Company, 235 U. S. 88. 
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The trial court found against appellant on each of these controlling questions. 
Unless the findings of the trial court are clearly erroneous, we are required to affirm 
the judgment notwithstanding contrary evidence appears but was not accepted by 
the trial court. We do not understand appellant to dispute this settled principle 
but, on the contrary, to complain that the court failed to consider evidence free of 
conflict, a consideration of which would have compelled different findings and a 
judgment in appellant’s favor. 

The situation as it existed subsequent to the time appellee made the changes in 
the name of his store is controlling ; that is, subsequent to the time appellee added 
his given name, “Wilfred,” and the words “Home Owned,” because that is the 
sole condition against which injunctive relief could operate. Appellant discounts 
the value, if any, of the said changes. 

First: Appellant complains of the failure to find (1) that its stores are known 
and referred to as “Lerner’s” ; (2) that appellant had established a valuable reputa- 
tion and good will; (3) that appellant had established a valuable nucleus of trade 
with residents of San Jose and adjacent communities ; and (4) that it was only the 
intervention of the war which postponed the necessary construction to enable ap- 
pellant to open its San Jose store.? 

As to (1) and (2) we think the findings made by the court are sufficiently 
comprehensive to encompass the entire case and reflect the evidences on all material 
matters. The court found that appellee was the first in the field in San Jose and 
that no ordinarily observant person would confuse the two stores. This finding 
renders immaterial the specific findings requested by appellant relative to the man- 
ner in which its stores were referred to and the reputation it sustained.* 

The uncontradicted evidence which appellant offered in support of these re- 
quested specific findings seems so weak and inconclusive that the trial court was 
justified in ignoring it. This evidence consisted of a survey in the course of which 
interviewers stopped people in front of one of appellant’s stores in San Francisco 
and asked them in what manner they spoke of “Lerner Shops.” Obviously the 
results of such a survey are of little value in determining what knowledge residents 
of San Jose had of “Lerner Shops” and of how they spoke of such shops, if at all. 
Such evidence certainly does not reflect any familiarity by San Jose residents with 
the character of goods carried or prices charged in said “Lerner Shops.” This 
evidence could not support a finding that residents of San Jose referred to appellant 
as ““Lerner’s.” 

As to (3), the manner in which appellant arrived at its conclusion as to the 
amount of business transacted by it with the residents of San Jose has heretofore 
been referred to. 

That evidence fails to establish that a substantial number of people come from 
San Jose to San Francisco for the specific purpose of shopping at appellant’s stores. 

In order to strengthen its contention as to the business it transacted in San 


2. Appellee argues that appellant’s specification of errors is inadequate and too indefinite to 
bring up any question for review. However, we think the specifications sufficiently comply with 
our rules to warrant consideration. 


3. Cf. Petersen v. Murphy, 59 C. A. 2d 528, 533. 
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Jose appellant introduced evidence of business transactions with residents of Palo 
Alto, San Mateo and Burlingame. The inference intended to be drawn from this 
evidence apparently was that a San Jose store would naturally take care of the 
business from said territory. Appellant plans to open stores in Palo Alto, San 
Mateo and Burlingame. If a store in San Jose would serve this territory, as 
claimed, why the necessity for establishing stores in each of said communities? 

Evidently the trial court concluded such contemplated action by appellant re- 
futed its claims as to said territory’s adding to the nucleus of business in San Jose, 
and we think it correctly did so. 

The Court found that appellant relies in substantial part on pedestrian traffic 
for its business; that it does not advertise; and that its customers include people 
from areas other than the city in which their stores are located. 

In view of the record we think a finding to the effect that appellant had estab- 
lished a substantial nucleus of business in San Jose would be lacking in evidentiary 
support. 


As to (4), we do not think the requested finding relates to a material issue in 
the case. 

Second: As to the contention that the findings made are contrary to and unsup- 
ported by the evidence, appellant attacks, among others, the findings that appellee 
took reasonable precautions to distinguish his store from those of appellant; that 
appellee’s newspaper advertisements reflected differences existing in the two busi- 
nesses ; that no one in the exercise of ordinary care could confuse the two stores; 
and that appellee acted in good faith. 

There is ample evidence to support said findings. 

One example will serve to illustrate: Consider the contention of appellant that 
the finding that there was no actual confusion on the part of the public between the 
two businesses, conflicts with undisputed evidence. 

Appellant offered testimony of some of its managerial employees, the tenor of 
which was to the effect that some patrons of the San Francisco stores had asked 
sales clerks (who informed the managerial employee witnesses that said questions 
had been asked) whether appellant had opened an establishment in San Jose, and 
otherwise indicated some confusion between the two stores. 

The trial court, quite properly we think, indicated that he could attach but little 
weight to such testimony. 

Some additional evidence of managerial employees who had themselves talked 
with customers who thought appellant had opened a San Jose store was offered, and 
appellee testified that some persons had asked him if he was “related to the people 
who had the store in San Francisco.” This testimony would tend to show that far 
from confusing the two stores the public, at least in San Jose, recognized their 
separate status. The trial court was well within its discretion in refusing to attach 
sufficient weight to this whole line of testimony to make it the basis for a finding that 
there was actual confusion between the stores. The contrary finding made by the 
Court was justified. 

It is interesting to note that appellant moved into territory where another firm 
using the name “Lerner” was established. The “J. S. Lerner-Vogue” with its 
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home office in Kansas City and doing business in a number of other states was first 
in the field. Appellant later moved into the same trading area. 

Third: In support of its contention that it is entitled to the relief sought appellant 
cities inter alia, Waterman Pen Co. v. Modern Pen Co., 235 U. S. 88, and Horlick’s 
Malted Milk v. Horluck’s Inc., 59 F. 2d 13 [22 T.-M. Rep. 319] C. C. A. 9. 

In the instant case the appellee took the “reasonable precautions” which the 
court decided were necessary in the case of Waterman Co. v. Modern Pen Co., supra. 
Further, there is an entire absence of a showing of fraud. It was to “prevent a 
fraud” that the injunction was granted in the Waterman case, supra. 

In Horlick’s case, supra, we said: 


But where a personal name has been associated in the minds of the public with certain 
goods or a particular business, it is the duty of a person with the same or similar name, 
subsequently engaged in the same or similar business or dealing in like goods, to take such 
affirmative steps as may be necessary to prevent his goods or business from becoming con- 
fused with the goods or business of the established trader. (Emphasis supplied) 59 F. 2d 
15. In this case such steps were taken. 


Appellant cites numerous cases such as Brooks Bros. v. Brooks Clothing of 
California, 60 F. Supp. 442 (D. Ct., S. D. Cal.) affirmed per curiam, 158 F. 2d 798, 
cert. den., May 12, 1947, where defendant made false radio advertising claims de- 
signed to create confusion between itself and plaintiff; and Stewart’s Sandwiches, 
Inc. v. Seward’s Cafeteria, 60 F. 2d 981 [22 T.-M. Rep. 283], (D. Ct., S. D. N. Y.), 
where defendant, who had never before conducted a cafeteria, advertised his first 
venture as, “Coming Soon! Another Seward’s Cafeteria.” 

The element of false advertising or other conduct designed to mislead the pub- 
lic or cause confusion which was controlling in the cited cases, is absent here. 

In Sweet Sixteen Co. v. Sweet “16” Shop, Inc., 15 F. 2d 920, C. C. A. 8, plain- 
tiff, with stores on the Pacific Coast had advertised its business extensively in news- 
papers in Utah and elsewhere. Defendant opened a “wholly similar” business, and 
there numerous instances appeared wherein dealers and customers were actually 
misled into mistaking defendant’s business for plaintiff’s. The advertising by the 
company in Utah reached a large number of its inhabitants. These differences 
sufficiently distinguished this case from that of Sweet-Sixteen Co. v. Sweet “16” 
Shop, Inc., supra. 

Some of the cases cited by appellant refer to the name of a product. Here the 
name is of an establishment. The principle of protection is identical but the area 
of protection where the name of an establishment is concerned will be more cir- 
cumscribed and if the establishment is not operating in the same territory no unfair 
competition exists. * 

Judgment affirmed. 


4. Cf. Yellow Cab Co. of San Diego v. Sachs, 191 Cal. 238; Eastern Outfiting Co. v. Man- 
heim, 110 p. 23. 
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CHARLES OF THE RITZ, INC. v. ELIZABETH ARDEN SALES 
CORPORATION 


No. 5282—C. C. P. A—April 22, 1947 


TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—GENERAL 
Notation or term in trade-mark which is merely descriptive of the goods on which the 
trade-mark is used, cannot indicate origin. 
TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Feather-Light,” while highly suggestive, held not merely descriptive of face cream. 
TRADE-MArKS—ErFrFect oF 1905 Act REGISTRATION 


Registration under 1905 Act is prima facie proof of ownership and validity of the mark 
from the date of filing application. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Feather Touch” held confusingly similar to “Ardena Feather-Light Foundation Cream,” 
considering the marks as a whole, though “Light Foundation Cream” was disclaimed “for 
registration purposes only.” 
TRADE-MARKS—EFFECT OF DISCLAIMER 
In view of the fact that the notation “Feather-Light” has trade-mark significance, held that 
disclaimer of the word “Light” for registration purposes, is not of vital importance when 
considering question of its infringement by another mark. 
TRADE-MARKS—RIGHT TO CANCELLATION 
Right to petition for cancellation is not affected by failure to oppose. 
Fact that applications of the parties were pending at the same time and that the Patent 
Office failed to declare an interference, is immaterial 


Appeal from Commissioner of Patents, 66 U. S. P. Q. 420 in trade-mark can- 
cellation No. 4322. 
Charles of the Ritz, Inc., appeals from decision sustaining petition of Elizabeth 


Arden Sales Corporation for cancellation. Affirmed; BLAND, Judge, specially con- 
curring. 


Mock & Blum, New York, N. Y. (Asher Blum, New York, N. Y., and Charles R. 
Allen, Washington, D. C., of counsel) for appellant. 


Howard Rosenberg (Maxwell E. Sparrow, New York, N. Y., of counsel) for ap- 
pellee. 


HATFIELD, J.: 


This is an appeal in a trade-mark cancellation proceeding from the decision of 
the Commissioner of Patents, 66 U. S. P. Q. 420, affirming the decision of the Ex- 
aminer of Interferences sustaining appellee’s petition for the cancellation of appel- 
lant’s registered trade-mark ‘“‘Feather Touch” for use on toilet cream. 

Appellant’s mark was registered September 29, 1942, on an application filed 
June 10, 1942. It was claimed in appellant’s application that appellant had used its 
mark on its goods since June 5, 1942. 

Appellee’s trade-mark—“Ardena Feather-Light Foundation Cream’”—for use 
on face cream, was registered December 22, 1942, on an application filed May 13, 
1941. It was claimed in appellee’s application that appellee had used its mark on 
its goods since February 28, 1940. 

Subsequent to the filing of appellee’s application for registration of its mark, 
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the Examiner of Trade-Marks required appellee to disclaim the words “Light” and 
“Foundation Cream” apart from the mark as shown, and it appears from appellee’s 
registration that those words were disclaimed apart from the mark as shown, “‘for 
registration purposes only.” 

Each of the parties relied upon its registration and no evidence was introduced 
by either. 

It was conceded in appellant’s answer to appellee’s petition for cancellation that 
the goods of the respective parties possessed the same descriptive properties. 

Each of the tribunals of the Patent Office held that as appellee was the first to 
file its application and, as its application was filed long prior to the filing date of 
appeHant’s application and appellant’s record date of use, it was unnecessary that 
appellee submit evidence other than his registration for the purpose of establishing 
its priority of use and its ownership of its mark. 

In support of his holding, the Examiner of Interferences relied upon the case 
of Rosenberg Co. v. Phillips-Jones Co., Inc., 1921 C. D. 81, and General Baking Co. 
v. Commander-Larabee Corp., 23 C. C. P. A. (Patents) 973, 82 F. 2d 427, 29 
U.S. P. Q. 28, and the commissioner relied upon the cases of Titus v. Burton & 
Ciomei, 1921 C. D. 97, and General Baking Co. v. Commander-Larabee Corp., supra. 

Each of the tribunals of the Patent Office held that the notation “Feather- 
Light” is an essential part of appellee’s mark; that ‘‘Feather-light” in appellee’s 
mark, and appellant’s mark “Feather Touch” were capable of indicating origin of 
their respective goods ; and that, as those terms were substantially identical in mean- 
ing, the marks of the parties were confusingly similar and, accordingly, sustained 
appellee’s petition for cancellation of appellant’s mark. 

In his decision, the commissioner stated that, to paraphrase certain language in 
the case of Nehi Corporation v. House-Hold-Pac Corporation, 31 C. C. P. A. (Pa- 
tents) 1101, 143 F. 2d 613, 62 U. S. P. Q. 75, he was “not disposed to speculate at 
any great length upon the question of how petitioner’s goods may be called for by 
purchasers.” He further stated that “It seems entirely clear to me . . . . that 
‘Feather-Light’ is an essential element of petitioner’s mark. And despite respon- 
dent’s contention to the contrary, proof of that fact was unnecessary, since it is a 
matter determinable from mere inspection.”” In support of that statement, the com- 
missioner cited the case of Mishawaka Rubber and Woolen Mfg. Co. v. The H. C. 
Godman Co., 28 C. C. P. A. (Patents) 1116, 119 F. 2d 425, 49 U. S. P. Q. 381. 

It is argued here by counsel for appellant that as the respective registrations of 
the parties were copending, and as appellant’s registration was the first to be issued 
it is entitled to a presumption of “validity and non-conflict” with appellee’s registered 
trade-mark ; that as the tribunals of the Patent Office failed to declare an interfer- 
ence between the applications of the parties, such failure is “equivalent to a decision” 
that the marks are not confusingly similar ; that as appellee submitted no testimony 
to establish how its goods were called for by the purchasing public, it should be pre- 
sumed that its goods would be called for by its entire mark “Ardena Feather-Light 
Foundation Cream” ; and that the holding of the tribunals of the Patent Office that 
the notation “Feather-Light” is an essential part of appellee’s trade-mark and con- 
fusingly similar to appellant’s mark “Feather Touch” is not supported by the record. 
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It is further argued by counsel for appellant that the word “Ardena” is the 
dominant part of appellee’s trade-mark and that the notation ‘“Feather-Light” is 
merely descriptive of appellee’s goods and, therefore, is not the dominant part of 
the appellee’s mark. In support of the latter argument, counsel for appellant state 
that “Featherlight is one word” ; that “As the descriptive nature of a word cannot 
be destroyed by misspelling, the unity of some syllables of a word cannot be elimi- 
nated by placing a hyphen between the syllables” ; and that the word “feathery” is 
synonymous with the word “light,” and the word “featheriness” is defined in Web- 
ster’s New International Dictionary as “a state or quality of being feathery or light.” 

Counsel for appellant have cited many cases by this and other courts which hold 
that a notation or term in a trade-mark which is merely descriptive of the goods on 
which the trade-mark is used, cannot indicate origin. It is unnecessary that we refer 
to those cases because this court has frequently held to that effect. 

The claim made by counsel for appellant that the notation “Feather-Light” is 
one word and that it is descriptive of appellee’s goods and that its descriptive nature 
cannot be destroyed by misspelling or by placing a hyphen between the syllables is, 
in our opinion, not correctly stating the facts. The notation “Feather-Light,” or as 
counsel for appellant puts it, “Featherlight” is not an ordinary dictionary term. On 
the contrary, appellee has combined the term “feather,”’ which standing alone has no 
significance as to weight, with the word “light” and has, therefore, coined an ar- 
bitrary word. Appellee’s trade-mark does not contain the words “feathery” or 
“featheriness” which counsel for appellant assert in their brief are descriptive and 
synonymous with “light” or has the “quality of being feathery or light.” 

It is clear from the decisions of the tribunals of the Patent Office that they con- 
sidered the notation “‘Feather-light,” as used in appellee’s trade-mark, as highly 
suggestive but not merely descriptive of appellee’s goods. On the record presented, 
we are unable to hold that the tribunals of the Patent Office erred in that respect. 

We are in agreement with the tribunals of the Patent Office that as appellee was 
the first to file its application for registration, and that as its claimed first use set 
forth therein is long prior to the claimed first use in appellant’s application, appellee’s 
registration is prima facie proof that it was the owner of its registered mark. See 
Rosenberg Co. v. Phillips-Jones Co., Inc., supra, and General Baking Co. v. Com- 
mander-Larabee Corp., supra. 

We are also in agreement with the views expressed by the tribunals of the Pa- 
tent Office that appellant’s trade-mark “Feather Touch,” which is also highly sug- 
gestive of appellant’s cream, is confusingly similar to the notation “Feather-Light” 
in appellee’s trade-mark and that, considering the trade-marks of the parties as a 
whole, the concurrent use of the trade-marks of the respective parties on their goods 
would be likely to cause confusion in the minds of the public and deceive purchasers. 
In so holding, we have taken into consideration that the notation “Feather-Light” 
in appellee’s mark is preceded by the word “Ardena.” 

In view of the fact that the notation “Feather-Light” has trade-mark signifi- 
cance, as used in appellee’s mark, it is not of vital importance that the term “Light” 
has been disclaimed along with the words “Foundation Cream.” Nehi Corporation 
Vv. House-Hold-Pac Corporation, supra. 
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Furthermore, as stated in the decision of the Commissioner of Patents, the reg- 
istration of appellant’s mark and the failure of appellee to file a notice of opposition 
to that registration does not in any way affect the right of appellee to petition for 
cancellation of appellant’s registration. Walliams Oil-O-Matic Heating Corpora- 
tion v. The Butler Co., 17 C. C. P. A. (Patents) 934, 39 F. 2d 693, 5 U.S. P. Q. 
245; White House Milk Products Co., etc. v. Dwinell-Wright Co., 27 C. C. P. A. 
(Patents) 1194, 111 F. 2d 490, 45 U.S. P. Q. 444. 

On the record presented, we are unable to hold that the tribunals of the Patent 
Office reached the wrong conclusion. 

The decision of the Commissioner of Patents is affirmed. 


BLAND, J., specially concurring: 


The majority’s opinion is sound and properly affirms the clear and logical de- 
cision of First Assistant Commissioner Leslie Frazer. However, the following por- 


tion of the opinion is unnecessary in view of the fact that all agree that no part of 
the marks is descriptive: 


Counsel for appellant have cited many cases by this and other courts which hold that a 
notation or term in a trade-mark which is merely descriptive of the goods on which the 
trade-mark is used cannot indicate origin. It is unnecessary that we refer to those cases 
because this court has frequently held to that effect. 


A great number of very valuable and well-known trade-marks are clearly de- 
scriptive of the goods upon which they are used and serve to indicate origin, some 
of them by reason of secondary meaning. While secondary meaning does not help 
an applicant for registration under the 1905 Trade-Mark Act, it is not quite proper 
to say that a part of a trade-mark which is descriptive cannot indicate origin. It 
may, to say the least, help to indicate origin. It is true, hqwever, that this and other 
courts have used broad language in this connection and have not gone to the trouble 
of pointing out that there are exceptions to such a rule. I have in most cases dis- 
sented where a majority expressed such views. The Personal Products Corp. v. 
Allen Laboratories, Inc., 31 C. C. P. A. (Patents) 889, 894, 141, F. 2d 702, 61 
U. S. P. Q. 187. 

It would be difficult to point out which part of the mark “Coca-Cola,” both being 
descriptive, indicates origin or helps to indicate origin. 

The statement of the majority properly applies where a mark such as “Arrow 
Beans” is involved, because “Beans” is not only descriptive but is the name of the 
goods and, of course, that portion of the mark does not indicate origin. But take the 
mark “Arrow-Line” and apply it to goods like a line of shirts; the word “Line,” 


although descriptive, becomes an integral part of the mark and serves to indicate 
origin. 
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VANITY FAIR MILLS, INC. v. PEDIGREE FABRICS, INC. 
No. 5293—C. C. P. A—April 22, 1947 


TraDE-MArKS—Goops OF SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Fabric piece goods which are afterwards made up into garments held goods of the same 

descriptive properties as fabric garments. 
TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 

Composite marks must be considered as a whole; and under most circumstances confusion 
would grow out of concurrent use of similar marks on piece goods and fabric garments. 

Whether or not similarities in the beginnings of trade-marks are more important than 
similarities in their endings depends entirely upon the character of the mark. 

Specific differences of goods, even where the goods are of the same general description 
or character, should be taken into consideration in determining the question of likelihood of 
confusion. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

Composite mark, dominating feature of which is the word “Pediglo,” held confusingly 
similar to “Pechglo.” 

TrADE-Marks—Dousts As TO CONFUSING SIMILARITY RESOLVED AGAINST NEWCOMER 

Any doubts on the question of confusing similarity should be resolved against the new- 
comer. 


Appeal from Commissioner of Patents. 


Trade-mark opposition by Vanity Fair Mills, Inc., against Pedigree Fabrics, 
Inc. Opposer appeals from decision dismissing opposition. Reserved. 


Mason, Fenwick & Lawrence (Edward G. Fenwick of counsel) both of Washing- 


ton, D. C., for appellant. 
Charles R. Allen, Washington, D. C., for appellee. 


BLAND, J.: 


The appellee, Pedigree Fabrics, Inc., hereinafter referred to as Pedigree, on 
October 30, 1942, applied for the registration of its trade-mark, “‘Pediglo,” claim- 
ing continuous use since March, 1936. The application alleges that Pedigree “has 
adopted and used the trade-mark . . . . for Piece goods of rayon yarn.” The 
mark for which registration was sought by appellee is the said word, “Pediglo,” sur- 
rounded by a small rectangular background which also includes a number of small 
stars. 

The appellant, Vanity Fair Mills, Inc., hereinafter referred to as Vanity Fair, 
filed notice of opposition to the registration of the “Pediglo” trade-mark, based upon 
its ownership and use, since 1931, of its mark, “Pechglo,” which, as registered, was 
for “knitted and textile underwear and hosiery for women and children—namely, 
vests, bloomers, knickerbockers, union suits, combination underwear, step-ins, 
chemises, corset covers, night gowns, pajamas, petticoats, princess slips, bandeaux, 
bandeaux chemises, and knitted and textile underwear for men—namely, union 
suits, shirts, and drawers.” 

Pedigree alone took testimony, while Vanity Fair relied ‘upon its filing date, 
July 25, 1931. 

The testimony shows that the “Pediglo” mark is used by Pedigree upon piece 
goods made of a “duPont” acetate yarn. The application broadly provides for its 
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use on piece goods of rayon yarn. Vanity Fair’s garments and articles of wearing 
apparel upon which the ‘“Pechglo” mark is used are stated in its registration to be 
“knitted and textile, etc.” 

The record also shows that the word “Pediglo” is a coined word, alleged to have 
been derived from contraction of the word “Pedigree” to which the term “glo” is 
added ; that Pedigree does a very large business in piece goods and also in “the best 
in woven intimate lingerie” ; that the woven, rayon, or other piece goods sold under 
the trade-mark “Pediglo” are, after purchase from Pedigree, made up into various 
garments such as blouses, dresses, negligees, men’s apparel, infants’ wear and nu- 
merous other items; and that Pedigree has a number of so-called “Pedi” trade- 
marks used on different kinds of “Pedigree fabrics” such as “Pedicrepe,” “Pedi- 
crest,” “Pedicharm,” and “Pediswish.” 

The Examiner of Trade-Mark Interferences, among other things, held that the 
goods of the respective parties were of the same descriptive properties, that Vanity 
Fair was senior in use of its “Pechglo”’ mark, and that “the resemblances between 
the marks of the parties greatly predominate over the differences and are such that 
their concurrent use upon goods of the kind specified would be likely to cause con- 
fusion in trade and deception of purchasers.’ He sustained the opposition. 

First Assistant Commissioner of Patents Leslie Frazer reversed the holding of 
the Examiner of Interferences, and from the commissioner’s decision (66 U. S. 
P. Q. 486) Vanity Fair appeals here. 

There is but one question presented here and that relates to the similarity of the 
marks and the goods and the likelihood of confusion. 

No great array of authorities need be cited here to the effect that it is well- 
settled trade-mark law that not only are fabric piece goods which are afterwards 
made up into garments of the same descriptive properties as fabric garments, but 
that, under most circumstances, confusion would grow out of the concurrent use 
of similar trade-marks on those two kinds of merchandise. See Rice-Stix Dry 
Goods Company v. Industrial Undergarment Corporation, 33 C. C. P. A. (Patents) 
813, 152 F. 2d 1011, 68 U. S. P. Q. 186; Celanese Corporation of America v. E. I. 
Dupont De Nemours and Company, 33 C. C. P. A. (Patents) 948, 154 F. 2d 146, 
U.S. P.O. mi. 

Pedigree argues that the goods being different and the marks being dissimilar 
and there being no proof of confusion in six years’ concurrent use of the respective 
marks, the conclusion that confusion might result is not warranted. It argues that 
its mark is a three-syllable mark while Vanity Fair’s is a two-syllable one, and cites 
certain cases which hold, under certain circumstances, that the first part of a trade- 
mark consisting of more than one syllable or word is more likely to indicate origin 
than the last part of such trade-mark, and urges that there is little resemblance in 
sound or meaning between “Pedi” and “Pech.” 

The commissioner, in part, stated : 


“Pediglo” is a three-syllable word, while “Pechglo” has only two syllables. The last 
syllable is the same in both, but otherwise they have no similarity in sound or significance, 


and as displayed in the application and the registration they have but slight resemblance 
in appearance. . 
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The term “Pech” is said to come from the French word, “péche,” meaning the 
fruit, peach, and is pronounced “peéch” as if it were spelled “pesh.” 

The ending of the two trade-marks are identical, and the term “glo” is quite 
suggestive of the character of the goods. Each of the words begins with “Pe.” 
“Ped” and “Pesh” have similar sound. So in both appearance and sound the marks 
are similar. 

While the composite ‘“‘Pediglo” mark must be considered as a whole, it is ob- 
vious that that part of the mark which would indicate origin is the word “Pediglo” 
and that the other elements of the mark are not sufficiently conspicuous to detract 
from the importance of the word “Pediglo.” 

We do not look upon the question of the likelihood of confusion in this case as 
a close one. When the goods of the respective parties are referred to as “Pechglo” 
and “Pediglo” it seems to us that there can be little doubt that confusion would 
probably result, and if there were any doubts on the question, they should be re- 
solved against the newcomer. As has been said often, the field is broad from which 
to select a trade-mark to indicate the origin in its owner without invading fields pre- 
empted by others. 

As to Pedigree’s contention that similarities in the beginnings of trade-marks are 
more important than similarities in their endings, it is sufficient to say that this de- 
pends entirely upon the character of the mark. In this connection we might con- 
sider the various “Rose” marks with reference to whiskey and many other well- 
known marks which need not be listed here. 

The commissioner relied upon the decision of this court in the case of Puerto 
Rico Distilling Co. v. The Coca-Cola Company, 28 C. C. P. A. (Patents) 1143, 
120 F. 2d 370, 49 U. S. P. Q. 660, which involved the trade-marks ‘“‘Ronricola” and 
“Coca-Cola.” We there held, by a divided court, that there was no likelihood of 
confusion and the commissioner’s decision sustaining the opposition to the registra- 
tion of the mark “Ronricola” was reversed. | 

The facts in that case are so wholly different from those in the instant case that 
it certainly affords no basis for the conclusion reached by the commissioner herein. 
We think he properly cited that case, however, as one of the many decisions of this 
court where the rule was stated that specific differences of goods, even though the 
goods were of the same general description or character, should be taken into con- 
sideration in determining the question of confusion. 

After taking into consideration the differences in the goods and marks of the 
respective parties hereto we think there is such similarity in both as to justify the 
conclusion that the registration applied for by Pedigree should be denied, and the 
commissioner’s decision dismissing the opposition of Vanity Fair is reversed. 
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KENOSHA FULL FASHIONED MILLS, INC. v. ARTCRAFT HOSIERY 
COMPANY 


No. 5288—C. C. P. A—May 20, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 


“Edgecraft,” claimed mark for hosiery, held confusingly similar to “Artcraft,” used on 
same goods. 


TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION 


“Artcraft” and suffix “craft” held not descriptive within the meaning of 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 


In testing confusing similarity, the marks should be viewed as a whole and not dissected 
to determine whether they are so nearly alike in sound, appearance or significance that con- 
fusion is likely to result from their concurrent use on the goods involved. 


Holdings in other cases may be helpful in establishing general principles but each case 
must be decided on its own facts. 
Appeal from Commissioner of Patents. 
Applicant appeals from Commissioner’s affirmance of decision of Examiner of 


Trade-Mark Interferences, sustaining opposition of Artcraft Hosiery Co., to appli- 
cation of Kenosha Full Fashioned Mills, Inc. Affirmed. 


Beekman Aitken, New York, N. Y., for appellant. 
Leon Edelson, Philadelphia, Pa., for appellee. 


GarreTrt, P. J.: 


The appellant, hereinafter referred to as the applicant, applied to the United 
States Patent Office for the registration of its trade-mark, “Edgecraft.” 

The appellee, hereinafter referred to as the opposer, opposed said registration 
upon the ground that since its goods and the goods of the applicant were identical 
(hosiery) there was a likelihood of confusion between the “Edgecraft” trade-mark 
and its mark, “Artcraft.” 

The opposer was senior and the sole question before the tribunals of the Patent 
Office was whether or not the marks were sufficiently similar, when used on identi- 
cal goods, so as to be likely to cause confusion within the meaning of the Trade- 
Mark Act of February 20, 1905. 

The Examiner of Trade-Mark Interferences concluded that the concurrent use 
of the respective marks by the respective parties upon such identical goods would 
be likely to lead to such confusion and accordingly sustained the notice of opposition 
and held that the applicant was not entitled to the registration sought. 

Upon appeal to the Commissioner of Patents, the decision of the Examiner of 


Interferences was affirmed. In his decision (66 U. S. P. Q. 262), the commissioner 
in part said: 


Substantially applicant’s entire argument on appeal is directed to the proposition that 
the word “craft,” as applied to hosiery, is merely descriptive. Upon the premise that a 
descriptive word cannot dominate the marks, applicant thus maintains that purchasers 
of hosiery would look to the words “Edge” and “Art” as indicia of origin; and because 


these words are dissimilar, applicant insists that the marks as a whole are not likely to be 
confused. 
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The manner in which applicant has dissected the marks finds some support in recent 
decisions of the United States Court of Customs and Patent Appeals, and the argument 
advanced would be persuasive were I convinced that “craft” is descriptive. However, I am 
not so convinced. A number of registrations were introduced by applicant to show, it is 
said, that “the Patent Office has long considered the word ‘craft’ as descriptive and that no 
exclusiveness is obtainable therein.” These registrations would seem to be incompetent for 
the purpose offered. Marshall Field & Co. v. R. H. Macy & Co., 28 C. C. P. A. 807, 115 
Fed. (2d) 921. But in any event, since the word “craft” is disclaimed in none of them, 
they would not tend to establish applicant's point. 

The examiner of interferences expressed the opinion that as a part of the marks in 
question, the word “craft” is “no more than suggestive of the claimed excellence of the 
products of the parties ;” and I am constrained to agree with him. I am aware that “Mas- 
ter-Craft” was held to be descriptive of suits and overcoats in Ex parte Hershberg & Co., 
184 O. G. 806, 1912 C. D. 364; that “Mastercraft” was held to be descriptive of granite 
monuments in Ex parte H. P. Hinman Co., 156 Ms. 948; and that “Blindcraft” was held 
to be descriptive of products made by the blind in San Francisco Association for Blind v. 
Industrial Aid for Blind, Inc., 58 F. Supp. 995, 65 U. S. P. Q. 267. However, each of 
those complete marks, to borrow the language of District Judge Hulen in the case cited, 
is a “consistent natural descriptive term.” On the other hand, the marks “Edgecraft” and 
“Artcraft,” like the trade-mark “Farmcraft” considered in Henry Muhs Co. v. Farm 
Craft Foods, Inc. 37 F. Supp. 1013, 49 U. S. P. Q. 162, are “artificial, not descriptive, 

. a tie of two entirely different words which have no natural but only a forced 
association.” And considering the nature of the merchandise to which they are applied, 
these marks are too nearly alike to be used concurrently without a reasonable likelihood 
of resulting confusion. 


We are in entire accord with the decision of the commissioner. 

It is stated that the prefix “Edge” was adopted as part of applicant’s mark for 
hosiery for the reason that it is the surname of the president of the applicant cor- 
poration. We do not see where this fact has any effect whatsoever upon the de- 
cision of the sole issue at bar. It does, however, serve to disclose the reason why 
applicant adopted a mark so nearly resembling that of the opposer, and of course is 
intended to negative any contention that the applicant was in bad faith attempting 
to profit by any confusion that might result from the concurrent use of the two 
marks. 

The suffix “craft” is not descriptive within the meaning of trade-mark law, but 
even if it were the mark as a whole is not descriptive, and the mark must be con- 
sidered as a whole. True enough, it has been so frequently held as to require no 
discussion here that in considering a mark it is proper to take into consideration 
portions which may be regarded as descriptive and which fall into the realm of 
that which is publici juris upon the theory that such a suffix ordinarily would not be 
of a character which could serve to indicate origin of the goods as much as other 
portions of the mark. 

Applicant’s main contention here is that “craft” is descriptive and that the words 
“Art” and “Edge” are sufficiently dissimilar so that in the concurrent use of the 
two marks there would be no likelihood of confusion. Applicant relies upon nu- 
merous decisions of this and other courts and in effect argues that we must wholly 
ignore the term “craft” and pass upon the issue as to whether or not “Art” and 
“Edge” are similar. 

As did the commissioner, we view the marks as a whole, and it seems to us that 
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there would be great likelihood of confusion resulting from the concurrent use of 


the marks “Artcraft” and “Edgecraft” upon hosiery. 


The opposer has pointed out in its brief the following, which we think properly 


expresses the situation with reference to the similarity of the marks: 


The applicant’s proposed trade-mark “Edgecraft” is so nearly alike in sound and ap- 
pearance to the opposer’s registered trade-mark “Artcraft” that their concurrent use on 
goods of the same kind will inevitably result in confusion in the mind of the purchasing 
public. The word “craft” commonly appears in both marks. Further, both marks are 
written as one word of two syllables, the syllable “craft” in each case being in the same 
relation and having the same emphasis with respect to its associated first syllable. More- 
over, the first syllables of the two marks are quite similar in sound and appearance, both 
being short nouns having vowel beginnings which make for a sharp pronunciation thereof. 
Finally, when these first syllables are respectively combined in a single word form with 
the identical ending syllable “craft,” the similarity in sound and appearance of the trade- 
marks in issue becomes striking indeed. 


“Flametex,” “Opal-Tex” and “Fir-Tex,” have each been held to be confusingly 
similar to “Celotex,” this in spite of the fact that numerous trade-mark registrations end- 


ing with the suffix “Tex” had been effected in the same class of goods, such as “Hy- 
Tex,” “Unitex,” “Walltex,” etc. 


The Patent Office tribunals in this case also applied the so-called rule of doubt, 
and we think properly so, although we do not regard it as a close case. 

As before stated, certain decisions of this and other courts are relied upon by 
both parties hereto, which decisions involve trade-marks with either descriptive 
suffixes or prefixes, or terms that are in very common use, but an examination of 
the cases referred to will show factors in each not involved here. Moreover, it has 
been said too frequently to require citation of authorities that in trade-mark cases, 
where the issue involves a decision as to whether or not there is such similarity of 
marks as to be likely to result in confusion, the holdings in other cases are not al- 
ways helpful, since each case must be considered upon its own statement of facts. 
True enough, the citation of cases sometimes is helpful for the purpose of deter- 
mining general principles which have been adopted by the courts, but such principles 
have little application here to the sole, simple issue presented. 

The opposer has cited a number of cases holding that, under the stated facts, 
there was likelihood of confusion, which holdings the opposer thinks have applica- 
tion here. Some of them are as follows: The Celotex Co. v. Bronston Bros. & Co. 
(Inc.),18C. C. P. A. (Patents) 1490, 49 F. (2d) 1048, 9 U.S. P. Q. 355, involving 
the marks “‘Flametex” and “Celotex” ; The Celotex Co. v. Chicago Panelstone Co., 
18 C. C. P. A. (Patents) 1504, 49 F. (2d) 1031, 9 U. S. P. Q. 358, involving 
“Opal-Tex” and “Celotex” ; The Celotex Co. v. Arthur Edward Millington (Etc.), 
18 C. C. P. A. (Patents) 1484, 49 F. (2d) 1053, 9 U. S. P. Q. 333, involving “Fir- 
Tex” and “Celotex” ; Celanese Corporation of America v. Vanity Fair Silk Mills, 
18 C. C. P. A. (Patents) 47 F. (2d) 373, 8 U. S. P. Q. 232, involving “Celanese” 
and “Silkenese” ; and Skelly Oil Co. v. The Powerine Co., 24 C. C. P. A. (Patents) 
790, 86 F. (2d) 752, 32 U. S. P. Q. 51, involving “Powermax” and “Powerine.” 

Although these cases tend to support the opposer’s contention herein we do not 
find it necessary to rely upon them particularly in arriving at the conclusion that 
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the marks “Edgecraft” and “Artcraft” are so similar that when used concurrently 
upon hosiery confusion would be likely to result. 

The decision of the commissioner affirming that of the examiner which sustained 
the opposition to the registration of applicant’s mark is affirmed. 


THE BROWN INSTRUMENT COMPANY v. WARNER 
No. 9277—C. A. D. C.—June 2, 1947 


CopyRIGHT—SuBJECT MATTER—GENERAL 
Calibrated graphic charts, based upon mathematical or scientific calculations, on which 
stylus of recording instrument traces variations of temperature and pressure, functioning as 
working mechancial elements of and essential parts of recording machines which are useless 
without them, held not copyrightable. 
Articles of commerce intended for practical use in cooperation with a machine are not 
copyrightable. 


Appeal from District Court for District of Columbia. 

Action by The Brown Instrument Company against Sam B. Warner, Register 
of Copyrights, for declaratory judgment in which defendant counterclaimed for 
declaratory judgment. Plaintiff appeals from judgment for defendant. Affirmed. 


Samuel E. Darby, Jr., New York, N. Y. (Charles B. Spangenberg, Philadelphia, 
Pa., and Edmund H. Parry, Jr., Washington, D. C., on the brief) for appellant. 

H. Linwood Godfrey, Edward M. Curran, Daniel B. Maher, James F. H. Mothers- 
head and Sidney S. Sachs, all of Washington, D. C., for appellee. 

Albert I. Kegan, Chicago, Ill., and Stanley H. Fischer, on behalf of Fawley-Brost 
Company, filed brief as amicus curiae. 


Before Groner, Chief Justice, and EDGERTON and CLarkK, Justices. 


EDGERTON, J.: 


Appellant manufactures apparatus for mechanically recording such variables as 
temperature and pressure. The record is in the form of a line drawn by mechanical 
means on a calibrated graphic chart. The chart occupies a critical position in rela- 
tion to, and co-acts with, the rest of the apparatus in the drawing of this line. Ap- 
pellant undertook to copyright such charts. The Register of Copyrights rejected the 
application. Appellant then brought this suit against the Register for a declaratory 
judgment and a mandatory injunction. This appeal is from a judgment for the 
Register. 

The District Court found as facts that “4. The 83 charts in suit function as 
working mechanical elements of and essential parts of recording machines manu- 
factured by plaintiff. 5. The printed matter on the 83 charts in suit constitutes 
blank graph paper ruled according to the mechanical characteristics of the particular 
machines in which each is intended to be used. 6. The charts in suit were based 
upon mathematical or scientific calculations, but their object is for use as parts of 
the plaintiff’s machines and not for the purpose of giving information. 7. Plaintiff 
has failed to establish that its charts are ‘writing of an author’ or ‘drawings’ within 
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the meaning of the Constitution and the copyright statute, or that said charts con- 
vey or are capable of conveying the thought of an author. 8. It is perhaps possible 
for one skilled in the art to deduce with more or less accuracy the data or specifica- 
tions upon which the charts are based, but the real information that is to be given 
is that which would be given by curves made by the stylus of plaintiff’s recording 
instruments when put in operation by the purchaser of such instruments.” The 
court concluded that the charts were not copyrightable. 

The evidence supports the findings and the findings require the conclusion. We 
agree with the court that the opinion of the Seventh Circuit Court of Appeals in 
Taylor Instrument Companies v. Fawley-Brost Co., 139 F. 2d 98, certiorari denied, 
321 U. S. 785, covers this case and is correct. We think, moreover, that the case 
is controlled by Baker v. Selden, 101 U. S. 99. That case involved blank forms for 
use in bookkeeping. They were intended to be written on by hand, and the blank 
forms now in suit are intended to be written on by a machine, but this difference is 
immaterial. Neither sort of forms is intended to communicate facts or ideas. Both 
sorts are intended solely for use in making records of facts. 

Articles intended for practical use in cooperation with a machine are not copy- 
rightable. White-Smith Music Pub. Co. v. Apollo Co., 209 U. S. 1. Both law and 
policy forbid monopolizing a machine except within the comparatively narrow lim- 
its of the patent system. In several patents on recording machines, the necessary 
printed chart is rightly claimed as one of the operative elements. Since the ma- 
chines which cooperate with the charts in suit are useless without them, to copy- 
right the charts would in effect continue appellant’s monopoly of its machines be- 
yond the time authorized by the patent law. 

Affirmed. 





KAYLON INCORPORATED v. TAMRO PRODUCTS, INC. 
No. 39-481—U. S. D. C. S. D. N. Y.—March 13, 1947 


CourTS—PLEADING AND PrRAcTICE—JuRY TRIAL Not GRANTED IN EQUITABLE ACTION 
Where complaint alleges trade-mark infringement and irreparable damage and prayer 


for relief seeks injunction, accounting of profits, damages, destruction of infringing labels, 
etc., held neither party is entitled to jury trial. 


The essence of complaint and remedy sought stamps this as an equitable action; prayer 
for damages is incidental to the equitable relief; demand for jury trial vacated and action 
transferred to civil non-jury calendar. 


Suit by Kaylon Incorporated against Tamro Products, Inc., for trade-mark 
infringement. Demand for jury trial vacated. 


Pennie, Edmonds, Morton & Barrows, New York, N. Y., for plaintiff. 
Harold Davis, New York, N. Y., for defendant. 


LEIBELL, D. J.: 


This is a suit for trade-mark infringement. The complaint alleges that the de- 
fendant has infringed the plaintiff’s registered trade-mark ‘“Tommies” used on 
pajamas, “by the manufacture and sale of shorts under the names Tammies and 
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Tam-Eez” and has continued to do so after notification of the infringement. Para- 
graph Ninth alleges that: 


Ninth: Defendant’s use of plaintiff's trade-mark and unfair competition with the plain- 
tiff have already caused the plaintiff substantial damage and unjustly enriched defendant 
and will continue to cause the plaintiff irreparable damage and mislead the public into the 
belief that the products manufactured and sold by defendant are, in fact, the products of 
plaintiff. 


The prayer for relief seeks an injunction against further infringement, an ac- 
counting of defendant’s profits, damages, the destruction of the infringing labels, 
signs, packages, wrappers, boxes, etc., and further relief. 

The facts stated in the bill are the basis for plaintiff’s demand for equitable re- 
lief. The essence of the complaint and the remedy sought stamps this as an equi- 
table action. The prayer for damages is incidental to the equitable relief sought. 

Neither plaintiff nor defendant is entitled to a jury trial. Labor Board v. Jones 
& Laughlin, 301 U. S. 1 at p. 48; Arnstein v. Twentieth Century Fox, 3 F. R. D. 58; 
Gaumont v. Warner Bros., 2 F. R. D. 45; Folmer Graflex Corp. v. Graphic Photo 
Service, 41 F. Supp. 319; Conn v. Kohlemann, 2 F. R. D. 514; Moore’s Federal 
Practice, Vol. 3, p. 3012 [32 T.-M. Rep. 280]. 

Defendant’s demand for a jury trial will be vacated and the action transferred 
to the civil non-jury calendar. 





FORSTMANN WOOLEN COMPANY v. J. W. MAYS, INC., ForMERLY 
MAY’S FURS & READY-TO-WEAR, INC. 


No. 7440—U. S. D.C. E. D. N. Y.—May 6, 1947 


CouRTS—PLEADING AND PRACTICE—SUMMARY JUDGMENT 
Summary judgment may be awarded only if the proof is so clear and convincing that no 
material issue of fact remains in doubt. 
Plaintiff contends its cloth used in defendant’s coats, having been specially made for the 
U. S. Army, never was placed on the market under plaintiff’s trade-marks, but defendant at 
this stage of the case is not required to disclose from whom it purchased the garments and 
that issue of fact must be determined at the trial. 
TRADE-MARKS AND UNFAIR COMPETITION—INJUNCTION—SCOPE OF RELIEF 
On motion for summary judgment, defendant, selling garments made of “Forstmann” 
piece goods, enjoined from using advertisements which lead public to believe there are such 
things as “Forstmann Wool Suits” or “Forstmann Virgin Wool Melton Winter Coats”; 
while defendant may advertise that its coats are made of “Forstmann’s” virgin wools, the 
name “Forstmann” should not be in type so large as to overshadow the remainder of the 
advertisement. 


Action by Forstmann Woolen Company against J. W. Mays, Inc., formerly 
May’s Furs & Ready-To-Wear, Inc., for trade-mark and copyright infringement 


and unfair competition. Plaintiff’s motion for summary judgment granted in part 
and denied in part. 


Gainsburg, Gottlieb, Levitan & Cole (Joseph P. Segal, New York, N. Y., of coun- 
sel) for plaintiff. 
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Conrad & Smith (Samuel Rubin, Brooklyn, N. Y., and Milton Horowitz, New 
York, N. Y., of counsel) for defendant. 


Gatston, D. J.: 


This is a motion by the plaintiff in a trade-mark, copyright and unfair competi- 
tion suit for summary judgment. 

It appears that the plaintiff is a manufacturer of woolen and worsted fabrics 
and has adopted as its trade-mark the names “Forstmann” and “Forstmann Wool- 
ens.” The plaintiff procured the registration of the name “Forstmann Woolens” 
as evidenced by trade-mark certificate No. 371906 on October 10, 1939, for woolen 
piece goods ; certificate of trade-mark No. 371907, issued October 10, 1939, also for 
Forstmann Woolen, with somewhat different descriptive matter appearing below 
the trade-mark term, for woolen piece goods ; certificate of trade-mark No. 373588, 
issued December 12, 1939, for the word “Forstmann” circumscribed by a broken 
curved line, and including also the letters “F. W. Co.,” for woolen piece goods ; cer- 
tificate of trade-mark No. 373726, issued December 19, 1939, for the word “Forst- 
mann” with a different setting, but likewise for woolen piece goods. The complaint 
also alleges the registration of the trade-mark “Charmona” bearing certificate No. 
185706 and re-issued June 24, 1944. 

It is also alleged that certain copyright registrations have been infringed, Nos. 
41759, 41760, 42025 and 42111, covering an alleged artistically woven label of tex- 
tile fabric, containing in the weave three fleurs-de-lis, in which is also woven the 
name “Forstmann” or “Forstmann Woolen Co.” or “F. W. Co.” | 

The moving papers for summary judgment disclose that the defendant is en- 
gaged in and operates a retail store for the sale of ladies’ suit and coats, and offered 
for sale by advertisement and in its establishment suits and coats bearing the name 
“Forstmann” or “Forstmann Woolens” without authority or license. It is the 
position of the defendant that its representations in the advertisements and in the 
sale of the garments were lawful and true. 

In the Daily News of October 24, 1946, the defendant advertised “Forstmann 
Wool Suits,” and below it appeared the legend “Figure flattering suits, deftly tai- 
lored of Forstmann’s famous ‘Charmona’ woolens.” Also in the same advertisement 
appeared the terms “Forstmann 100% Virgin Wool.” In the Daily News of No- 
vember 28, 1946, appeared a legend “Forstmann’s Virgin-Wool Melton Winter 
Coats.” Inthe New York Journal American of December 6, 1946, appeared a simi- 
lar legend. In the Daily News of December 12, 1946, the defendant advertised 
“Forstmann’s Virgin Wool Coats. . . . They are deftly tailored of Forstmann’s 
wool meltons.. . .” In the Daily News of December 19, 1946, again appears the 
advertisement of the defendant, “‘Forstmann’s Wool Coats $26.90” with the same 
description of manufacture. Again on January 22, 1947 in the New York Post the 
defendant advertised “$44.90 Coats of Forstmann’s Virgin Wools $19.90.” This 
latter advertisement also described the tailoring with the use of Forstmann’s virgin 
wools. 

It does not appéar that the articles advertised, offered for sale and sold by the 
defendant were not manufactured with the plaintiff’s fabric. The plaintiff contends 
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that the defendant was not privileged to sell and advertise ladies’ suits under the 
name and trade-mark of “Forstmann” and “Charmona” and use the plaintiff’s copy- 
right label in connection therewith ; that the defendant was not permitted to sell and 
advertise coats under the name and trade-mark “Forstmann” and plaintiff's copy- 
righted labels, because the cloth in such coats, the plaintiff contends, was never 
placed on the “market” by the plaintiff, but was made especially on order and 
specifications of the United States Army. 

Summary judgment may be awarded only if the proof is so clear and convincing 
that no material issue of fact remains in doubt. That is not the case in the cir- 
cumstances presented in the pleadings and motion papers. In the first place it may 
be proper to inquire what frontier measures the monopoly right of the plaintiff in 
the use of its trade-marks. From the complaint itself it appears, as well indeed as 
from the certificates of registration, that all of these marks are limited to piece 
goods. Now undoubtedly there may be authority for holding that manufactured 
articles made of textiles, similar to that manufactured by the plaintiff, could not be 
sold under the designation of the plaintiff’s trade-marks, since such manufactured 
products would be so closely allied to piece goods as to warrant protection to the 
trade-mark owner. But that is not the case here. Here we find a sale by the plaintiff 
to its customers, ladies’ cloak and suit manufacturers in the main, with the label or 
trade-mark of the plaintiff interwoven in such piece goods when sold, and indeed the 
name repeated at stated lengths in such cloth. At the same time the plaintiff’s cus- 
tomers are supplied with labels to be used by them on their manufactured product. 
The plaintiff relying on such cases as Jacobs v. Beecham, 221 U. S. 263, and Stand- 
ard Oil Co. v. California Peach & Fig Growers, 28 F. 2d 283, seeks to show that the 
burden is on the defendant to justify the use of the name, trade-mark and labels of 
the plaintiff. But the case involved can readily be distinguished from the facts of the 
authorities cited. The defendant, having purchased garments made of genuine 
Forstmann woolens, is not called upon at this stage to disclose from whom such gar- 
ments were purchased. The garments sold have the interwoven labels supplied by 
the plaintiff ; at least if the plaintiff contends otherwise, that issue of fact must be 
left for determination at the trial. In Prestonettes, Inc. v. Coty, 264 U. S. 359, 
Mr. Justice Holmes considered the rights of a trade-mark registrant. There it ap- 
peared that the defendant purchased the genuine powder manufactured by the plain- 
tiff, and the court found that the defendant, by virtue of its ownership of the powder 
purchased, had a right to compound or change what it bought and to sell it so di- 
vided. The court said: 


If the name of “Coty” were allowed to be printed in different letters from the rest of 
the inscription . . . . a casual purchaser might look no further and might be deceived. 
But when it in no way stands different from the statement of facts that unquestionably 
the defendant has a right to communicate in some form, we see no reason why it should 
not be used collaterally, not to indicate the goods, but to say that the trade-marked prod- 
uct is a constituent in the article now offered as new and changed. As a general proposi- 
tion there can be no doubt that the word might be so used. 


In Champion Spark Plug Co., Petitioner, v. Peter Sanders et al., decided April 
28, 1947, by the Supreme Court, and not yet officially reported, Prestonettes, Inc. v. 
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Coty is cited and in the discussion by the Supreme Court, Mr. Justice Douglas 
pointed out that the second-hand spark plugs were nevertheless Champion Plugs 
and not those of another make, and the second-hand dealer was permitted to sell the 
trade-marked articles bearing the trade-mark so long as the truth was stated, to wit, 
that they were second-hand used or repaired spark plugs. 

The action here is one that combines allegations of trade-mark and copyright 
infringement with allegations of unfair competition, and it would appear that in 
some of the advertisements the defendant has gone too far. It should not be per- 
mitted to lead the public to believe that there are such things as “Forstmann Wool 
Suits” or “Forstmann Virgin Wool Melton Winter Coats” because though the 
trade—the manufacturer of suits and coats—may very well know that Forstmann 
does not manufacture or sell anything but piece goods, the retail buying public, i.e., 
the ultimate consumer, is not shown to have that knowledge. So the public might 
readily be deceived by such advertisements. The legend in the advertisements of 
January 22, 1947, in the New York Post is not open to the same infirmity because 
there the public is informed that the coats are made of Forstmann’s virgin wools, and 
that should be the information given to the public in all of the defendant’s adver- 
tisements instead of those that have just been considered as offendng the public’s 
rights. Moreover, acting under the admonition in Prestonettes v. Coty, the name 
‘“‘Forstmann” should not be in type so large as to over-shadow the remaining part 
of the advertisement. 

The motion for summary judgment is, therefore, denied except as has herein 
been indicated. 

Settle order on notice. 





WEBER FOUNDATIONS COMPANY, INC. v. RAND RUBBER 
COMPANY, INC. 


No. 7996—U. S. D. C. E. D. N. Y—May 13, 1947 


TRADE-MARKS—MARKS CAPABLE OF EXCLUSIVE APPROPRIATION 


“Sani,” an abbreviation suggesting sanitary, held not descriptive of anything. 
CourTS—PRELIMINARY INJUNCTION—BALANCE OF CONVENIENCE 


Prima facie showing of trade-mark rights in plaintiff infringed by defendant is sufficient 
basis for issuance of preliminary injunction; pending trial, balance of equities entitles plain- 


tiff’s trade-mark to temporary protection. 

Action by Weber Foundations Company, Inc., against Rand Rubber Company, 
Inc., for trade-mark infringement. Plaintiff's motion for preliminary injunction 
granted. 
Charles Sonnenreich, New York, N. Y., for plaintiff. 

Klein, Alexander & Cooper (Philip C. Peck and Fred A. Klein, both of New York, 

N. Y., of counsel) for defendant. 


Byers, D. J.: 


Plaintiff seeks a preliminary injunction against the infringement of its trade- 
mark “Babs Sani-Brief” registered in the United States Patent Office on March 
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30, 1943, for “Combination Sanitary Belts and Pantie Briefs, in Class 44, dental, 
medical, and surgical appliances.” 

It seems that there are certain articles of female nether wearing apparel known 
as briefs and panties. So much is to be gathered from specimens of advertising 
matter attached to the motion papers. 

These articles are designated so as to perform a specific function at times, with 
the result that the word “sanitary” seems to be used in connection with them. 

The plaintiff's trade-mark embodies an expression claimed to have been original 
with the registrant, ““Sani-Brief” ; and that expression is now also used by the de- 
fendant, who makes and sells competitive articles. No issue of priority is raised 
by the answering papers, and it is inferred that, as between these parties, the plain- 
tiff was the first user of this trade-mark, and its sales, so identified, are shown to 
have been made in volume during the year 1942. 

The opposition is based upon two assertions: 

(a) That the trade-mark is invalid since it is descriptive. 

Perhaps the word “Brief” is, as designating an article of apparel of scarcely 
sufficient dimensions to be called a garment. As to “Sani,” the same does not appear 
to be true. At most it is a two syllable abbreviation suggesting sanitary, which is 
an adjective pertaining to the conditions that affect health, particularly with refer- 
ence to dirt and infection ; or that which is free from or designed to obviate influ- 
ences deleterious to health. 

The abbreviation is not descriptive of anything; it is suggestive but not descrip- 
tive. See Henry Muhs Co. v. Farm Craft Foods, Inc., 37 F. Supp. 1013, and Le 
Blume Import Co., Inc. v. Coty et al., 293 F. 344, at page 351, therein cited. 

That which “Sani” suggests is a desirable condition, but how it is brought about 
is not described. 

The plaintiff’s brief (the legal document) is replete with other trade-mark 
registrations embodying “Sani,” and this showing is compatible with the propriety 
of plaintiff’s trade-mark as such. 

The use of “Sani-Brief” by still another manufacturer is not shown to have been 
in connection with these particular articles. The plaintiff’s affidavit is to the con- 
trary. 

(b) That the motion papers fail to show that the articles have acquired, in the 
public consciousness, an identification with the plaintiff, i.e., that the trade-mark is 
not shown to have accomplished the purpose of “signifying the source” (Industrial 
Rayon Corp. v. Dutchess Underwear Corp., 92 F. 2d 33 [27 T.-M. Rep. 665], at 
page 35, 2nd column). 

There is a prima facie showing to this effect, which is deemed sufficient for pres- 
ent purposes, in spite of affidavits to the contrary, cast in the form of conclusions. 

It is thought that the balance of apparent equity lies with the plaintiff, and that 
its trade-mark is entitled to temporary protection, pending trial. Doubtless, if the 
parties cooperate to that end, the cause can be disposed of at the June term. 

Motion granted ; the amount of security to be given by the plaintiff will be fixed 
by the Court if the parties are unable to agree thereto. 

Settle order on two days’ notice. 
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GEMEX COMPANY v. J & K SALES COMPANY, INC. 
No. 667—U. S. D. C. D. R. I1.—May 15, 1947 


TRADE-MARKS—ACQUISITION OF RIGHTS—PrioRITY CONTROLS 


Exclusive rights in trade-mark depend upon priority of use; and with fanciful mark such 


rights accrue as soon as goods bearing it are sold and no particular period of user is re- 
quired. 


TRADE-MaARK INFRINGEMENT AND UNFAIR COMPETITION—INJUNCTION—SCOPE OF RELIEF 
The Court having found that plaintiff’s use of the marks antedated that of defendant 


by eight days at least, plaintiff is entitled to an injunction restraining defendant’s use of 
the same marks as infringements. 


Plaintiff having conceded the innocence of defendant in its infringement, no costs or 
damages will be allowed. 


Suit by Gemex Company against J & K Sales Company, Inc., for trade-mark 
infringement and unfair competition. Judgment for plaintiff. 


Marshall Swan and Swan, Keeney & Smith, both of Providence, R. I., and John C. 
Blair, William C. Conner, and Blair, Curtis & Hayward, all of New York, N. Y., 
for plaintiff. 

Nathaniel Frucht, Providence, R. I., for defendant. 


Hartican, D. J.: 


This is a civil action for trade-mark infringement and unfair competition based 
on plaintiff's common law rights in the trade-marks “Baron” and “Baroness” as 
applied to watch bands or bracelets. 

The plaintiff is a New Jersey corporation having its principal office and place 
of business at Union, New Jersey, and for a long period of time has been engaged 
in the designing, manufacturing and marketing of articles of jewelry including bands 
for men’s and women’s wrist watches. 

The defendant is a Rhode Island corporation having a place of business in the 
City of Pawtucket. It was incorporated January 29, 1946, and for some time prior 
thereto did business under a similar name as a partnership. It finishes stainless 
steel and gold plated watch bands and distributes them to wholesalers and jobbers. 

The sole question here is the priority of use in said trade-marks. 

November 2, 1945, the plaintiff adopted the trade-marks “Baron” for men’s 
bracelets and “Baroness” for women’s bracelets. The men’s bracelets prior to this 
time were sold under the name “Captain.’ 

November 14, 1945, the plaintiff wrote to its attorneys: “We have decided to 
use the trade-marks the ‘Baron’ and the ‘Baroness’ as names for two models of our 
bends... .” 

November 15, 1945, the plaintiff wrote to its advertising agency: “Confirming 
our conversation with Mr. Zee, we have decided to take a chance on the names 
‘The Baron’ and ‘The Baroness.’” The same day it issued a written order to cease 
stamping bracelets with the old trade-mark “Captain” and issued a new instruction : 

“Stamp the Captain Gemex Co. and Quality lengthwise right next to U. S. A. 
stamp” and the men’s bracelets from then until about January 12, 1946, were 
stamped with the Gemex mark until the plaintiff received its “Baron” stamp. 
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November 29, 1945, plaintiff issued a purchase order to a stamp and die works 
which stated : “Make 1 stamp as per our conversation. The Baron Gemex Co. See 
sample for size.” 

December 13, 1945, plaintiff planned production for 1,000 men’s bracelets. 

December 14, 1945, the plaintiff ordered tags reading ‘““The Baron by Gemex” 
and “The Baroness by Gemex” which were to be attached to boxes in which the 
bracelets were to be sold. January 25, 1946, these tags were delivered to the plantiff. 

December 17, 1945, the plaintiff notified its salesmen of its decision to do na- 
tional advertising during the course of 1946 and in a letter stated: “. . . . Weare 
going to concentrate our advertising on the old gold Captain bracelets for men and 
women. Instead of ‘Captain’ it will be called the ‘Baron’ and the ‘Baroness.’ ” 

December 27, 1945, the plaintiff ordered a “Baroness” stamp from the same com- 
pany that it ordered the “Baron” stamp. 

January 12, 1946, the “Baron” die was delivered to the plaintiff and payment for 
it was made by the plaintiff on January 31, 1946. 

January 17, 1946, the plaintiff sold and shipped to Taylor & Co., Houston, Texas, 
six bracelets stamped with the trade-mark “Baron.” 

Andrew J. Fogarty, Assistant Secretary and Assistant Treasurer of the Gemex 
Company, testified as follows: 


235 Q. After the “Baron” stamp was received on January 12th, did you give any 
particular instructions as to the marks which should appear on V-73 (“Baron”) brace- 
lets which were to be shipped from thence forward by your company? 

A. I gave very definite instructions to the shipping department that once we had 
bracelets with the “Baron” trade-mark, we were to suspend shipment of any bracelets 
that were stamped “Captain” or just with the “Gemex” mark. 

236 Q. Why did you do that? Why did you give those instructions? 

A. Because our national advertising campaign was then in progress. We expected 
the ads to be released next month and we wanted every bracelet that we shipped to be 
identified to tie in with the national advertising. 

237 Q. Then your instructions were that if there were bracelets stamped “Baron,” 
that they should be shipped out. Is that correct? 

A. That is correct. 

238 Q. And if there were “Baron” bracelets in existence; that is, bracelets with 
“Baron” stamped on them, would they have been shipped out to fill this order on Janu- 
ary 17th? 

A. They definitely would. 


January 18, 1946, the defendant ordered 3,000 watch bracelet cards in two 
colors marked “Baron by Garreau” and 5,000 cellophane envelopes. These were 
billed on January 28, 1946, to the defendant and the office clerk for the printer 
testified that the above order was shipped on January 28, 1946, 

January 21, 1946, plaintiff sold and shipped one “Baron” bracelet to Taylor & 
Company. 

The plaintiff on January 21 and 22, 1946, held meetings with its salesmen and 
discussed its plans for merchandising the “Baron” and “Baroness” bracelets. 

January 28, 1946, the plaintiff wrote a letter to its representative in San Fran- 
cisco in which it stated : 





’ 
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At our sales meeting last week we discussed our plans for National Advertising as 
well as for the merchandising of the “Baron” and “Baroness” bracelets. . . . 

National Advertising: Full page ads in color will appear in the March, May, August, 
October and December issues of Glamour and also in the April, July, September, No- 
vember and January, 1947 issues of Esquire. Advertisements tying in with the national 
advertising will appear in the trade papers throughout the year and will include in various 
months, two and four page inserts of the national advertising. 


* - * 


Mr. Frizzell has had the gold line out in New York City for two days, which is a 
notably hard market for the sale of high priced merchandise. In these two days he sold 
to the wholesalers a total of $12,500 in gold bracelets, over half of which is represented 
by sales of the “Baron” and “Baroness” bracelets. . . . 


January 24, 1946, the plaintiff sold and shipped two “Baron” bracelets to W. C. 
Snodgrass, Houston, Texas, and one to S. Kamerow, New York City. 

January 24, 1946, The Foxon Company of Providence, R. I., shipped 2,000 
“Baron” tags and 2,000 “Baroness” tags to the plaintiff and on February 24, 1946, 
shipped 19,000 “Baron” tags and 19,000 “Baroness” tags, the order for these tags 
having been received by The Foxon Company on December 21, 1945, from the 
plaintiff. 

The Tasca Jewelry Co. of Providence, R. I., on January 25, 1946, ordered 100 
bracelets from the defendant which were delivered January 26, 1946, and gave its 
check to the defendant in the sum of $125 in payment. 

The testimony of Carlo A. Tasco is not convincing that these 100 bracelets were 
tagged with the “Baron” card of the defendant. 

Henry S. Jablecki, Secretary and Treasurer of the defendant company, testified 
that he received the defendant’s “Baron” cards on January 25, 1946. His testimony 
is in conflict with the testimony of the office clerk of Samuel P. Harris, Inc., which 
printed the defendant’s cards and who testified that January 28, 1946, was the 
shipping date and the billing date of the defendant’s cards. 

January 26, 1946, the plaintiff sold and shipped a “Baron” bracelet to Zale 
Jewelry Company, New York City, and one to Adolph Braude Corporation, Chicago, 
Illinois, and these two bracelets were marked with the trade-mark “Baron” and had 
“Baron” tags on them. 

January 28, 1946, the plaintiff shipped a “Baroness” bracelet to Eisenstadt 
Manufacturing Company, St. Louis, Missouri, on memorandum bill. This bracelet 
was a box which had a “Baroness” tag. 

February 12, 1946, the Eisenstadt Manufacturing Company wrote to the plain- 
tiff: ““. . . . We treated this memo (of January 28) as a regular invoice and ask 
that you kindly do likewise.” 

In February, 1946, the plaintiff mailed to wholesalers throughout the country 
circular letters offering the “Baron” and “Baroness” bracelets. February 23, 1946, 
plaintiff had completely assembled and ready for finishing or polishing 990 
“Baroness” bracelets which were stamped with the trade-mark “Baroness.” 

March 7, 1946, plaintiff sold and shipped one “Baroness” bracelet to Earl Scul- 
ler Co., Columbus, Ohio. 

The plaintiff’s first national advertising of “Baron” and “Baroness” bracelets 
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appeared in the March, 1946, issue of Glamous magazine and its second national 
advertising appeared in the April, 1946, issue of Esquire, both of these being full 
page colored advertisements. 

April 17, 1946, the defendant ordered “Baroness” watch bracelet cards and 
these were billed to the defendant by the printer on April 23, 1946. 

April 26, 1946, the defendant sold thirty-eight dozen “Baroness” gold plated 
watch bracelets to Harkins & Murphy Co., Boston, Mass. This was the first sale 
by the defendant of “Baroness” bracelets. 

During the year 1946 the plaintiff continued its national advertising and ex- 
pended between $45,000 and $50,000 on its “Baron” and “Baroness” trade-marks. 
Its sales “Baron” and “Baroness” bracelets in 1946 amounted to approximately 
$300,000. 

The defendant in 1946 sold a large number of its “Baron” and “Baroness” 
bracelets. It also did considerable advertising of its products in a newspaper and 
by the use of display cards and the mailing of circulars to hundreds of wholesalers 
and jobbers throughout the country. 

I find that as between the plaintiff and the defendant that the plaintiff was the 
first to use and employ the trade-marks “Baron” and “Baroness” on watch bracelets. 

I find that the use of the trade-marks “Baron” and “Baroness” by the plaintiff 
commenced on January 17, 1946 and February 12, 1946, respectively, and their use 
by the plaintiff has been continuous and substantial to the date of the filing of the 
complaint. 

I find that the defendant did not use the trade-mark “Baron” before January 25, 
1946, and the trade-mark “Baroness” before April 26, 1946. 

The oral testimony and documentary evidence convince me that the plaintiff 
has established the right to use the trade-marks “Baron” and “Baroness” as against 
the defendant. 

I find that the defendant has infringed the trade-marks “Baron” and “Baroness” 
and the plaintiff is entitled to an injunction restraining the defendant from applying, 
displaying, advertising, or otherwise using as trade-marks in connection with bands 
or bracelets for men’s and women’s wrist watches the words “Baron” and “Baron- 


In Columbia Mill Company v. Alcorn, 150 U. S. 460, 463, 464, the court said: 


. . . the exclusive right to the use of the mark or device claimed as a trade-mark is 
founded on priority of appropriation; that is to say, the claimant of the trade-mark must 
have been the first to use or employ the same on like articles of production. . . 


The plaintiff’s use of the trade-mark “Baron” commenced at least eight days 
prior to the use of the same mark by the defendant. 
In Walter Baker & Co. v. Delapenha, 160 F. 746, 748, 749, the court said: 


Nor does the fact that the complainant adopted and used its trade-marks but a short 
time before the defendants imported and sold goods bearing like trade-marks, alter the 
situation. The complainant’s rights accrued as soon as it had put goods upon the market 
bearing its trade-marks. Priority of use rather than priority of invention confers the 
right. The right to use does not depend upon any particular period of user; once a trade- 
mark is adopted in good faith and used, the right thereto inures and will prevail against 
any subsequent user. . 
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In Waldes v. International Mfrs’ Agency, 237 F. 502, 505, the court said: 


. . » Yet it is the priority of user alone that controls, even though, when the de- 
fendant comes into the field, it may not be fully established, or may not even be enough 
established to have become associated largely in the public mind with the plaintiff’s mark. 
Kathreiner’s Malzkaffee Fab. v. Pastor Kneipp Medical Co., 82 F. 321, 27 C. C. A. 351; 
Thomas Carroll & Son Co. v. McIlvaine & Baldwin, 183 F. 22, 105 C. C. A. 314; Baker 
v. Delapenha, (C. C.) 160 F. 746. Were it not so, it would be of extreme difficulty to 
show at just what point in time the mark became associated with the maker in enough of 
his customers’ minds to justify the inference that the defendant’s use might have become 


confusing. Therefore, once his use begins, the rest of the public must avoid his fanciful 
mark. 


The plaintiff in its brief states: “....so far as appears, defendant was honest 
in its independent adoption of the same marks, having no knowledge of plaintiff’s 


similar activities.” In view of this statement and the evidence, no costs or damages 
will be allowed to the plaintiff. 


Judgment may be entered in accordance with this opinion. 





A. F. HOLDEN COMPANY v. O’BRIEN Et At. 
No. 6263—U. S. D. C. E. D. Pa.—May 20, 1947 


UNFAIR COMPETITION—TRADE SECRETS—EMPLOYEE CONTRACTS ENFORCEABLE. 
Plaintiff held entitled to contract with employees for non-disclosure of formulae and 


production methods whether they are actually secrets or subject to being ascertained by 
analytical chemists. 


Two-year restriction against working for competitor in employee contract held reason- 


ably necessary to protect employer’s business and goodwill, and neither against public policy 
nor unreasonably restrictive of employee’s rights. 


In the Third Circuit, where the contract is executed, lack of mutuality does not preclude 
injunctive relief. 


Suit by A. F. Holden Company against Thomas F. O’Brien and Kali Manu- 
facturing Co. for injunction. Judgment for plaintiff. 


John D. Myers, Philadelphia, Pa., for plaintiff. 


Thomas A. Galbally and Conard & Middleton, both of Philadelphia, Pa., for de- 
fendant. 


KIRKPATRICK, D. J.: 


In this action, tried to the Court without a jury, the plaintiff seeks to enjoin the 
defendant, its former employee, from working for one of its competitors. There is 
not much dispute about the facts and I affirm plaintiff’s requests for findings of fact 
Nos. 1 to 6 inclusive, 8, 10 to 14 inclusive, 16 to 25 inclusive, 27, 29 to 32 inclusive, 
34 and 35. I also affirm the defendant’s requests for findings of fact Nos. 1 to 11 
inclusive and 17 to 19 inclusive. 


The requests not mentioned in the foregoing are not affirmed. In their place I 
make the following findings: 


The plaintiff's formulae for the heat treating salts manufactured by it are con- 
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fidential. They are not exactly secret, because their physical and chemical composi- 
tion can be and no doubt has been ascertained by competent and analytical chemists, 
though I do not think it can be said that they are common knowledge in the trade. 
In addition, there are some things about the method of making the product which 
are peculiar to the plaintiff. Undoubtedly, a great deal of the secrecy with which 
the plaintiff and other manufacturers surround their products and methods is win- 
dow dressing to give salesmen something to talk about. Even so, it is a private 
matter and the plaintiff is entitled to contract with its employees for non-disclosure. 

Apart from the question of the secrecy of the plaintiff’s formulae and regard- 
less of the fact that he was employed primarily as a manager, the defendant could 
hardly help acquiring a good deal of knowledge of the plaintiff’s methods of doing 
business and of some of its technical practices which a competitor of the plaintiff 
would be glad to get. Besides that, he acted as a salesman of the plaintiff for more 
than six months in Philadelphia and, of course, built up an acquaintance with plain- 
tiff’s customers in that area. 

To the foregoing findings, I add that the restriction against working for a com- 
petitor is reasonably necessary to the fair protection of the plaintiff's business, good 
will and rights and that it does not unreasonably restrict the rights of the employee. 
Nor does it interfere with the interest of the public. 

The defendant has waived any question arising from possible inconsistency, be- 
tween the two contracts executed on the same day and agrees that the two year 
term is in force. 

I affirm all the plaintiff's requests for conclusions of law. 

I affirm the defendant’s first request. I deny all remaining requests, except that 
portion of the second request which reads “The validity of the covenant contained 
in the employment contract designated Exhibit ‘B,’ is determined by the law of Con- 
necticut.” 

The defendant has raised the question of want of mutuality and cites Byram v. 
Vaughn, 68 F. Supp. 981. This is a well considered opinion but, whether because 
the point was not called to his attention or for some other reason, Justice Holtzoff 
does not deal with the fact that the contract was executed—that is, the plaintiff’s 
obligations had been fulfilled. Whatever the law may be in other jurisdictions, it is 
plain that for this Circuit, want of mutuality will not foreclose remedy by injunc- 
tion to the plaintiff where the contract is an executed one. Mississippi Glass Com- 
pany v. Franzen, 143 F. 501. 

Judgment for the plaintiff may be made in accordance with the foregoing. 
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WALTER v. PFISTER HYBRID CORN CO. 
No. 5570—U. S. D.C. N. D. Ohio W. D—January 29, 1947 


CourtTs—J URISDICTION 


Foreign corporation not qualified to do business in the state, in which it has not appointed 


statutory agent to accept service of process, held not subject to suit in federal court merely 
because it does business in the state. 


Neirbo Co. v. Bethlehem Corp. 308 U. S. 165—distinguished. 


Action by Arthur Walter, et al., against Pfister Hybrid Corn Co., et al., for unfair 
competition and trade-mark infringement. Motion of defendants Pfister Hybrid 
Corn Co. and Pfister Corn Co. to dismiss complaint as to them granted. 

See also Trade-Mark Reporter, vol. 37, p. 481. 


Franklin F. Hayward and Lord, Hayward, Smith & Notnagle, both of Toledo, 
Ohio, and M. F. Abrahamson, Naperville, Ill., for plaintiff. 


Frank A. Harrington and Wells, Kelsey, Fuller, Cobourn & Harrington, both of 
Toledo, Ohio, for defendants. 


Kxoes, D. J.: 


By a motion, the defendants Pfister Hybrid Corn Co. and Pfister Corn Co., ap- 
pearing specially and solely for the purpose of contesting the jurisdiction of the 
Court over their person, have moved the Court to dismiss the Second Amended 
Complaint insofar as it relates to them. 


The motion appears to be based on the venue statute, 28 U. S. C. A., Sec. 112, 
which reads, in part, as follows: 


. . . » No civil suit shall be brought in any district court against any person by any 
original process or proceeding in any other district than that whereof he is an inhabitant. . . . 


Plaintiff alleges that the defendants in question are corporations organized and 
existing under and by virtue of the laws of the State of Delaware. Under the law, 
therefore, they are inhabitants or residents of the State of Delaware and, unless 
there can be found some consent to be sued in this Court, the motion must be sus- 
tained. 

Plaintiff alleges in his complaint that the defendants are doing business in the 
State of Ohio. There is no allegation, however, that they have qualified under the 
laws of the State of Ohio to do business here, or that they have appointed any 
statutory agent upon whom service of process might be made. I presume the 
plaintiff relies upon the case of Neirbo Co. v. Bethlehem Corp., in 308 U. S. 165. 
That case held that 28 U. S. C. A., Sec. 112, was purely a venue statute and merely 
conferred a personal privilege upon the defendant corporation which might be 
“. . . . lost by failure to assert it seasonably, by formal submission in a cause, or 
by submission through conduct... .” The Court then held that the designation 
by a foreign corporation in conformity with a valid state law of an agent upon whom 


service of process might be had operated as a consent to be sued in the federal courts 
of that state. 
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There is no authority as far as this Court is advised which goes so far as to 
hold that, by merely doing some business in a state, a corporation thereby consents 
to be sued in the federal courts of that state. Certainly the Neirbo case is not au- 
thority for such a position. 

It appears to me that such a novel doctrine would have many undesirable results, 
e.g., what criterion could be used to determine over how long a period such a con- 
sent should be operative, or, again, in what manner would a corporation which had 
done some business in a state be able to withdraw its consent to be sued in the federal 
courts of that State? 

The Court feels that the motions of the two defendant corporations should be 
sustained, and an order may be drawn accordingly. If plaintiff desires to amend 
his second amended complaint he may do so within five days. 


WALTER, ET AL. v. PFISTER HYBRID CORN CO., ET AL. 
Nos. 5570-5572—U. S. D. C. N. D. Ohio W. D.—March 7, 1947 


CouRTS—PLEADING AND PRACTICE 
On stipulation of parties three similar cases consolidated for purposes of trial; one com- 


plaint dismissed because same defendants named in two cases and substantially identical re- 
lief demand in both. 


Courts—INJUNCTIONS—GENERAL 
Where plaintiffs make outright sale to dealers under contract containing restrictive 
covenant and penalty clause, court will not enforce restrictive covenant by injunction be- 
cause parties agreed that damages were not irreparable but compensable in money and agree- 
ment did not provide for cumulative remedies. 
Court will not enjoin sale by defendants of merchandise not plaintiffs’ to defendants’ 
customers who previously had been supplied with merchandise of plaintiffs. 
CourTs—INJUNCTIONS—SCOPE OF RELIEF 
Defendants will be enjoined from inducing others to terminate contracts with plaintiffs. 
Defendants will be enjoined from using the word “Pfister” as a trade-mark for hybrid 
seed corn or similar merchandise in the territory now and heretofore served by plaintiffs in 
the State of Ohio. 
Defendants enjoined from using “Pfister” and confusingly similar terms on labels, pack- 
ages, advertising, etc., and ordered to deliver up such infringing material for destruction. 


Actions for unfair competition and trade-mark infringement by Arthur Walter 
et al. against Pfister Hybrid Corn Co. et al. Judgments in part for plaintiffs and in 
part for defendants. 

See also Trade-Mark Reporter, vol. 37, p. 480. 


Franklin F. Hayward and Lord, Hayward, Smith & Notnagle, both of Toledo, 
Ohio, and M. F. Abrahamson, Naperville, Ill., for plaintiff. 

Frank A. Harrington and Welles, Kelsey, Fuller, Cobourn & Harrington, both of 
Toledo, Ohio, for defendants. 


Kvoes, D. J.: 


The rather complicated facts have been fully set forth in the briefs herein, and 
hence will not now be reviewed. 
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In case No. 5570, the following defendants were named: Pfister Hybrid Corn 
Company, Pfister Corn Company, Lester Pfister, Garrett A. Fitzwater, Harold M. 
Dunipace, Esco E. Wiseman, Robert Warns, and Edwin Franz. 

In case No. 5571, Benjamin C. Kreis, a.k.a. B. C. Kreis, Route 2, Marion, Ohio, 
was named as the defendant. 

In case No. 5572 Harold M. Dunipace, Esco E. Wiseman, Robert Warns, and 
Edwin Franz were named as the parties defendant. 

Because the facts were somewhat similar, and the relief demanded was some- 
what common in each of the cases, at the hearing on preliminary injunction wherein 
much testimony was offered, it was stipulated that the cases might be consolidated 
for the purpose of trial. At the close of the hearing on preliminary injunction, the 
Court indicated that case No. 5571, involving defendant Benjamin C. Kreis, might 
be dismissed. Upon a review of the whole case, and after final hearing, and espe- 
cially in view of the conclusions hereinafter arrived at, the Court sees no reason to 
change his view with reference to case No. 5571, and hence the complaint in this 
case is ordered dismissed. 

The individual defendants named in case No. 5572 are also individual defendants 
named in case No. 5570. The relief demanded in case No. 5572 is substantially 
identical with the relief demanded in case No. 5571. In view of the allegations 
made and relief demanded against these same defendants in case No. 5570, the 
Court sees no reason why the complaint in case No. 5572 should not be ordered dis- 
missed. 

Under date of January 29, 1947, the Court filed its Memorandum Opinion in 
case No. 5570, in which it sustained the motions of the two defendant corporations, 
the Pfister Hybrid Corn Company and the Pfister Corn Company, and ordered the 
second amended complaint dismissed insofar as it related to these two corporations. 
Plaintiffs have interposed a motion for rehearing of the motion of the corporate 
defendants to dismiss, and that motion is overruled. 

The complaint against the individual defendant Lester Pfister, in case No. 5570, 
was ordered dismissed as to this individual defendant, for the reason that no proper 
service had been obtained upon him. 

The case now stands as Arthur Walter, et al., Plaintiffs v. Garrett A. Fitzwater, 
Harold M. Dunipace, Esco E. Wiseman, Robert Warns, and Edwin Franz. To the 
second amended complaint, the individual defendants, Harold M. Dunipace, Esco 
E. Wiseman, Robert Warns, and Edwin Franz, have filed their answer and counter- 
claim. The individual defendant Garrett A. Fitzwater has filed his answer, and the 
plaintiffs have filed their answer to the counterclaim of the named individual de- 
fendants. Defendant Fitzwater was a salaried employee of plaintiffs up to the time 
that he severed his connections with them and the events complained of transpired. 
His relations with plaintiffs existed under a one year contract, which is set forth as 
Exhibit A in the original complaint in case No. 5570. 

The individual defendants Dunipace, Wiseman, Warns, and Franz were “Deal- 
ers” of plaintiff company under a so-called “Franchise Agreement,” a copy of which 
is attached to the original complaint in case No. 5570. Plaintiffs press their claim 
that the restrictive covenant in this agreement is valid and enforceable as against 
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these four individual defendants. They contend that the farmer customers supplied 
with plaintiffs’ hybrid seed corn through these four dealers are the customers of 
plaintiffs. The Court is still unable to agree with the latter contention. The deal- 
er’s contract, section 16, specifically provides as follows: 


Neither said Dealer nor any of his agents or employees shall in any manner be deemed 
or held to be employees of the Arthur Walter Seed Company, .. . 


The very terms of the contract indicate that the dealer was to be an outright pur- 
chaser of the estimated number of bushels of hybrid seed corn to be required for a 
particular season, and on this purchase he was to receive a 15% rebate from the re- 
tail price to be set by plaintiffs. The dealer had the contact with the farmer cus- 
tomers—the plaintiffs had not. The dealer was responsible to the farmer cus- 
tomers—the plaintiffs were not. The farmer customers, in the opinion of the Court, 
were the customers of the dealers, and not the customers of the plaintiffs. 

Plaintiffs seem to place great reliance on the case of Briggs v. Butler, 140 C. S. 
499, in support of their contention that the restrictive covenant in the Dealer’s con- 
tract is valid and enforceable. It may be pointed out that that case differs substan- 
tially from the case at bar, in that the agreement between the plaintiff company and 
Charlotte Meyers Butler, the defendant, specifically provided that: 


The company hereby employs hostess, and hostess accepts the employment, to act for it 
in the capacity of hostess in Toledo, Ohio, the terms and conditions of said employment 


The defendant in that case, by the terms of the written contract, was employed 
by the plaintiff company, and there was no question but that the relationship of 
employer and employee obtained throughout. 

At page 502, paragraph 9, we find the following : 


A breach of the foregoing good will clause of this contract by the hostess would result 
in substantial damages to the company, but same might be incapable of exact proof. 
Therefore, if hostess should breach said clause she will pay the company, as liquidated 
damages, the sum of $3,000 for each and every city, town or other place in which she com- 
mits said breach, it being agreed that the above sum is reasonable and fair. It is agreed 
and understood, however, that this provision for liquidated damages is cumulative and does 
not exclude the remedy by injunction or other remedy the company may be entitled to... . 
(Emphasis supplied.) 


It will be observed that section 14 of the dealer’s agreement in the case at bar 
reads as follows: 


In the event of cancellation of this Agreement by either party, the Dealer shall be paid 
and hereby agrees to accept ten (10) per cent of the selling price on all seed reserved 
with Dealer on Company order forms signed by the customer and which is later delivered 
by the Company, in full settlement of all obligations on the part of the Company and 
Dealer further agrees not to take orders for, sell or deliver for, or represent, directly or 
indirectly any other hybrid seed corn producer or company in territory covered by this 
agreement for a period of one year after effective date of cancellation unless written 
release from this provision is received from Company. Jn the event of violation of this 
agreement Dealer releases Company from all claims for compensation due on orders taken 
but not delivered by him (emphasis supplied). 














484 THE TRADE-MARK REPORTER 37 T.-M. Rep. 

It thus appears that the parties, by agreement, have provided for the penalty 
that the individual defendants were to pay in event they violated the restrictive 
covenant after severing their connections with the company. 

The Court is of the opinion that he would err if he would attempt to enforce the 
restrictive covenant by way of injunction. The Court is further of the opinion that 
he would err if he attempted to enjoin the individual defendants from selling hybrid 
seed corn obtained from some other producer to the farmer customers of these de- 
fendants who have heretofore been supplied with hybrid seed corn produced by 
plaintiffs. 

The Court is of the opinion that the temporary injunction heretofore entered 
ought to be made permanent, and that defendants Garrett A. Fitzwater, Harold M. 
Dunipace, Esco E. Wiseman, Robert Warns, and Edwin Franz, their respective 
agents, servants, employees, and attorneys, and each of them, should be permanently 
enjoined and restrained from directly or indirectly, individually or in concert, sug- 
gesting to, persuading, inducing, soliciting, or assisting any persons now holding 
contracts as Dealers with the plaintiffs to terminate their respective contracts. 

Plaintiffs contend that, in the summer of 1946, while still in plaintiffs’ employ, 
the defendant Fitzwater conceived a plan to appropriate to his own use the business 
and good will of plaintiffs ; that this plan contemplated the sale of another hybrid 
seed corn through those Dealers of plaintiffs who might be induced by Fitzwater to 
switch their allegiance from the plaintiffs ; that, in furtherance of his plan, Fitzwater 
entered into arrangements with the Pfister Hybrid Corn Company of Illinois to 
supply him with the necessary hybrid seed corn; that he approached the other in- 
dividual defendants and secured their assistance and cooperation in the development 
of his scheme, and that these individual defendants thereupon entered into an active 
campaign to induce plaintiffs’ other Dealers to abandon plaintiffs and join them in 
the carrying out of this scheme; that, in furtherance of this plan, and through the 
efforts of these individual defendants, they successfully induced at least fifteen of 
plaintiffs’ Dealers to cancel their Dealer agreements and to undertake to sell the 
Hybrid Company corn as Pfister corn. Plaintiffs further claim, and the record sup- 
ports this contention, that defendants are securing orders and are preparing to de- 
liver said corn in bags bearing the trade-mark “Hybrids by Lester Pfister,” and 
that, therefore, there is a threatened infringement of plaintiffs’ trade-mark. 

Plaintiffs further contend unfair competition by defendants through the use of 
the name “Pfister” in the solicitation and sale of the hybrid seed corn that the in- 
dividual defendants have contracted to sell to farmer customers in the State of 
Ohio during the season of 1947 ; that confusion resulting from the use of the name 
“Pfister” by both plaintiffs and defendants is not only certain to follow but is vir- 
tually admitted by the defendants in their answers. 

With these contentions the Court agrees, and permanent injunction may there- 
fore issue enjoining the defendants from using the word “Pfister” as a trade-mark 
for hybrid seed corn or other merchandise of substantially the same descriptive 
properties in the territory now and heretofore serviced by the plaintiffs in the State 
of Ohio, and from using in-connection with hybrid seed corn, or in the sale or ad- 
vertising thereof, any labels, signs, prints, packages, receptacles, circulars, wrap- 
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pers, pamphlets, or the like, bearing the words “Hybrids by Lester Pfister” or 
“Pfister Hybrids,” or any reproduction, counterfeit, copy, or colorable imitation 
thereof, and from using, in any manner, on or in connection with, hybrid seed corn, 
or in the sale or advertising thereof, the word “Pfister.” The defendants are fur- 
ther ordered to deliver up or suffer to be destroyed all labels, signs, prints, packages, 
wrappers, or receptacles in their possession bearing the trade-mark of plaintiffs, or 
any reproduction, counterfeit, copy, or colorable imitation thereof, including any 
such articles bearing the label or phrase “Hybrids by Lester Pfister.” 

At the trial of the case, it was agreed by the parties that, if the Court were dis- 
posed to favor the plaintiffs’ contentions, the question of damages flowing from 
any unlawful interference with the plaintiffs’ property rights in and contracts with 
their Dealers would be withheld and disposed of at some future time in a manner 
agreeable to counsel and under the direction of the Court. In this connection, it 
may be pointed out that, while the defendant Fitzwater was a salaried employee of 
plaintiffs and therefore more vulnerable to a charge of switching Dealers theretofore 
referred to him by plaintiffs, or secured by him as an employee of plaintiffs, yet the 
possible liability of the other individual defendants for their part in the alleged con- 
spiracy to deprive plaintiffs of their Dealers may be weakened because of the posi- 
tion that they occupied as non-employees of plaintiffs, and the element of damage 
may be more speculative as applied to them. 

Plaintiffs may prepare and file Findings of Fact and Conclusions of Law drawn 
in accordance with this Memorandum Opinion within five (5) days, and the de- 


fendants may file their exceptions or suggested additions thereto within five (5) 
days thereafter. 


KHAN v. LEO FEIST, INC., et At. 
No. 32-465—U. S. D. C. S. D. N. Y.—February 24, 1947 


CopyRIGHT—T ITLE—ASSIGNMENT 


As against third party infringer, written assignment, executed in 1945, confirming oral 
assignment to plaintiff in 1943, held adequate to support United States copyright registration, 
secured in 1945, on basis of Trinidad copyright registration, secured in 1943. 

BritisH CopyricgHtT Act—ASSIGNMENT 

As against third party infringer, the statutory requirement of a written assignment under 
British Act held fulfilled by oral assignment subsequently confirmed by writing and such 
assignment operates as of date of prior oral assignment. 

CopyRIGHT—SuBJECT MATTER 
Question in each case is whether publication taken as a whole has a libidinous effect. 
Words of plaintiff’s song held not inherently salacious, immoral and lewd. 
CopyRIGHT INFRINGEMENT—DEFENSES—LACHES 
Plaintiff who served protest within three months of notice of infringement and brought 
suit six weeks after securing United States copyright held not barred by laches. 
CopyrIGHT INFRINGEMENT—DEFENSES—INTENT 
Intent of infringer is not material. 
CopyrRiGHT INFRINGEMENT—DAMAGES 


As the statutory minimum damages of $250 would not compensate plaintiff in view of 
extent of defendants’ profits from the infringement, accounting will be ordered. 
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Suit by Mohamed H. Khan against Leo Feist, Inc., Paul Baron, Morey Ams- 
terdam, and Jeri Sullavan for copyright infringement. Judgment for plaintiff. 


Emil K. Ellis, New York, N. Y. (Myron A. Ellis, New York, N. Y., and Abraham 
J. Heller of counsel) for plaintiff. 


Julian T. Abeles, New York, N. Y. (Benjamin G. Weil of counsel) for defendants. 
Byers, D. J.: 


The plaintiff alleges infringement by the defendant of the former’s copyright of 
the words and lyrics of the song “Rum and Coca-Cola” contained in a booklet called 
“Victory Calypsoes, 1943 Souvenir Collection” published and copyrighted in Trini- 
dad, B. W. I., on March 1, 1943. 

The plaintiff obtained a United States copyright for the booklet on June 29, 
1945, following an ad interim copyright of May 1, 1945, granted pursuant to Presi- 
dential proclamation of March 14, 1944, extending the time of a national of Great 
Britain to comply with the provisions of the applicable portion of the United States 
Copyright Statute (17 U. S. C. A. § 8), the required reciprocal recognition benefits 
of copyright between the United States and Great Britain being present. 

The booklet is a modest paper-bound 28-page affair containing the lyrics of this 
and other songs which were rendered by Calypso singers in tent shows on the Island 
of Trinidad during 1942 and 1943. 

The defendants obtained a United States copyright for their song “Rum and 
Coca-Cola” in December of 1944, first in the name of defendant Amsterdam, and 


later in the joint names of himself and the other individual defendants, the copy- 
right notice reading : “Copyright 1944 Leo Feist, Inc., 1619 Broadway, New York, 
N.S 

The infringement here charged has to do with the chorus of these two songs, which 
may be compared for convenience as follows: 


Plaintiff's Work 


They buy rum and coca-cola 
Go down Point Cumana 

Both mother and daughter 
Working for the Yankee dollar 


Defendants’ Work 
Drinkin’ Rum and Coca-Cola 
Go down “Point Koomahnah” 
Both Mother and Daughter 
Workin’ for the Yankee Dollar. 


Also the first verses as respectively printed may be compared as throwing light 
upon defendant Amsterdam’s assertion of original composition : 


Plaintiff's Work 
Since the Yankees came to Trinidad 
They have young girls going mad 
The young girls say they treat them nice 
And they give them a better price. 
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Defendants’ Work 


Since the Yankee come to Trinidad 
They got the young girls all goin’ mad 
Young girls say they treat ’em nice 
Make Trinidad like Paradise 


The complaint was filed August 10, 1945, forty-two days after the plaintiff ob- 
tained his United States copyright. 

In addition to denials, the answers of the defendant, which are uniform, assert 
the following defenses: 

First: Failure to state a claim upon which relief can be granted. 

Second: “Plaintiff’s work is inherently salacious, immoral and lewd,” and is not 
subject to copyright protection. 

At the trial the following defenses were added without objection: 

Third (as a partial defense): In effect, that plaintiff’s copyright being for a 
book, the only protection afforded was against printing, reprinting, etc., after March 
13, 1945. 

Fourth: Laches creating estoppel. 

Fifth: Plaintiff does not have title to the alleged copyright or the rights there- 
under which said defendant is alleged to infringe. 

Whether plaintiff has indeed deraigned title to the copyright upon which he relies, 
requires consideration at the threshold of his case. 

The United States copyright depends for its legal efficacy upon that which was 
granted in Trinidad, and since the plaintiff was not the author of the literary achieve- 
ment in question, it becomes necessary to inquire whether he was the “copyright 
owner or proprietor” of the work first produced or published in Trinidad, according 
to the statutory requirement, in order that the Presidential proclamation might 
operate in his favor. Attention is thus drawn to the copyright law of England as it 
applied to the English possession known as Trinidad, when the plaintiff’s rights are 
said to have arisen. 

The British Copyright Act of 1911 has been offered in evidence, and according 
to its terms, copyright subsists throughout His Majesty’s Dominions to which the 
Act extends, in literary work, if so published. 


. “copyright” means the sole right to produce or reproduce the work or any sub- 
stantial part thereof in any material form whatsoever, . .. . 


Certain other material provisions will be quoted: 


5.—(1) Subject to the provisions of this Act, the author of a work shall be the first 
owner of the copyright therein: 

Provided that— 

ee ae 8 

(b) where the author was in the employment of some other person under a contract 
of service or apprenticeship and the work was made in the course of his employment by 
that person, the person by whom the author was employed shall, in the absence of any 
agreement to the contrary, be the first owner of the copyright, but where the work is an 
article or other contribution to a newspaper, . . . . (not material here). 

(2) The owner of the copyright in any work may assign the right, either wholly or 
partially, and either generally or subject to limitations to the United Kingdom or any self- 
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governing dominion or other part of His Majesty’s dominions to which this Act extends, 
and either for the whole term of the copyright or for any part thereof, and may grant any 
interest in the right by license, but no such assignment or grant shall be valid unless it is 
in writing signed by the owner of the right in respect of which the assignment or grant 
is made, or by his duly authorized agent; 


27. The Legislature of any British possession to which this Act extends may modify 
or add to any of the provisions of this Act in its application to the possession, but, except 
so far as such modifications and additions relate to procedure and remedies, they shall 
apply only to works the authors whereof were, at the time of the making of the work, 
resident in the possession, and to works first published in the possession. 


The provision just quoted would seem to mean that, if Trinidad, being a British 
possession, chose to, it could modify or add to the provisions of the Act in respect 
of matters other than of procedure and remedies, i.e., matters of substance, such 
perhaps as the requirement that an assignment of copyright be in writing, according 
to section 5 above; the plaintiff relies upon Barnett v. Glossop, 1 Bingham’s New 
Cases 633, to sustain its contention that the requirement is merely procedural. 

It is not disputed that the Copyright Act of Great Britain was adopted in Trini- 
dad and a Copyright Ordinance was duly enacted (Chapter 31, Number 16—Re- 
vised Ordinances of 1940, Trinidad and Tobago) as follows: 

1. This ordinance may be cited as the copyright ordinance. 
2. In this ordinance, infringement, when applied to a copy of a work in which copy- 


right subsists, means any copy including any colorable imitation made or imported in 
contravention of the provisions of this ordinance. 


3. Three printed or lithographed copies of the whole of every book . . . ., which 
shall be printed or lithographed in the Colony . . . ., shall, within one month after the 
date on which any such book shall first be delivered out of the press, and notwithstanding 
any agreement (if the book be published) between the printer and the publisher thereof, 
be delivered free of any charge, claim, or demand whatsoever by the printer, bound, sewed, 
or stitched together and upon the best paper on which the same shall be printed or litho- 
graphed, to the Colonial Secretary. . . . The Colonial Secretary shall thereupon give a 
receipt in writing for the copies so received. 

It is not argued for plaintiff that the law-making body of Trinidad exercised 
the power conferred by Section 27 of the British Act to modify the requirement of 
Section 5 thereof, that a valid assignment of copyright was required to be in writing. 

With this understanding of the law, it now becomes necessary to state the ma- 
terial facts. 

One Rupert Grant, who was a singer in the Calypso tent operated by the plaintiff, 
and who used the designation of “Invador” as his platform name, composed the 
song in question, during the month of February, 1943, in Port of Spain, Trinidad. 

The word “Calypso” is of obscure and uncertain origin and seems to have come 
by no well defined pathway, to be the accepted designation of an institution of un- 
certain age, made up of native singers and their songs; the former are commenta- 
tors upon transient events of interest to the natives, and render their observations 
in lyrical form, embodied in simple melodies which have not changed basically 
through the years, although there has been some accretion by way of variation. 
Frequently the hearers join in singing of the chorus or theme of a given song. 

Thus the songs and the singers constitute Calypso, the combination having come 
to be identified with Trinidad ; of recent years audiences have included not only the 





37 T.-M. Rep. KHAN v. LEO FEIST 489 


natives who perhaps lack other means to inform themselves upon contemporaneous 
events, but visitors to the Island, and others who have become interested in the 
manners and customs of the inhabitants. The influx of American civilians and 
members of the armed forces began late in 1941, and grew apace in 1942. It was 
in the latter year that the “Yankee dollar” began to play an important part in the 
every-day lives of the people, and the presence in the Calypso tents of many of 
those who were responsible for its advent also served to widen the audience, and 
spread the influence of the Calypso singers. 

The plaintiff, in whose tent Grant performed, testified that Calypso songs as 
a rule were first submitted to him, and by him to a board of censors of whom the 
Commissioner of Police is chairman, before public performance was permitted by 
him; that such was the case in connection with ‘Rum and Coca-Cola”; that is, in 
February of 1943 Grant submitted this proposed song to him on handwritten sheets. 
That plaintiff mentioned his intention to get out the said booklet, and “. . . . he 
(Grant) wants me to include that in the booklet, so I told him first I have to sub- 
mit it to the Board of Censors and after they have approved it I will send it to the 
printer, I will print it, and we will have everything done there, and he agreed.” 

Q. What did Mr. Grant say about your right to use the song in the book? A. He 
said “You can do whatever you want to with it, you have my permission.” 


Q. Was anything said about what Mr. Grant was to receive? A. Yes, he was to get 
the profits, whatever the results of the sale of that booklet were, down there in Trinidad. 


He gave me permission to publish the song in the booklet, and the profits of the sale 
of the book in Trinidad will be divided pro rata according to the songs of each individual 
of those that are in the book, and he agreed. 


Thereafter the plaintiff took this song, then on typed sheets, along with other 
matter, to the printer. Plaintiff’s Exhibit 1 was the result, namely, the booklet in 
question. On the front cover appears the following: 


VICTORY 
Calypsoes 
1943 


SOUVENIR COLLECTION 
Published by 
Lion and Atilla 
Price 50c 
All Rights Reserved by M. H. Khan 


On the back cover the legend at the bottom is: “Printed by the Caribbee Print- 
erie, 46 Henry St. P. O. S. A. T. Pollonais, Prop; for Victory Calypso Tent, 95 
Edward Street, M. H. Khan lc Norfolk St., Belmont, P. O. S., Trinidad, B. W. I.” 

Plaintiff’s Exhibit 2 is a Certificate by the Acting Colonial Secretary, dated 
March 1, 1943, addressed to the plaintiff, stating that in accordance with the re- 
quirements of “Section 3 of Ch. 31 No. 16” the receipt of three copies of “Victory 
Calypsoes—1943 Souvenior Collection—published by Lion and Atilla” is acknowl- 
edged. 
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That is accepted, together with plaintiff’s Exhibit 3, as proof of compliance with 
the ordinance in question as to the booklet, plaintiff’s Exhibit 1. 

Khan testified that he did the mailing of the three copies, acting for the printer, 
and I digress to observe that no time need be wasted in discussing the defendants’ 
contention that the mailing was required to have been done by the printer, himself. 
: Obviously the latter could have accomplished that purpose through any agency that 
he chose. The important fact is that the copies were filed on behalf of the person 
charged with responsibility for that task. 


: To resume as to the arrangement between Grant and the plaintiff : 
The former’s testimony as to his conversation with Khan is as follows: 


Q. Will you state the conversation you had in Mr. Khan’s office? A. We went in 
i Mr. Khan’s office, in the front room of his house, and Mr. Khan said, “Well, Invador, 
. I am very much impressed about that song; all your songs, but I think that is the one 
for the booklet.” 
Q. Which one? A. “Rum and Coca-Cola.” 

Q. Then what did you say and what did he say? A. I asked Mr. Khan where do I 
come in. He said, “I fill the booklet with the songs.” I said, “If you put my song in 
that booklet what would I get?” He then told me, you know, many other singers, about 
four other singers—Atilla, Lion, Radio and Ruin and myself at the time. “If I put it in 
this book you would get a sixth of the profits of it,” and he said, “but under these condi- 
tions: you have to give me all rights, because when I am printing the book I am going 
to put ‘All Rights Reserved to M. H. Khan.’” I asked him, “Does that jeopardize me 
and my song?” He said, “No, it will be mine, but it is for your protection.” He said 
I have to give him all rights to copyright the song. When he told me it is for my pro- 
tection, I said, “All right, Mr. Khan, I will give you all rights to print, copyright and 
everything.” That was the conversation between us... . 

Q. Have you ever given anybody any rights to the use or publication of the song 


“Rum and Coca-Cola,” prior to your having given them to Mr. Khan? A. No, I never did 
give them to nobody. 


On cross-examination he said: 


Q. Didn’t you show him (Link, the Feist General Manager) the paper so you could 
convince him you owned the rights to the song? A. I don’t own no rights. I convinced 
him nothing, because I own no rights to the song. . . . 

Q. Did you retain Mr. Ellis to represent you in the matter? A. Yes, sir; I don’t 
remember if I saw this letter. 

Q. But you authorized him to represent you? A. That is right. 

Q. And to make a claim on your behalf? A. Yes, on my behalf... . 

The Court: Mr. Witness, I do not know whether you understand these questions or 
not, and perhaps you do not. Counsel is trying to get you to say you tried to convince 
h him you had the sole interest in this song. Did you try to convince him of that? 

The Witness: I never did, your Honor. 

The Court: Did you try to convince anybody in his presence of that fact? 
i The Witness: No, sir. If I told him, I told him I sold Mr. Khan all the rights. 
i That is what I told Mr. Harry Link. 


On redirect examination, he said: 


Q. Did you discuss with Mr. Khan whether you would make a new arrangement— 
a discussion about a new arrangement? A. I told him when we come to America we will 
have to make a new arrangement regarding the American percentage for the rights. 
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The next step in the recital is the execution of a document by Grant, in the office 
of plaintiff’s attorney, dated April 16, 1945, being Exhibit 17, as follows: 


Know all men by these presents that I, Rupert Grant, of Port of Spain, Trinidad, have 
heretofore assigned and do, by these presents, assign to Mohamed Khan of Port of Spain, 
Trinidad, his heirs, executors, administrators and assigns, all my right, title and interest 
in and to the words and lyrics of a certain song created and written by me entitled “Rum 
and Coca-Cola” including the right to apply for a copyright thereof in Trinidad, the 
United States of America and any other country in the world and complete and unre- 


stricted rights of publication, private and public performances and mechanical and electrical 
reproductions or otherwise. 


The transfer of title to the said song and the rights herein granted are subject to the 
terms of an agreement defining the respective interests of the undersigned, Mohamed 
Khan and others in the proceeds of a claim and suit to be brought for infringement of the 
copyright of the said song obtained by Mohamed Khan in Trinidad. This assignment is 
an affirmation of a previous oral assignment of said rights to Mohamed Khan but does 
not, in any way, change or affect the respective interests of the undersigned, Khan and 
others as expressed in writing in an agreement with Emil K. Ellis, Esq., attorney, of 1270 
Sixth Avenue, New York, N. Y. 


In Witness Whereof, I do hereby set my hand and seal this 16th day of April, 1945. 
Emil K. Ellis 


Witness Rupert GRANT 


The concluding clause has reference to an agreement of retainer of plaintiff’s at- 
torney, upon a contingent fee basis, which is defendants’ Exhibit J. 

The defendants argue that since the verbal assignment from Grant to plaintiff 
does not constitute a valid assignment of copyright according to the quoted require- 
ments of the British Copyright Act, there was no assignment prior to the 16th of 
April, 1945, and consequently the plaintiff was not the copyright owner on March 
1, 1943, and the registration in Trinidad must be treated as a nullity, which means 
that the United States registration entirely falls for lack of legal basis to support it. 

This argument might be impressive if it could be seen that Grant released his 
song from copyright protection by singing it in plaintiff’s Calypso tent on March 1, 
1943, and for a week thereafter ; also in many other public places in Trinidad during 
the ensuing months. 

The evidence will not sustain that conclusion. The testimony is convincing that, 
as between Grant and Khan, there was a clear understanding that the song should 
enjoy the protection of copyright in Trinidad, and it was publicly rendered on March 
1, 1943, the date of the publication and initial sales of the booklet. The words on 
the cover “All Rights Reserved by M. H. Khan” are consistent only with the re- 
stricted nature of the publication which he and Grant stated on the witness stand. 

The vogue which the song obtained caused it to be widely taken up and repeated 
among the populace of Trinidad, but it did not lose its status as a copyrighted song 
and so enter the public domain in the sense that Amsterdam who visited the island 
in September of 1943 was at liberty to lift it therefrom and come back to the United 
States and there obtain, directly or with others, the right to procure copyright pro- 
tection for that which he chose to assert was original with him. 

The requirement for a written assignment dated March 1, 1943, would be im- 
portant if Grant were to seek redress from Khan as for copyright infringement 
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prior to April 16, 1945, and the latter were to rely upon the invalidity of the oral 
assignment ; but that is not this case. Here the written instrument of April 16, 
1945, is not assailed for inherent incapacity to accomplish the purpose stated in the 
first paragraph ; nor is any reason perceived for failing to accord efficacy to its con- 
firmatory purpose. So far as these defendants are concerned, there is no showing 
of cause to confine it to prospective operation as of the day it bears date. 

The defendants’ copyright had long prior thereto been registered, and the sale 
of copies of their song “Rum and Coca Cola” had attained volume late in 1944 and 
early in 1945. The defendants’ brief states, however, that it was a dead issue by 
August 10, 1945, when the complaint was filed. 

I can see no just reason for deciding the issues in this case upon the theory that 
it was not open to Grant at any time to confirm in writing so as to meet the require- 
ments of the British statute, that which he said he accomplished on or about March 
1, 1943 ; namely, the assignment of the copyright of his song “Rum and Coca-Cola” 
to the plaintiff Khan. If this is a sound construction of the evidence, it results that 
the registration of copyright in Trinidad on March 1, 1943, was adequate to confer 
upon this plaintiff the status of copyright owner and to support his copyright reg- 
istration in the United States, as against these defendants. 

Clementi v. Walker (1824), 2 Barnewall & Cresswell Reports 861, and Jn re 
Jude (1907), 1 Chan. Div. 651, are said to militate ugainst this view. If, in the 
first, the instrument executed in 1822 by the composer had in terms been in affirma- 
tion of his earlier agreement with the plaintiff in 1814, whereby he sought to render 
the assignment effective as of that date, the point here involved would have been 
presented for decision ; the opinion does not treat of that subject, and apparently the 
decision is, that since the 1814 publication in England was not that of the com- 
poser, the plaintiff acquired no rights until 1822, and the intervening conduct of the 
defendant in procuring in France a copy of the musical work which the composer 
had there caused to be published, and then publishing it in England, was “unexcep- 
tional” ; that is, British interests were promoted thereby. 

Why they would not have been equally promoted by the plaintiff's 1814 publica- 
tion is not discussed. The case is an interesting commentary upon the need for 
international copyright protection some 123 years ago, but is not dispositive of this 
controversy. 

The second case decides that the agreement relied upon to defeat the composer’s 
copyright did not constitute an assignment to the defendants and their predecessor 
in title, but rather a license to printer and publish a volume or collection of plaintiff's 
compositions, leaving the copyright in him. 

The statutory requirement for a written assignment is too clear for discussion 
and these cases add nothing to it, for such has been the law of England at least since 
the Statute of Anne (8 Anne Ch. 19). The present issue is merely whether, as be- 
tween these parties, a written assignment may be deemed to have been established 
as of March 1, 1943, although not dated until over two years thereafter, where the 
composer clearly stated that to be his purpose, and both parties acted in accordance 
with that understanding. In resolving that issue in plaintiff’s favor, it would seem 
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that the cause of justice is served, and that the purely statutory rights involved are 
not attenuated by giving them a strained or unnatural construction. 

The plaintiff argues that by implication the Trinidad Ordinance modified the 
British Copyright Act in respect of the status of an author who is not his own 
publisher, in that, while under the British statute he is the first owner of the copy- 
right by virtue of his authorship, and can part with that only by written instrument, 
in Trinidad the necessary meaning of the Ordinance is that the author does not be- 
come entitled to copyright until he publishes, after composing; that before pub- 
lishing, he can orally assign his inchoate copyright, so to speak, and vest it in another 
as publisher, which is what Grant must be held to have done here; and that the 
parol assignment was therefore sufficient in view of this asserted difference be- 
tween the copyright laws of Great Britain and the Ordinance of Trinidad. In other 
words, the distinction is said to be clear between the assignment of the right to ob- 
tain copyright, and the assignment of a copyright itself once it has come into exist- 
ence. 

Such perhaps is the theory of paragraph 4 of the complaint. 

I should suppose that so fundamental a modification as to postpone the crea- 
tion of copyright from the act of authorship to the act of publication, if intended, 
would be stated in plain language, and not left to inference arising from Section 
3 of the Ordinance, which seems to be addressed to the necessity for filing three 
copies of a copyrighted work with the Colonial Secretary. Absent such a provision, 
there would seem to be no public office in which copyrighted works could be de- 
posited or registered. It seems unnecessary to flatly accept or reject this conten- 
tion, which I do not mean to decide, since the plaintiff’s rights are recognized on the 
ground already stated. 

As an alternative theory, the plaintiff also argues, although he does not so plead, 
that Grant should be deemed to be “in the employment of some other person (Khan) 
under a contract of service,” and that the song in question constituted “work (that) 
was made in the course of his employment by that person . . . .” and that Khan, 
in the absence of contrary agreement, is the first owner of the copyright, within the 
purview of Section 5 (1) (b) of the British Copyright Act above quoted. 

Since the issue was not tendered, and can scarcely be deemed to have been ex- 
plored in the testimony, it seems hardly to justify determination on the theory that 
a motion is pending to conform the pleadings to the proof. 

Such a cause ought to be separately averred, since if the plaintiff were to prevail 
on that theory, the necessity for an assignment of the copyright would not be pres- 
ent. It may be that adequate testimony could be adduced to justify the conclusion 
that the proprietor of a Calypso tent acquires the equivalent of shop-rights in the 
creations of his singers ; that the latter really enter into a “contract of service,” not 
a contract “for services,” and that their compositions become part of their employ- 
er’s stock in trade as distinguished from compositions by the conductor of an orches- 
tra employed by a music-hall proprietor, as in Eaton v. Lake, 20 Law Reports, 
Queens Bench Div. 378. 

The present comment is that the evidence is deemed insufficient, in this case, to 
grant relief to the plaintiff on this particular theory. 
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The defendants urge that, since the names “Lion and Atilla” appear on the 
front cover of Exhibit 1, under the words “Published by,” they should be parties to 
the cause as either licensees, or the ostensible copyright owners. That argument 
ignores the words “All Rights Reserved by M. H. Khan” and the testimony which 
has been quoted above as to the dealings between Grant as composer and Kahn, 
concerning the copyright. 

Nor is it necessary to comment at length upon the statements made by Grant in 
an interview with Link, General Manager of Feist, which was sought and arranged 
by him. Grant asserted at that interview that he was the composer of the song, and 
that statement is accepted as the basis of this decision. Such was the burden of his 
protests to Link, and Grant’s version of what took place was convincing to the 
Court. The incidents of that interview did not strengthen the defendants’ case in 
my opinion. 

The remaining matters of defense are not of impressive dimensions or content. 
As to the second defense, that the plaintiff’s song is inherently “salacious and im- 
moral and lewd,” little need be said. The chorus alone is the basis of plaintiff’s 
claim, and when it is remembered that it embodies the theme of the song, that which 
identifies it from other similar creations, the words are not seen to be other than a 
recital or recognition of a development in the economy of Trinidad which was too 
important to escape the comment freely circulated in the Calypso shows. 

It cannot be seen that there was a purpose to corrupt the morals of hearers, or 
to stimulate thoughts or impulses which would otherwise be dormant. 

The defendants submit quotations from numerous opinions, which contain in- 
teresting and abstract observations, but no case is cited which factually bears any 
relation to the matters under scrutiny here. As was said in United States v. One 
Book Entitled Ulysses, 72 F. 2d 705, at page 707 : 


The question in each case is whether a publication taken as a whole has a libidinous 
effect. 


The uncontradicted testimony of plaintiff’s witnesses from among the armed 
forces in Trinidad does not support this contention of defendants. No comment 
could illuminate the temerity of this argument, if that is what it is, when certain 
of the verses of defendants’ version of the song are compared with those of the 
original composition. The capacity to edify intended auditors is certainly no less 
conspicuous in the plaintiff’s song than in the defendants’, and considering its origin, 
the former is entitled to the greater tolerance of appraisal. 

The third and partial defense is said to rest upon the decision in Corcoran v. 
Montgomery Ward & Co., 121 F. 2d 572; certiorari denied 314 U. S. 687. 

The partial defense is stated in this form: 


11. Plaintiff's work having been registered as a book, pursuant to Presidential Proc- 
lamation No. 2608, March 14, 1944, 9 F. R. 2839, the only alleged rights in plaintiff's 


work, that could be violated, are in printing, reprinting, publishing, copying and vending, 
subsequent to March 13, 1945. 


The contention in this respect was stated by defendants’ attorney (S. M. 3): 
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We say as this was copyrighted as a book, the only rights it could have as a book 
were in the publication, printing and vending. Therefore it would have no such rights 
after the date I have mentioned, under the Presidential Proclamation . . . . under . 
the Corcoran case .... they held... . if you publish the lyrics of a song in a book 
or booklet and you copyright the book . . . . the only rights you would have in copy- 
righting a poem or verses or lyrics of the song, but not the music, would be under sub- 
division (a), section 1, of the United States Copyright Act, to print, reprint, publish, 
copy and vend a copyrighted work. 


The Corcoran case decided that the author of doggerel verse entitled ‘Plain 
Bull,” which had been copyrighted as a periodical contribution within the classifica- 
tion of “books,” could not establish a cause within the statute, against the defendant 
who “caused the poem to be set to music and is engaged in recording the end prod- 
uct on phonograph records and selling the records to the public.” The decision is 
that the statute, which was amended in light of White-Smith Music Publishing 
Company v. Apollo Company, 209 U. S. 1, had not created such protection of the 
intellectual conception, as distinguished from its copyrighted embodiment, as to 
afford a remedy to the plaintiff. 

It is not perceived that the decision can restrict this plaintiff’s cause so far as 
the defendants’ conduct is concerned in publishing and selling the song as such. 

The defense of laches creating estoppel requires but brief comment. The testi- 
mony is convincing that the plaintiff and Grant did not learn of the probable in- 
fringement until about the middle of January, 1945, and arrangements were made 
as promptly as war-time conditions permitted for them to come to the United States 
to ascertain the true facts. Grant arrived in New York in Marth of that year, and 
a letter was written on his behalf to the defendant Feist on the 23rd of that month. 
It was sufficient to apprise that defendant that its rights to print and publish the 
song were in question. 

According to the defendants’ brief, their song had its vogue between December 
11, 1944, and March 31, 1945. The claim of laches is apparently based upon the 
lapse of time between discovery in mid-January of 1945, and the filing of the com- 
plaint some seven months later. But that could not have been done until the plain- 
tiff’s United States copyright was secured on June 29, 1945, so that forty-two days 
were allowed to pass until the filing of the complaint. Reliance by the defendants is 
placed upon Haas v. Leo Feist, Inc., 234 F. 105. 

There the statement of facts discloses that Haas, the plaintiff, recognized the 
infringement in January of 1915, and consulted a lawyer in March, “who in turn 
took no action until this suit was brought on the 28th of January, 1916, at which 
time the song had long since run its course.” 

The observations in the opinion on page 108 must be understood in light of the 
facts giving rise thereto, and, so understood, will be found not to avail the defend- 
ants here. This plaintiff's legal status was so circumscribed, until he secured the 
United States Copyright, that the time which elapsed between the establishment of 
his capacity to sue, and the filing of the complaint, was too short to support the de- 
fendants’ assertion of laches. 

The infringement itself is too plain to justify more than the comparison of the 
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two versions of the chorus or theme of the song “Rum and Coca-Cola” which ap- 
pear at the outset of this opinion. 

Access was completely demonstrated, and the most that can be said for Am- 
sterdam is that, when he visited Trinidad in September of 1943 in his capacity as a 
public entertainer, he found the song in current and widespread use, and there- 
fore deemed himself at liberty to appropriate it to his own repertory. When he 
returned to the United States he appreciated its probable public appeal, and with 
the collaboration of Baron and Sullavan put it into such form as would be cal- 
culated to yield the largest returns, under the auspices of a well-known music pub- 
lisher of works of that general type. 

If he had frankly avowed the true situation upon the witness stand, his testi- 
mony would have been more convincing than it turned out to be. 

Among the many cases which have been examined at the instance of both at- 
torneys, it may be said that the opinion of Judge Bright in Freudenthal v. Hebrew 
Publishing Co., 44 F. Supp. 754, contains in condensed form much helpful com- 
ment and citation touching principles which are thought to apply to the facts at 
bar. There seems to be no case precisely like this in the matters which have been 
discussed, but the basis of plaintiff’s claim for relief involves no innovation so far 
as the law of copyright under the statute is concerned. The element of intention 
is not important, as is pointed out in M. Witmark & Sons v. Calloway, 22 F. 2d 
412, at page 414. 

The defendants seem to argue that the plaintiff has failed to demonstrate that 
the passage which is relied on is not shown to be a chorus or the theme of the song. 
Expert opinion to the contrary, I find otherwise from the testimony and by an 
examination of the composition. No other category of the words in question would 
be compatible with the song as a whole, in either version, the plaintiff’s or the de- 
fendants’. 

It is not thought that a decree for the plaintiff does violence to the principle that 
ideas, phrases or words as such cannot be the subject of copyright protection ; what 
is here involved is thought to be a unique expression of Grant’s concept of a recent 
phase in the life of natives and residents of Trinidad, as of February, 1943, clothed 
in a particular form devised and designed by him to adequately express his com- 

ments to those who knew most about the subject-matter ; the appropriation thereof 
was deliberate and intentional, and constituted the taking of something which it is the 
design of the copyright statute to prevent. 

It does not appear that the nominal recovery of the statutory minimum of 
$250.00 would be compensatory to the plaintiff, in view of the extent to which the 
defendants presumably have profited by their violation of his rights ; an accounting 
will therefore be ordered. 

Settle decree in accordance with the foregoing. 

Findings and conclusions are filed herewith. 
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FAMOUS SEA FOOD HOUSE, INC. v. CONSTANTINE J. SKOURAS, 
DOING BUSINESS AS THE KING’S SEA FOOD 


N.Y. App. Div—1st Dept—May 29, 1947 
117 N. Y. Law Journal 2277 


UNFAIR COMPETITION—GENERAL 
Combinations of common and frequently used words may be devised which are capable of 
exclusive appropriation as trade-names. 
UNFAIR COMPETITION—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“The King’s Sea Food” held confusingly similar to “King of the Sea” and enjoined. 
UNFAIR COMPETITION—EVIDENCE—CONFUSION 
Proof of actual confusion is not essential to plaintiff’s right to an injunction. It is the 
liability to deception which the remedy may be invoked to prevent. 
Evidence of likelihood of confusion shown by plaintiff’s fish buyer, baker, advertising 
agents and testimony of plaintiff’s president as to inquiries from customers. 
UnFAIR COMPETITION—EVIDENCE—DAMAGE 
Proof of actual damage is not a condition precedent to granting of injunction. It is suffi- 
cient if the injury to plaintiff’s business is threatened or imminent. 
CourRTS—PLEADING AND PRACTICE 
Each party, in cases tried by the court without a jury, deemed to have moved for judg- 


ment; and appellate court may make new and independent findings and render final adjudi- 
cation on the merits. 


Present: Martin, P. J.; GLENNON, Dore, CALLAHAN and VAN VoorHISs, J. J. 


Plaintiff appeals from judgment of Supreme Court, New York County dismiss- 
ing the complaint, after trial at Special Term. 


Lester R. Bachner of counsel (Seymour L. Mantell with him on the brief; Koenig 
& Bachner, attorneys) for appellant. 

John J. Mooney of counsel (Robert J. Fitzsimmons with him on the brief; Samuel 
Mirer, attorney) for respondent. 


Dore, J.: 


In this action based on unfair competition, defendant rested at the close of 
plaintiff’s case and the trial court granted defendant’s motion to dismiss. Plaintiff 
appeals. 

Prior to 1939, Adolph Flashner, plaintiff’s president, had operated a restaurant 
under the name ‘“‘King of the Sea” at Third Avenue between Fifty-third and Fifty- 
fourth Streets, Borough of Manhattan, City of New York. Plaintiff corporation 
was organized in 1939 and the business with the name “King of the Sea” was trans- 
ferred toit. Plaintiff’s business is known and billed under that name, and is so listed 
in the telephone book. From 1937 to the trial in November, 1946, through local 
and national papers and magazines and also by radio, the name “King of the Sea” 
has been advertised extensively by plaintiff and its predecessor. Plaintiff has spent 
between $12,000 and $15,000 annually in such advertising, or a gross sum of about 
$100,000. During the past two years plaintiff’s gross revenue amounted to approxi- 
mately $1,500,000. At the trial it was conceded that plaintiff’s restaurant is widely 
and favorably known under the name “King of the Sea.” 
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Defendant conducts and operates a restaurant at No. 505 West Twenty-third 
Street, Borough of Manhattan, City of New York, under the name “The King’s 
Sea Food,” specializing as plaintiff does in sea food, but also selling steaks and chops. 
Plaintiff uses English script lettering on the front of its place of business. Defend- 
ant uses the same style of lettering on his front, in connection with the word 
“King’s.” Neither plaintiff nor defendant or anyone connected with either is named 
King. 

On plaintiff's proof there was ample evidence of reasonable likelihood of con- 
fusion on the part of tradespeople, customers and the public by reason of the simi- 
larity of the trade-names of the two parties engaged in a similar business specialty. 
This was shown by the testimony of plaintiff’s buyer in the fish market, its baker, 
its advertising agents and also by Flashner’s testimony of inquiries from customers. 
The proof stands uncontroverted in the record. 

Plaintiff has never consented to defendant’s use of the name “King’s Sea Food.” 
When such use and the resulting confusion was discovered in 1946 plaintiff by let- 
ter and in person promptly requested defendant to desist from the use of the name, 
and even offered to defray defendant’s expenses in changing his designs and sta- 
tionery in view of the short period defendant has been established ; but defendant 
refused. 

At trial, plaintiff waived any claim for money damages, and the sole issue on 
appeal is whether plaintiff is entitled to injunctive relief. The trial court appar- 
ently reasoned that since plaintiff's name is combination of common words it is not 
entitled to protection. Defendant in his brief, however, properly concedes that an 
individual by devising a combination of common and frequently used words may 
possess a name which is capable of exclusive appropriation (Callman, The Law 
of Unfair Competition and Trade-Marks, 1945, chap. 1, sec. 3.2, p. 35), and that 
the protection afforded to such trade-name has been extended to trade-names adopted 
by restaurants (Matter of Bull’s Gay Nineties, Inc. v. Fisher, 180 Misc., 721; 
Maison Prunier v. Prunier’s Restaurant & Cafe, Inc., et al., 159 Misc., 551; 
Chicken Koop v. Maxan’s Restaurants, 185 Misc., 226, aff'd 269 App. Div., 927 ; 
White Tower System v. White Castle System, &c., 90 F., 2d, 67; Brass Rail v. 
Ye Brass Rail of Massachusetts, 43 F. Supp., 671; Stork Restaurant v. Marcus, 
36 F. Supp., 90). 

Proof of actual confusion is not essential to plaintiff’s right to an injunction. In 
T. A. Vulcan v. Myers, et al. (139 N. Y., 364, 367) the court said: “No evidence 
was given or offered to show that any person had actually been deceived by the imi- 
tation of plaintiff’s trade-mark, and we think that none was necessary for the main- 
tenance of the action. It is the liability to deception which the remedy may be in- 
voked to prevent.” 

Other authorities support this rule (NV. Y. World Fair 1939, Inc. v. World Fair 
News, Inc., 256 App. Div., 373; Callman, The Law of Unfair Competition and 
Trade-Marks, 1945, Chap. 20, Sec. 80.6, pp. 1124-27). 

The trial court also erred in insisting on proof of actual damages as a condition 
precedent to granting an injunction (Tiffany & Co. v. Tiffany Productions, Inc., 
147 Misc., 679, aff'd 237 App. Div., 806, aff'd 262 N. Y., 482; Long’s Hat Stores 
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Corp’n v. Long’s Clothes, Inc., 224 App. Div., 497; T. A. Vulcan v. Myers, et al., 
supra, at pp. 367-368 ; Yale Elec. Corp’n v. Robertson, 26 F., 2d, 972, 974). In the 
Vulcan case the Court of Appeals stated the rule as follows: “It is sufficient if in- 
jury to the plaintiff’s business is threatened or imminent to authorize the court to 
intervene to prevent its occurrence. The owner is not required to wait until the 
wrongful use of his trade-mark has been continued for such a length of time as to 
cause some substantial pecuniary loss (Manufacturing Co. v. Trainer, 101 U. S., 
a 

In this record there is no explanation for defendant’s choice of a confusingly 
similar name for his restaurant specializing as plaintiff does in sea food, at a time 
when plaintiff's name had been widely and extensively advertised and had pro- 
cured for itself a good will of great value. 

On the unrebutted testimony, plaintiff established the existence of unfair com- 
petition by defendant that warranted the intervention of equity. On the state of 
this record, an injunction should be granted in plaintiff’s favor. 

Each party moved for judgment in his favor (Civil Practice Act, Sec. 440), 
and, as the case was tried by the court without a jury, this court may make new and 
independent findings and render final adjudication on the merits (N. Y. Constitu- 
tion, Art. VI, Sec. 8; Civil Practice Act, Sec. 584, subdiv. 2; Lamport v. Smedley, 
213 N. Y., 82, 85; Bernadine v. City of N. Y., 268 App. Div., 444, 447, aff’d 294 
N. Y., 361). 


The judgment dismissing the complaint should be reversed, with costs, and judg- 
ment granted enjoining and restraining defendant from the use of the name “The 
King’s Sea Food,” with costs. 

All concur. 


ROLLEY (ROLLEY, INC., AssiGNEE suBsTITUTED) v. SZALET 
Commissioner of Patents—April 2, 1947 


TRADE- MARKS—INTERFERENCES—PLEADING AND PRACTICE 

Rule 36 of Federal Rules of Civil Procedure, providing for request for admissions of 
facts held inapplicable to interferences in Patent Office; there are no pleadings and priority 
is only issue to be determined. 

Trade-mark interferences are governed by Rule 50 of Patent Office Rules of Practice; 
and Rule 153 thereof makes the Rules of Civil Procedure applicable only on points to which 
the Patent Office rules do not apply. 

Facts, the admission of which was requested, held irrelevant and hence not even within 
the scope of Rule 36. 


Petition from Examiner of Interferences. 
Trade-mark interference No. 3722 between Charles A. Rolley (Rolley, Inc., 


assignee, substituted) and Chaim L. Szalet. Szalet’s petition from decision grant- 
ing motion of Rolley, Inc., to strike request for admissions of fact denied. 


Stephen S. Townsend and Townsend & Townsend, both of San Francisco, Calif., 
and Stone, Boyden & Mack, Washington, D. C., for Rolley, Inc. 
Morton P. Rome and Leon Edelson, both of Philadelphia, Pa., for Szalet. 
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Frazer, F. A. C.: 


By this petition the party Szalet seeks a review and reversal of the decision of 
the Examiner of Interferences granting the motion of Rolley, Inc., to strike a “re- 
quest for admissions of fact” served by Szalet under Rule 36 of the Rules of Civil 
Procedure. 

It was the examiner’s opinion, which I am constrained to share, that “the pro- 
cedure set forth in Rule 36 and similar rules of the Federal Rules of Civil Pro- 
cedure is inapplicable in interferences.” There are no pleadings, and the only issue 
to be determined is that of priority of use. 

Petitioner correctly points out that Rule 60 of the rules relating to the registra- 
tion of trade-marks provides that in opposition and cancellation proceedings “‘plead- 
ings and procedure . . . . shall be governed by the Rules of Civil Procedure... . 
except as otherwise provided.” But trade-mark interference proceedings are gov- 
erned by Rule 50, which provides merely that the practice “will follow, as nearly as 
practicable, the practice in interferences between applications for patents.” And 
Rule 153 of the Rules of Practice makes the Rules of Civil Procedure applicable 
in patent interferences only on points to which the Patent Office rules do not apply. 
Thus, since elaborate provision is made for the manner in which evidence shall be 
adduced, and Rule 159 expressly excludes from consideration evidence “which 
shall not have been taken and filed in compliance with these rules,” admissions un- 
der Rule 36 of the Rules of Civil Procedure may not properly be required. 

Moreover, the alleged facts, the admission of which is here requested, are ir- 
relevant to the sole issue of priority. The motion to strike should have been sus- 


tained on that additional ground, for Rule 36 relates only to “relevant documents” 
and “relevant matters of fact.” 


The petition is denied. 





POCAHONTAS FUEL CO., INC. v. CARTER COAL CO. 
Commissioner of Patents—April 14, 1947 


TRADE-MARKS—OPPOSITION—PLEADING AND PRACTICE 
Registrations will not be withheld, after dismissal of opposition affirmed by Court of 
Customs and Patent Appeals, on petition of present opposer who was not a party to prior 
opposition involving substantially the same marks as are now sought to be registered; op- 
poser having failed to oppose other applications at proper time, must await issuance of certifi- 
cates and apply for their cancellation. 
Petitions to Commissioner of Patents. 


Trade-mark oppositions by Pocahontas Fuel Company, Incorporated against 


Carter Coal Company. Opposer’s petitions that other marks of applicant be with- 
held from issue denied. 


See also Trade-Mark Reporter, vol. 37, p. 340. 


Charles R. Allen, Washington, D. C., for Pocahontas Fuel Company, Incorporated. 
James F. Hoge, Leslie D. Taggart, and L. B. Stoughton, all of New York, N. Y., 


and Herbert J. Jacobi and E. F. Wenderoth, both of Washington, D. C., for 
Carter Coal Company. 
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Frazer, F. A. C.: 


These are identical petitions in two trade-mark opposition proceedings. 

Both proceedings were instituted on April 4, 1944, but on opposer’s motion were 
suspended “until thirty days after the final disposition” of four oppositions then 
pending on appeal from decisions of the Examiner of Interferences. Opposer was 
not a party to those proceedings, the applications there involved being opposed by 
Pocahontas Operators Association, of which opposer is one of several members. 
The marks, however, were substantially the same as the two now sought to be reg- 
istered. In a decision rendered May 14, 1945 (575 O. G. 572, 65 U.S. P. Q. 430), 
I dismissed the oppositions ; and my decision was affirmed by the Court of Customs 
and Patent Appeals on February 11, 1947 (73 U. S. P. Q. 51). Pocahontas Fuel 
Company Incorporated now petitions that the four marks, whose registrability has 
thus been adjudicated, be withheld from issue “pending determination of the above 
identified oppositions brought by petitioner against later closely similar trade-mark 
applications of the same applicant, Carter Coal Company.” 

The allowed applications were filed on September 1, 1942, and were published 
in the Official Gazette on December 29, 1942. The instant proceedings are now set 
for final hearing before the Examiner of Interferences on September 25, 1947. It 
may well require a period of at least three years thereafter to effect their final deter- 
mination. I find nothing in the record to justify such additional delay in the issuance 
of the registrations previously opposed. If petitioner believed it would be dam- 
aged thereby, it should have filed appropriate notices of opposition as provided by 
section 6 of the Act of February 20, 1905. Having failed to do so, its only remain- 
ing remedy is to await the issuance of the certificates of registration, and apply for 
their cancelation under section 13 of the Act. 

The petitions are denied. 


REMINGTON RAND, INC. v. REX-O-GRAPH, INC. 
Commissioner of Patents—April 17, 1947 


TrapdE-MARKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Business machines, namely, duplicating machines, both hand and motor driven, held goods 


of the same descriptive properties as a camera copying machine which makes copies of 
documents. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Rex-o-graph” held confusingly similar to “Dexigraph”; similarity in sound is sufficient 
regardless of appearance and meaning. 
Appeals from Examiner of Interferences. 
Trade-mark oppositions by Remington Rand, Inc., against — -o-graph, Inc. 
Applicant appeals from decisions sustaining oppositions. Affirmed. 


Roland T. Booth, Buffalo, N. Y., for opposer. 
Erwin B. Eiring, Wauwatosa, Wis., for applicant. 
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Frazer, F. A. C.: 


These are appeals from decisions of the Examiner of Interferences in four 
trade-mark opposition proceedings involving applications of ‘“Rex-o-graph,” Inc., 
for registration of the notation “Rex-o-graph” as a trade-mark for duplicating ma- 
chines and various supplies for use in their operation. The four cases were sub- 
mitted upon the same record, and were briefed and argued together on appeal. And 
since it seems to be agreed that unless all are reversed all should be affirmed, they 
may properly be disposed of in a single decision. 

The application about which most of the argument centers is for goods described 
as “business machines, namely, duplicating machines, both hand and motor driven.” 
Use of the mark on such goods, as on those listed in the other applications, is claimed 
since July 3, 1934. 

Opposer relies upon its established use, since 1931, of the trade-mark “Dexi- 
graph,” on merchandise which the Examiner of Interferences held to be of the 
same descriptive properties as applicant’s merchandise. As stated in his decision: 


In the present instance opposer sells a camera copying machine which makes copies 
of various documents by the photographic process on sensitized paper, which is in turn de- 
veloped and fixed, producing the desired copy. Applicant sells a spirit or fluid duplicating 
machine wherein copies are made on blank sheets of paper by the deposit of a small amount 
of material from a master carbon. These machines are in the nature of specialized ap- 


paratus and each has its own particular field of use where it may be operated to the best 
advantage. 


But both are duplicating machines, and applicant’s description of goods is not 
restricted to duplicating machines of the spirit or fluid type. Rather the language 
employed is sufficiently broad to include the exact machine in which opposer deals. 
The wide differences in structure of the two machines, and in their methods of opera- 
tion, thus become immaterial; for the proposed registration would afford prima 
facie evidence of applicant’s ownership of its mark for duplicating machines of all 
types. In re Keller Heumann & Thompson Co., 23 C. C. P. A. 837, 81 F. 2d 399. 

Applicant argues that confusion is nevertheless unlikely, because opposer’s mark 
and its own “are decidedly different in appearance, sound and meaning.” Of course 
the marks are not identical. In appearance they differ quite considerably by reason 
of the peculiar manner in which applicant’s mark is printed, the first four letters be- 
ing in block capitals and the last five in lower-case script. But insofar as they have 
any meaning the resemblance is close, and in sound they are practically indistinguish- 
able. And “if the mark of a newcomer when voiced is so constituted as to be simi- 
lar in sound to the language expressed in a trade-mark attached to identical goods 
or merchandise of the same descriptive properties, the registration of the newcomer’s 
mark will be prohibited regardless of its significance otherwise in appearance and 
meaning.” Celanese Corporation of America v. E. I. duPont de Nemours & Co., 
33 C. C. P. A. 857, 154 F. 2d 143. 


The decision of the Examiner of Interferences is in each case affirmed. 
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EX PARTE LEDERLE LABORATORIES, INC. 
Commissioner of Patents—April 28, 1947 


TrADE-MarkKS—Goops oF SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Preparation containing diphtheria and tetanus toxoids and bacterin antigen used in im- 
munization against diphtheria, tetanus and pertussis held goods of the same descriptive prop- 


erties as preparation used in the treatment of cancer, tuberculosis, diabetes, toxic goiter and 
infantile paralysis. 


TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Tri-immunol” held confusingly similar to “Immunolites.” 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 


Similarity in fanciful and arbitrary marks is more likely to cause confusion than words 
used in everyday conversation. 
TRADE-M ARKS—REGISTRABILITY—CONSENT 


Consent of prior registrant of confusingly similar mark is immaterial and cannot empower 
Commissioner to register mark barred by statute. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark of Lederle Laboratories, Inc. Ap- 
plicant appeals from decision refusing registration. Affirmed. 


Harry A. Bostrom, New York, N. Y., for applicant. 
Frazer, F. A. C.: 


In view of a reference the Examiner of Trade-Marks rejected this application 
to register the notation “Tri-Immunol” as a trade-mark for “a preparation contain- 
ing diphtheria toxoid, tetanus toxoid and bacterin antigen made from pertussis bac- 
cilli for use in active immunization against diphtheria, tetanus and pertussis.” The 
mark is claimed to have been used since May 25, 1943. 

The prior registration relied on by the examiner was issued June 23, 1936. It 
covers the trade-mark “Immunolites” for “‘a preparation used in the treatment of 
cancer, tuberculosis, diabetes, toxic goiter, and infantile paralysis.” 

I agree with the examiner that the two marks are applied to merchandise of the 
same descriptive properties, and that they bear such close resemblance “‘as to be 
likely to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers.” 


Applicant points out that: 


Both marks are fanciful or arbitrary expressions. They are coined and have no mean- 
ing other than their trade-mark significance. 


But that is one good reason why confusion is likely ; for it is well recognized that 
such likelihood is greater as to marks of this character than as to marks “made up 
of ordinary words used in everyday conversation.” The Bon Ami Co. v. McKesson 
& Robbins, Inc., 25 C. C. P. A. 826, 93 F. 2d 915 [28 T.-M. Rep. 87]. 

In the brief on appeal applicant refers to “an instrument duly executed” by the 
owner of the cited registration, giving “his consent to the use and registration” by 
applicant of its trade-mark here in question. I find no such instrument in the file, 
nor is it mentioned by the examiner in any of his actions. But in any event it 
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would add nothing to the registrability of applicant’s mark. Jn re Laskin Brothers, 
Inc., 32 C. C. P. A. 820, 146 F. 2d 308. 


The decision is affirmed. 





EX PARTE BUCYRUS-ERIE COMPANY 
Commissioner of Patents—May 2, 1947 


TrADE-M ARKS—DISCLAIMER 


Disclaimer of “Erie” in composite mark “Bucyrus-Erie” not required because “Erie” is 
perhaps not merely geographical, though primarily so, where “Bucyrus” is presented under 
the ten-year proviso of the 1905 Act and the composite mark was registered to applicant 


seventeen years ago, and to now require disclaimer might becloud the validity of applicant's 
previous registration. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark of Bucyrus-Erie Company. Appli- 
cant appeals from decision refusing registration. Reversed. 


E. F. Wenderoth, Washington, D. C., for applicant. 
Frazer, F. A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
the trade-mark “Bucyrus-Erie,” under the provisions of the Act of February 20, 
1905, in the absence of a disclaimer of the geographical word “Erie.” “Bucyrus” 
is also geographical; but that word is presented under the ten-year proviso of the 
Act, and has been so registered to applicant on at least two previous occasions. 

Applicant points out that “the statute itself condemns not a mark which con- 
tains a geographical name or term, but rather one which consists in merely a geo- 
graphical name or term” ; and argues that its own mark “viewed as a whole . . . is 
a new expression, and as such is not the name of any place either large or small, and 
therefore has no possible geographical significance whatsoever.” The question thus 
raised, however, was carefully considered by the Court of Customs and Patent Ap- 
peals in the case of In re American Cyanamid & Chemical Corporation, 26 C. C. 
P. A. 712, 99 F. 2d 964 [28 T.-M. Rep. 595], and was decided adversely to appli- 
cant’s contention. The effect of the rule there announced is to require the dis- 
claimer of all non-registrable matter in composite trade-marks before their registra- 
tion may be effected. 

“Erie” is of course primarily geographical ; but it is perhaps not merely so, for 
it is also the name of an extinct Indian tribe. And while I would hesitate to re- 
verse the examiner’s ruling on that ground alone, it does provide a basis for appli- 
cation of the doctrine of reasonable doubt. 

Applicant’s mark is appropriated to a long line of heavy machinery, the major 
portion of which is listed in a registration of the same identical mark, that was 
issued without disclaimer in 1930. The present application merely adds to that list 
various articles of the same kind that have more recently come into production. The 
registration was allowed by the Commissioner of Patents on appeal from a rejec- 
tion by the examiner on substantially the same ground as in the instant case. See 
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Ex parte Bucyrus-Erie Co., 156 Ms. D. 316 5 U. S. P. Q. 18. I am unable to 
agree with the reasoning of that decision, or with the conclusion there reached ; nor 
do I agree with applicant that “the present point in issue” is res judicata by virtue 
thereof. But I do think the situation warrants the most liberal view of applicant’s 
rights that is permissible under the statute. 

To now require a disclaimer of the word “Erie” in applicant’s mark would be- 
cloud the validity of a registration which has afforded applicant prima facie evi- 
dence of its ownership for seventeen years. Apparently no one has ever disputed 
such ownership, and I doubt that the Patent Office should now do so. Subject to 
opposition, it is my opinion that applicant is entitled to the proposed registration. 

For the reasons stated the decision of the Examiner of Trade-Marks is reversed. 


EX PARTE ZIFF-DAVIS PUBLISHING COMPANY 
Commissioner of Patents—May 8, 1947 


TRADE-MARKS—EVIDENCE OF ABANDONMENT 
Applicant held entitled to register mark confusingly similar to mark previously registered 
for magazine title on ex parte showing of discontinuance of publication of prior magazine 
and use of the prior mark only in the masthead of publication with which it had been merged 
for nearly ten years. 


Use of title of magazine only in masthead of publication with which it has been merged 
held not a trade-mark use and a strong indication of abandonment. 


Petition to review decision of Examiner of Trade-Marks. 
Application for registration of trade-mark of Ziff-Davis Publishing Company. 
Applicant petitions from decision refusing registration. Reversed. 


Lester L. Sargent, Washington, D. C., for applicant. 
FraZER, F. A. C.: 


By this petition applicant seeks a review and reversal of the examiner’s refusal 
to register a trade-mark under the provisions of the Act of March 19, 1920. 

Applicant’s mark is the notation “Radio-Electronic Engineering,” which appli- 
cant claims to have used since January 15, 1944, as the title of “a periodical.” The 
only ground upon which registration was refused is that the mark is confusingly 
similar to one previously registered under the Act of February 20, 1905, which ap- 
plicant insists has been abandoned. 

The registration was issued June 12, 1928. It discloses the trade-mark “Radio 
Engineering” for “a monthly magazine.” The magazine was published under that 
title until September, 1937, when “Radio Engineering” appears to have been merged 
with several other magazines, and the title was changed to “Communications.”’ Since 
that time the registered mark has appeared only in the masthead of ‘“Communica- 
tions,” along with the titles of the other discontinued publications. Thus for nearly 
ten years it has not been used as a trade-mark, and such use as has occurred strongly 
indicates abandonment. American Photographic Publishing Co. v. Ziff-Davis Pub- 
lishing Co., 29 C. C. P. A. 1014, 127 F. 2d 308 [33 T.-M. Rep. 308]. 
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The examiner says there is no showing “as to whether the consolidation is part 
of a permanent plan or only a temporary measure.” But in the latter event the 
owner of the “Radio Engineering” registration may always protect such rights as 
it may have by the institution of an appropriate cancellation proceeding. Upon the 


record presented, I think applicant is entitled to the proposed registration. 
The decision is reversed. 





BENDIX AVIATION CORPORATION v. EMPIRE ELECTRIC BRAKE 
CO. 


Commissioner of Patents—May 9, 1947 


TRADE-MARKS—Goops OF SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 


Vehicle brakes and parts thereof held goods of the same descriptive properties as aircraft 
shock struts. 


TRADE-MARKS—LIKELIHOOD OF CONFUSION—GENERAL 
In determining question of likelihood of confusion, sound, appearance and significance of 
the marks must be considered in conjunction with the degree of discrimination used by pur- 
chasers of the specific goods on which the marks are used. 
TRADE-MarKs—Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 


“Vacdraulic” held not confusingly similar to “Pneudraulic,’ when used on the merchan- 
dise involved. 


Appeal from Examiner of Interferences. 


Trade-mark opposition No. 24023 by Bendix Aviation Corporation against 


Empire Electric Brake Company. Applicant appeals from decision sustaining op- 
position. Reversed. 


C. M. Funkhouser and Emory C. Naylor, both of Washington, D. C., for Bendix 
Aviation Corporation. 


Pennie, Edmonds, Morton & Barrows, New York, N. Y., for Empire Electric 
Brake Company. 


Frazer, F. A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of Bendix Aviation Corporation to the application of Empire Elec- 
tric Brake Company for registration of the word “Vacdraulic” as a trade-mark for 
“vehicle brakes and parts thereof.” The mark has been in use since May 7, 1943. 

The opposition was sustained on the ground that applicant’s mark is confusingly 
similar to opposer’s trade-mark “‘Pneudraulic Shock Strut,” registered August 16, 
1932, for “shock struts.” In the registration the words “Shock Strut” are dis- 
claimed. 

Opposer took no testimony; but in the brief and on oral argument has con- 
ceded that “a shock strut is a device used on an aircraft to cushion the initial impact 
of landing and the recurring shocks of taxiing over the landing field,” and has no 
other utility. Applicant’s vehicle brakes are not now used on aircraft, but only on 
automobiles and trucks. However, the description of goods in the application is 
sufficiently broad to include brakes for aircraft ; and the proposed registration would 
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' afford prima facie evidence of applicant’s ownership of the mark for vehicle brakes 
) of all kinds. In re Keller, Heumann & Thompson Co., 23 C. C. P. A. 837, 81 F. 
} 2d399. Iam thus in agreement with the Examiner of Interferences that the goods 
| of the parties must be regarded as having the same descriptive properties. 
But as pointed out by the Court of Customs and Patent Appeals in Chicago 
Pneumatic Tool Co. v. Bendix Aviation Corporation, 157 F. 2d 201, 71 U. S. P..Q. 
80, opposer’s goods are sold only to highly discriminating purchasers ; and I think 
that is equally true of applicant’s goods. The opportunity for confusion is thus re- 
duced to a minimum, for as stated by the court in the cited case: 


The engineers in charge of airplane manufacturing and purchasing agents in that busi- 
ness, we think, would know the origin both of appellant’s and appellee’s goods; engineers 
and purchasing agents in other manufacturing plants would not be concerned with the origin 
of appellee’s shock struts. 


As applied to such goods, I am unable to agree with the examiner that the trade- 
marks in question are “confusingly similar.” They differ substantially in appear- 
ance and in sound; and to an engineer, or even to a mechanic, I doubt that they 
would be confusable in significance. Their only common portion is “draulic,” which 
means nothing standing alone; and its combination with the completely dissimilar 
prefixes “Vac” and “Pneu” results in words that suggest entirely different ideas. 

Viewed as a whole, it is my opinion that these marks differ sufficiently to be 
used concurrently upon the particular merchandise involved without any reasonable 
likelihood of confusion. 

For the reasons stated the decision of the Examiner of Interferences is reversed. 





EX PARTE AMERICAN WOOLEN COMPANY 
Commissioner of Patents—May 14, 1947 


TRADE-MarKs—1920 Act REGISTRATIONS—GENERAL 
Descriptive words “twill” and “suede,” when combined as “Twill Suede” and associated 
with corporate name, “American Woolen Co.,” held registrable, under 1920 Act, as trade- 
mark for woolen piece goods and as collective mark for coats and suits. 


Petitions from Examiner of Trade-Marks. 
Applications for registration of trade-marks of American Woolen Company. 
Applicant petitions from decisions refusing registration. Reversed. 


Chauncey P. Carter, Washington, D. C., for applicant. 
Frazer, F. A. C.: 


ho RS MT iy 


These are identical petitions in two applications for registration under the Trade- 
; Mark Act of March 19, 1920, both of which have been finally rejected by the Ex- 
: aminer of Trade-Marks. 

Applicant seeks registration of the words “Twill Suede,” in association with its 
corporate name, “American Woolen Co.,” as a trade-mark for “woolen piece goods,” 
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and as a collective mark for “‘ladies’ and children’s coats and suits.”” The examiner 
states that: 


Registration stands refused upon the ground that the mark is dominated by “Twill Suede” 
which, in the opinion of the examiner, is devoid of trade-mark significance and therefore in- 
capable of functioning as a trade-mark. 


The words “twill” and “suede” are of course separately descriptive of textile 
fabrics. But as applicant points out, there is no such fabric as a “twill suede ;” so 
that their combination results in a somewhat incongruous expression that is not 
aptly descriptive of either piece goods or coats and suits. But even if it were, the 
addition of applicant’s name is in my opinion sufficient to render the mark as a whole 
registrable under the liberal provisions of the 1920 Act. 

The decision of the Examiner of Trade-Marks is in each case reversed. 





THE SEVEN UP COMPANY v. PRICE 
Commissioner of Patents—May 21, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Mark dominated by “Drink-Up,” for soft drinks, held confusingly similar to “Seven 
Up,” though considered as a whole they neither look alike, sound alike nor have the same 
meaning. 
As applied to soft drinks, the word “Drink” is incapable of trade-mark significance; 
opposer has the right to advertise “Drink Seven Up” which, if applicant’s alleged mark were 
registered, might be regarded prima facie as an infringement. 


Appeal from Examiner of Interferences. 
Trade-mark opposition No. 23043 by The Seven Up Company against H. L. 
Price. Applicant’appeals from decision sustaining opposition. Affirmed. 


John H. Cassidy, St. Louis, Mo., and John M. Mason, Washington, D. C., for The 
Seven Up Company. 
Lancaster, Allwine & Rommel, Washington, D. C., for H. L. Price. 


Frazer, F. A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of The Seven Up Company to the application of H. L. Price for 
registration of a trade-mark for “nonalcoholic, maltless, soft drinks.” 

Applicant’s mark is described in the examiner’s decision as “consisting of the 
words ‘Drink-Up’ and ‘It’s Later Than You Think’ together with a representation 
of Father Time.” It is clearly dominated by the notation “Drink-Up.” 

Opposer relies on its registered trade-marks “Seven Up” and “7 Up,” both 
appropriated to merchandise substantially the same as applicant’s, and both in use 
for many years prior to applicant’s first use of the mark opposed. 

Opposer’s marks have been involved in several proceedings in the Patent Office 
and before the courts. In Seven Up Co. v. Batch, 511 O. G. 805, 44 U.S. P. Q. 
171, ‘‘Lemon-Up” was refused registration because too nearly similar in sound to 
“Seven Up.” In Burstein v. Seven Up Co., 27 C. C. P. A. 1202, 111 F. 2d 903, “Hy 
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Up” was held to be confusable with “Seven Up,” partly by reason of “‘a suggestive- 
ness of similarity” in meaning. In Seven Up Co. v. Palmerton Coca-Cola Bottling 
Co., 572 O. G. 548, 64 U. S. P. Q. 486, it was held that “7 Star” is confusingly 
similar to “7 Up,” chiefly because of the conspicuous occurrence in each of the 
figure “7.” In Seven Up Co. v. Cheer Up Sales Co., 148 F. 2d 909, 65 U.S. P. Q. 
237, the Circuit Court of Appeals for the Eighth Circuit concluded that neither of 
opposer’s marks was infringed by “Cheer Up.” And in Seven Up Co. v. Wagner, 
588 O. G. 685, 70 U. S. P. Q. 3, I held that neither was likely to be confused with 
the notation “Thumbs-Up” as applied to “a fruit preparation for flavoring ice 
cream,” particularly in view of the difference in goods. 

These and other cases are cited in the briefs, but I find none of them very helpful. 
For aside from their inclusion of the word “Up,” none of the marks to which op- 
poser objected had anything in common with the present applicant’s mark. 

“Drink-Up” and “Seven Up,” each considered as a whole, do not look alike, 
sound alike, or have the same meaning. And were the goods of the parties anything 
other than beverages, I would have no difficulty in agreeing with applicant that the 
concurrent use of their trade-marks would not be likely to result in confusion. But 
as applied to soft drinks, the word “Drink” in applicant’s mark is in my opinion in- 
capable of trade-mark significance, just as “the word ‘Eat’ could not serve to denote 
the origin of a food product.” Kraft Cheese Co. v. Fisher Dairy and Cheese Co., 
591 O. G. 666, 70 U. S. P. Q. 544. Certainly opposer has the right to use the word 
“Drink” in advising the public to “Drink Seven Up,” and such use might well be 
regarded prima facie as an infringement of applicant’s mark were the proposed 
registration granted. It is thus my opinion that confusion would be reasonably 
likely and that opposer would probably be damaged. 

For the reasons stated the decision of the Examiner of Interferences is affirmed. 


BOND STORES, INCORPORATED v. BOND DIAMOND COMPANY 
Commissioner of Patents—May 21, 1947 


TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Diamonds held goods of different descriptive properties from clothing such as men’s and 
boys’ suits, trousers, coats, vests, shirts, collars, sweaters, raincoats, underwear and hats. 
Opposer failed to prove use of the mark sought to be registered on articles including cos- 
tume jewelry, cuff links and shirt studs. 
Appeal from Examiner of Interferences. 
Trade-mark opposition No. 24110 by Bond Stores, Incorporated, against Bond 
Diamond Company. Opposer appeals from decision dismissing opposition. 
Affirmed. 


Samuel Herrick, Washington, D. C., for Bond Stores, Incorporated. 
Charles H. Brown, Baldwin, N. Y., for Bond Diamond Company. 
Frazer, F. A. C.: 


Bond Stores, Incorporated, appeals from the decision of the Examiner of In- 
terferences dismissing its opposition to the application of Bond Diamond Company 
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for registration of the word “Bond,” printed on a diamond-shaped background, as 
a trade-mark for diamonds. The mark is claimed to have been used since August 4, 
1944. 

Opposer operates a large number of retail clothing stores, in which it sells 
“Bond” clothes for men and boys. One trade-mark registration upon which it 
relies, issued August 22, 1933, is of the word “Bond” for “men’s and boys’ suits, 
trousers, coats, vests ; negligee, work, and dress shirts, collars, sweaters, raincoats, 
underwear, hats.”” It also sells women’s wearing apparel, and costume jewelry, and 
such dress accessories for men as cuff links, tie clips, collar bars, shirt studs and 
belt buckles. None of these items, however, are sold under the “Bond” trade- 
mark ; nor is there any evidence that opposer deals in diamonds. The Examiner 
of Interferences was thus of the opinion that the goods to which the marks of the 
parties are respectively applied are “unquestionably of different descriptive prop- 
erties.” 

Opposer cites the case of Cluett Peabody & Co. v. Hartogensis, 17 C. C. P. A. 
1166, 41 F. 2d 94, in support of its argument to the contrary. It was there held that 
shirts and collars have the same descriptive properties as collar buttons, because: 


They are used together, and the evidence shows that they are sold at retail to a very 
large degree in the same stores by the same clerks over the same counters, and to the same 
general class of customers. They clearly belong to the same general class of men’s wear. 
A purchaser of shirts and collars bearing the trade-mark of appellant, and of collar but- 
tons bearing the trade-mark of appellee, would naturally conclude that all had the same 


origin. 

But applicant does not seek registration of its mark for collar buttons. And 
there would appear to be no closer relationship between diamonds and any of the 
articles of clothing to which opposers’ mark is appropriated than between the 
articles of men’s jewelry and the boots, shoes and slippers which the court held to 
be of different descriptive properties in the much more recent case of General Shoe 
Corporation v. Forstner Chain Corporation, 27 C. C. P. A. 1398, 113 F. 2d 127 
[30 T.-M. Rep. 454]. I think this latter case is more nearly in point than the 
former, and affords ample authority for the examiner’s ruling. 


Since I agree that applicant is entitled to the proposed registration, the decision 
is affirmed. 





TRIANGLE PUBLICATIONS, INC. v. CHESTER H. ROTH CO., THC. 
(MILES SHOES, INCORPORATED, AssIGNEE, SUBSTITUTED) 


Commissioner of Patents—May 27, 1947 


TRADE-M ARKS—OPPOSITIONS—GENERAL 


The Patent Office functions are restricted by statute and it is not concerned with ques- 
tions of unfair competition. 

Confusion in trade will not be likely to result, in a statutory sense under the 1905 Act, 
unless the goods of the parties possess the same descriptive properties, even if the marks are 
identical. 

TrapE-Marks—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Hosiery held goods of different descriptive properties from monthly magazine. 
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TRADE-M ARKS—OPPOSITIONS—EVIDENCE 


Facts recited in opinion of court in suit by opposer against third party, but not proved 
in opposition do not constitute proof here against applicant. 
TRADE-MARKS—OPPOSITIONS—PLEADING AND PRACTICE 


Amendment of Notice of Opposition allowed to correct obvious error, after argument of 
appeal. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Triangle Publications, Inc., against Chester H. Roth 


Co., Inc. (Miles Shoes Incorporated, assignee, substituted). Opposer appeals from 
decision dismissing opposition. Affirmed. 


Richardson Dilworth, Harold E. Kohn, and Bell, Murdoch, Paxton & Dilworth, 
all of Philadelphia, Pa., for Triangle Publications, Inc. 
Edward G. Roe, New York, N. Y., for Miles Shoes Incorporated. 


Frazer, F. A. C.: 


Triangle Publications, Inc., opposed the application of Chester H. Roth Co., Inc., 
for registration of a trade-mark, and appeals from the decision of the Examiner of 
Interferences dismissing the opposition. 

Applicant’s mark is the word “Seventeen,” claimed to have been used since 
January 5, 1945, in connection with hosiery. Opposer owns a registration of the 
same mark for “a monthly magazine devoted to the interests of girls.” This reg- 
istration was issued January 9, 1945, upon an application filed August 22, 1944. 
According to the testimony the magazine was not published until September 1, 
1944, so that the mark was not in use when the application was filed; but the valid- 
ity of the registration is not here in issue. 

There is no allegation in the notice of opposition that the goods of the parties 
are of the same descriptive properties ; and on authority of Mishawaka Rubber and 
Woolen Manufacturing Co. v. Bradstone Rubber Co., 27 C. C. P. A. 888, 109 F. 
2d 219, applicant thus urges that the notice is fatally defective, and should be dis- 
missed on that ground. The point does not appear to have been raised before the 
Examiner of Interferences, however ; and in view of opposer’s insistence that it is 
not material, I prefer to decide the case on the merits, as did the examiner. 

Opposer argues that “today the only requirement is that the trade-mark is used 
by another in such a way as to lead purchasers to believe that the original owner 
has in some way sponsored or approved the infringer’s products or that there is 
some connection between the products of both parties.” But while that is gener- 
ally true in cases of trade-mark infringement and unfair competition, it is not neces- 
sarily so in trade-mark opposition proceedings. The Patent Office is not concerned 
with questions of unfair competition. Its functions are prescribed and restricted 
by statute. And as stated by the court in General Mills, Inc. v. Freed, 24 C. C. P. A. 
1171, 89 F. 2d 664 [27 T.-M. Rep. 328] : 


It is clear from the provisions of section 5 of the Trade-Mark Act of February 20, 
1905, that if the marks closely resemble one another, or even if they are identical, confusion 
in trade will not be likely to result in a statutory sense, unless the goods of the parties 
possess the same descriptive properties. 
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In support of his ruling that opposer’s magazine and applicant’s hosiery are of 
different descriptive properties, the examiner cited Meredith Publishing Co. v. 
O. M. Scott & Sons Co., 24 C. C. P. A. 956, 88 F. 2d 324, where the court reached 
the same conclusion in respect to lawn grass seed and a magazine “devoted to im- 
provements in home-making, including gardens and lawns.” In seeking to dis- 
tinguish that case, opposer asserts that “there was a total failure to prove confusion 
or likelihood of confusion, or even to prove that the magazine and the grass seed 
were sold to the same class of people.” But there is precisely that same failure of 
proof here, unless resort be had to the opinion of the District Court for the Eastern 
District of Missouri in Triangle Publications, Inc. v. Hanson, 65 F. Supp. 952, 70 
U. S. P. Q. 478, from which opposer has quoted extensively in its brief. The evi- 
dence there considered is not of record in the instant proceeding, nor was applicant 
a party to that case. The facts recited in the opinion appear to have been established 
to the satisfaction of the court, but their recital does not constitute proof against 
applicant. 

An additional ground of opposition pleaded in the notice reads as follows: 


Triangle Publications, Inc., uses said trade-mark in advertising women’s and girls’ 
clothing and accessories, including hosiery, and has so used said trade-mark continuously 
since on or before September 1, 1945. 


Since the appeal was argued, opposer has moved to amend by substituting “Sep- 
tember 1, 1944,” on the ground that the year was incorrectly stated “as a result of 
a typist’s error, which did not come to the attention of attorneys for the opposer.” 
The mistake is obvious, for the notice was filed on June 12, 1945. The proposed 
amendment is accordingly allowed. 

But that does not strengthen opposer’s case, because there is no evidence as to 
when opposer began to use its mark in connection with such advertising. The 
opposed application was filed on February 1, 1945, and for all that appears, opposer 
had used the mark prior to that date for no other purpose than as the title of its 
magazine. 

The decision of the Examiner of Interferences is affirmed. 





